crowellrg moring

Annex 6.



July 2013

U.S. STATEMENT ON GEOGRAPHIC NAMES
IN ADVANCE OF ICANN DURBAN MEETING

The United States has listened carefully to the concerns expressed by colleagues on certain
geographic strings. It is our sincere hope that individual governments can resolve their concerns
on specific geographic strings through agreements on specific safeguards negotiated with the
relevant applicants. We encourage all parties to continue to do so leading to Durban. However, in
the event the parties cannot reach agreement by the time this matter comes up for decision in the
GAC, the United States is willing in Durban to abstain and remain neutral on .shenzen (IDN in
Chinese), .persiangulf, .guangzhou (IDN in Chinese), .amazon (and IDNs in Japanese and
Chinese), .patagonia, .yun, and .thai, thereby allowing the GAC to present consensus objections
on these strings to the Board, if no other government objects.

The United States affirms our support for the free flow of information and freedom of expression
and does not view sovereignty as a valid basis for objecting to the use of terms, and we have
concerns about the effect of such claims on the integrity of the process. We considered that the
GAC was of the same mind when it accepted ICANN’s definition of geographic names in
February 2011 and agreed that any potential confusion with a geographic name could be
mitigated through agreement between the applicant and the concerned government. In addition,
the United States is not aware of an international consensus that recognizes inherent
governmental rights in geographic terms. Therefore, the choice made in this discrete case does
not prejudice future United States positions within the ICANN model or beyond.

Recognizing that the current rules for the new gTLD program do not specifically prohibit or
condition these strings, we expect the specific issue of how to better address individual
government concerns as well as other relevant considerations, including the free flow of
information and freedom of expression, in the context of geographic terms, to be considered in
the review of the new gTLD program as mandated by the Affirmation of Commitments. This
review hopefully will provide guidance as to how better to address this issue in future rounds of
new gTLDs.
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DEFINITIONS

AGB ICANN gTLD Applicant Guidebook, version 2012-06-04
Amazon Community The community defined in § 40 below

Applicant AMAZON EU S.a.r.l.

Centre International Centre for Expertise of the International

Chamber of Commerce

Expert Professor Luca G. Radicati di Brozolo

gTLD Generic top level domain

10 Independent Objector

Objection Procedures Module 3 of the AGB

OTCA Amazon Cooperation Treaty Organization

Procedure New gTLD Dispute Resolution Procedure, Attachment to

Module 3 of the AGB

Strings “ AMAZON”, “. 7 < ) " and “.iI &, 31" gTLDs
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This Expert Determination is rendered in the consolidated dispute settlement
proceedings arising from the community objections to three applications for the
generic top-level domain (“gTLD”) name “.AMAZON”, and the Japanese and Chinese
terms for AMAZON (respectively 7 ¥ ¥J > and il Z3#l) within the framework of the
ICANN gTLD Application Process governed by the ICANN gTLD Applicant Guidebook,
version 2012-06-04 (the “AGB”).

INTRODUCTION

The three community objections at the origin of these proceedings (the
“Objections”) were filed on March 12, 2013 with the International Centre for
Expertise of the International Chamber of Commerce (the “Centre”) by the
Independent Objector, Professor Alain Pellet, Contact Information Redacted

Contact Information Redacted

The Objections (EXP/396/ICANN/13, EXP/397/ICANN/14 and EXP/398/ICANN/15)
relate to three applications (the “Applications”) filed by AMAZON EU S.a.r.l,, e
Contact Information Redacted ' (the “Applicant”)

respectively for the “.AMAZON”, “. 7 < %J >” and “.\[l E;#1” gTLDs (collectively the

“Strings”).
The content of all the Objections is practically identical.

On April 23, 2013 the Centre informed the Parties of its decision to consolidate the
Objections.

The Applicant filed its Responses to the Objections on May 24, 2013.

Con ac nforma ion Redac ed

The 10 is represented in these proceedings by Ms Heloise Bajer-Pellet,
Contact Informat on Redacted ______* Mr Daniel Miller, Contact Information Redacted

Contact Information Redacted ; Mr Phon van
den Biesen, Contact Information Redacted
Contact Information Redacted ; and Mr Sam Wordsworth, cerec rormaton Redac
Contact Information Redacted

The Applicant is represented in these proceedings by Messrs. Nick Bolter and Gareth
Dickson, Edwards Wildman Palmer UK LLP, Contact Information Redacted

Contact Information Redacted

0.

10.

On June 28, 2013 the Centre informed the Parties that on June 24, 2013 the
Chairman of the Standing Committee appointed as sole member of the Panel of
Experts Professor Luca G. Radicati di Brozolo, Contact Information Redacted

Contact Information Redacted (the
“Expert”), who submitted his declaration of acceptance and availability and
statement of impartiality and independence on June 26, 2013.

The file of the case was transmitted by the Centre to the Expert on August 1, 2013.

C
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Article 21(a) of the Procedure provides that the Centre and the Expert shall make
reasonable efforts to ensure that the Expert renders his decision within 45 days of
the “constitution of the Panel”. The Centre considers that the Panel is constituted
when the Expert is appointed, the Parties have paid their respective advances on
costs in full and the file is transmitted to the Expert.

Following an exchange of correspondence with the |10 and the Applicant (collectively
the “Parties”), the Expert issued the Expert Mission on September 3, 2013.

At the request of the 10, the Expert allowed an exchange of submissions on the
Applicant’s challenge to the 10. The 10 filed his additional written statement on
August 16, 2013 whilst the Applicant filed its reply on August 22, 2013.

On September 9, 2013 the Centre informed the Expert that the time limit for
submission of the draft expert determination was extended until October 5, 2013.

On the same date the Centre agreed to the Expert’s request to deal with all three
Objections in a single expert determination. The request was based on the
consideration that the Applicant and the Objector are the same in all the
consolidated proceedings and that the issues raised by all three Objections are
practically identical and raise almost identical factual and legal issues.

In accordance with Article 19 of the the New gTLD Dispute Resolution Procedure (the
“Procedure”),! and in the absence of any request by the Parties, no oral hearing was
held.

The draft expert determination was submitted by the Expert for scrutiny to the
Centre within the extended time limit in accordance with Article 21(a) and (b) of the
Procedure.

These proceedings are administered by the Centre pursuant to Article 3(d) of the
Procedure, which is applicable by virtue of its Article 1(d).

The proceedings are governed, as to matters of procedure, by the Procedure and by
the Rules for Expertise of the International Chamber of Commerce, as supplemented
by the ICC Practice Note on the Administration of Cases under the New gTLD Dispute
Resolution Procedure (Article 4(a) and 4(b)(iv) of the Procedure).

Pursuant to Article 5(a) of the Procedure, the language of all submissions and
proceedings was English. Moreover, in accordance with Article 6(a) of the
Procedure, all communications by the Parties, the Expert and the Centre were
submitted electronically.

As dictated by Article 20 of the Procedure, the merits of the dispute before the
Expert are to be decided by reference to the relevant standards defined by ICANN,
in particular in Module 3 of the AGB (the “Objection Procedures”), as well as to any
rules and principles that the Expert determines to be applicable, having due regard

1
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to the statements and documents submitted by the Parties. The burden of proof
that the Objection should be sustained rests with the Objector in accordance with
the applicable standards.

As agreed by the Centre, and given that the issues raised by the three Objections are
for the most part identical, this Expert Determination deals with all three Objections
collectively. Reference to the individual Objections will only be made insofar as they
raise different issues from the other Objections.

THE CHALLENGE TO THE 1O AND THE 10’S STANDING

(a) The Position of the Applicant

On April 6, 2013, after the filing of the Objections by the |0, the Applicant wrote to
ICANN denouncing that “the office of the 10 exhibits a Conflict of Interest within the
meaning of ICANN’s Conflict of Interest Policy”. The challenge contended that the
10’s Objections were based on comments in the Early Warning Procedure by the
Governments of Peru and Brazil, with whom the 10 has “special links” due to his
professional ties with them, as he has with the Governments of Bolivia and
Argentina, likewise identified as opponents of the Applications. Those links are
asserted to have influenced and to continue to influence the 10’s decision-making
process in these proceedings. For the Applicant the Objections were used to
formalize the objections of the governments of Brazil and Peru, in contrast with the
principle that the |0 can only act on behalf of the public who uses the global internet.
The conflict of interest is viewed as the reason for the alleged inconsistency between
the 10’s approach to this application and to the ones for similar gTLDs (for instance
for “.africa”, “.persiangulf” and “.islam”). According to the Applicant, allowing the
Objections to proceed would damage the integrity of the gTLD dispute resolution
process, because the challenges would be made public, leading to the perception
that the 10 is not a safety net for the public. The Applicant concluded with the
request that ICANN set aside the Objection on account of the conflict of interest and,
if deemed necessary, appoint another non-conflicted 10. The Applicant accepted to
maintain confidentiality over its challenge, while reserving its right to raise the
matter if the Objection were allowed to proceed.

The Applicant wrote to ICANN again on April 24 and May 18, 2013 reiterating its
challenge and soliciting a response prior to the deadline for responding to the
Objection.

Referring to its correspondence with ICANN, in the Response to the Objection the
Applicant restated that the 10 lacks standing in these proceedings because of the
conflict of interest. Indeed, under the AGB he has standing only to represent “the
public who use the global internet”, and cannot act on behalf of any particular entity
or entities, as he is purportedly doing in these proceedings.

In its reply of August 22, 2013 to the I0’s additional statement of August 16, 2013,
the Applicant puts forward three sets of arguments. First, it argues that the 10 has a
“clear” conflict of interest requiring him to recuse himself. It contests that the AGB
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does not require the 10 to be independent of anyone standing to benefit from the
objection and releases him from the “universally recognized obligation to decline
additional work where it would create a conflict of interest with an existing
relationship”. While recognizing that the 10 does not act as a judge, arbitrator or
expert, the Applicant underscores that the AGB binds him to the same basic rules of
ethics that apply to those offices in relation not only to ICANN and applicants, but
also to any other influences. The Applicant concedes that “a normal average social
life” does not necessarily entail a conflict of interest or lack of independence, but
asserts that the 10’s ties to the governments of Brazil or Peru are not merely part of
such a social life.

Second, the Applicant restates that the 10 can only represent the community made
up of those who use the internet (referred to by the parties also as the “internet
community”) and that it is “plainly wrong” that he can only represent a community
that is “delineated and distinguishable from internet users in general”. The 10 is
granted special standing to fulfill his role within the gTLD program and, unlike
“ordinary” objectors, does not have to prove an on-going relationship with a
community. Consequently, he loses his special standing if he acts outside his role,
e.g. on behalf of a community comprising particular persons or entities. In the case
at hand the community represented by the 10 is not the public who use the internet.
The 10 requests the same remedy sought by his client Peru, who is the largest
financial contributor to the Amazon Cooperation Treaty Organization (“OTCA”).
Notwithstanding that the Applications generated no reasoned or substantiated
comments from the public, unlike similar applications (“.gcc”, “.islam”,
“.persiangulf” and “.africa”), the 10 only objected to the Applicant’s ones. The
Applicant also contests that OTCA lacks the capacity to file an objection and differs
in this respect from other organizations that could have objected to the strings to
which the 10 did not object. It adds that objections to the Applications could have
been put forward by other entities. Had he followed the same criteria as for other
objections, the 10 would have concluded that OTCA and the governments of Brazil
and Peru were in at least as good a position as the 10 to file an objection. The 10’s
failure to demonstrate his complete independence and his apparent pursuit of the
interest of particular persons or entities deprives him of standing in this case.

Third, the Applicant refers to a statement of the Centre that the decision over the
I0’s independence falls within the Expert’s authority?. The Applicant argues that
whether the 10 has exceeded his role is a serious issue, because the Expert
Determination will be accepted by ICANN (Section 3.4.6 of the Objection
Procedures). This means that, if the issue is not decided by the Expert, the Applicant

The Applicant refers to a letter of the Center dated July 8, 2013 in reply to a request submitted
by it on this point. Actually the Center’s letter of that date states that “Whether a decision on this
question [i.e. the independence of the I0] falls into the Expert Panel’s scope and authority
pursuant to the applicable rules and procedures, will have to be decided by the Expert Panel itself.
Should the Expert Panel decide that it does fall into the scope of its work, it will then be directly
on the Expert Panel to take a decision on the raised question.”
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risks “unjustly and unfairly los[ing] with limited, if any, scope for a remedy”. This
would result in irreparable damage to the integrity of the gTLD dispute resolution
process.

(b) The position of the 10

In a letter to counsel for the Applicant of June 8, 2013 the 10 denounced the
inappropriateness of the Applicant’s direct approach to ICANN on the matter of his
independence, stating that it is not for ICANN to take a position on it. The 10 argued
that the claim concerning his alleged bias “has to be dealt with by the Expert panel,
who has full authority to decide in all impartiality”.

In the Objection the 10 disclosed his relations with the Governments of Brazil and
Peru, but clarified that in the present proceedings he is not representing them and
is acting in the sole interests of the public who use the internet and that his relation
with a State has nothing to do with his decision to object or not.

In his additional statement of August 16, 2013 the 10 noted that Article 11(4) of the
Rules is not relevant to a challenge of the 10, since the 10 is only a party to these
proceedings. He acknowledged, however, that the absence of a general procedure
concerning the I0’s independence and the possibility to challenge him for the entire
gTLD program does not mean that no remedy is available. The 10 recalls that in his
June 8 letter referred to above he recognized that the Expert has the power to assess
the 10’s independence and to draw the necessary conclusions with regard to the
Objection. Indeed, adds the 10, “the Expert Panel is the guardian of the integrity of
the process and it has the duty to ensure that the Expert Determination is soundly
based on the standards established by the Guidebook”. Although it affects only the
10’s standing, the condition that the 10 must not act on behalf of any particular
person or entity, but solely in the best interests of the users of the internet
(Objection Procedures, Section 3.2.5), needs to be addressed by the Expert even if
in Article 2(d) of the Procedure the expert determination is referred to only as a
“decision upon the merits of the objection”. The Expert must also address the
standing of the Objector (Objection Procedures, Section 3.2.2). On this point the 10
concludes that the Expert has the power to address whether the 10 acts in the
interest of the internet public or of a particular category of persons, regardless of
whether the issue pertains to standing or to the merits. The matter must be decided
in a single expert determination, there being no option to have separate decisions
on standing and merits.

On the merits of the challenge, the 10 posits that, pursuant to Section 3.2.5 of the
Objection Procedures, he must remain independent and unaffiliated with any gTLD
applicant. He considers that the Applicant’s understanding that conflicts can occur
where an objection is filed in furtherance of the interests of a potential community
with ties to the 10 “hardly makes any sense and would ultimately exclude any person
having a normal average social life to serve as the Independent Objector”. The
Applicant should not be entitled to construct its case on the artificial alleged bias
deriving from the 10’s professional relationships when he was appointed. While
accepting that the AGB directs him to act in the sole interest of “the public who use
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the global internet”, the 10 cannot accept that this implies that that public is the only
community that he has standing to represent. The fact that the 10 is dispensed from
proving the regular standing requirements for the types of objections that he can
file (Objection Procedures, Section 3.2.5) does not mean that his community
objections can concern only the rights and interests of a “hypothetical” community
of internet users. This would entail a profound change in one of the four tests for
community objections, the one relating to the existence of a clearly delineated
community, because the public who use the internet is not such a community. Even
if the community relevant here were the one of those living in the geographical
region with strong links to the Amazon, it would not follow that the 10 is acting on
its behalf, also considering the Applicant’s acknowledgment that such community
would not benefit from the rejection of the Application. The AGB does not require
that every string which targets a community be applied for by a representative of
that community. It is irrelevant whether the Applicant intends to target a specific
community or to reserve its gTLD for it. However, the operation of the gTDL must
not impinge on the rights and legitimate interests of a significant portion of the
community to which the string is explicitly or implicitly targeted. The 10 points to
Section 1.2.3.2 of the Objection Procedures, which permits community applications
even if the application is not designated as community-based or aimed at a
particular community. Therefore, what is relevant is not who is targeted by the
applicant, but whether a particular community is targeted by the string. The 10 acts
for a public interest even if he invokes the interest of a particular community and
mitigates the risk that in some cases a valid objection might not be raised by those
entitled to do so. As such he acts as a safety net. Finally, the 10 notes that his policy
is not to file an objection when there is “a single established institution” that could
do so. In the present case there is no such single institution. OTCA, in particular,
could not validly have filed an objection because it is not aimed at representing the
interests of the Amazon region, but at realizing the economic interest of its Member
States within that region.

(c) The Determination of the Expert

In light of the Expert’s conclusions on the merits of the Objection (Section Il below),
an analysis of the challenge to the 10’s independence could be moot. However, the
issues raised by the Applicant in this connection have been amply debated by the
Parties and raise important questions of principle for the gTLD dispute resolution
process. The Expert therefore deems it appropriate to address them.

(i) The Expert’s power to decide the challenge

The Parties’ arguments raise, as a preliminary matter, the issue whether it falls
within the Expert’s mandate to address the existence of the 10’s alleged conflict of
interest and, in the event, to draw the consequences of a finding that a conflict
exists.

Both the Applicant and the 10 concur that the Expert has authority to decide a
challenge to the 10’s independence.
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The Expert shares this view.

As noted by the Parties, there is no rule explicitly dealing with the power to decide
on challenges to the independence of the 10, and in particular vesting it on the
Expert. Such a power is not conferred on the Expert by the Rules, Article 11(4) of
which deals only with challenges to the independence of the expert panel, nor by
the Objection Procedures or the Procedure, the latter of which defines the expert
determination as “the decision on the merits of the Objection” (Article 2(d)).

Nonetheless, as noted by the Applicant, whether the 10 has exceeded his role is a
serious issue that can impact on the decision on an objection and that must be
capable of being decided. This is all the more so because Section 3.4.6 of the
Objection Procedures stipulates that expert determinations will be accepted by
ICANN, thus in essence making them final.3 The power to decide a challenge to the
10 would therefore seem to inure to the Expert’s inherent powers.

The issue is even less problematic if, as acknowledged by the Parties, the question
of the 10’s independence can be characterized as pertaining to the 10’s standing.
Indeed, it is indisputably within the Expert’s powers to rule on the standing
requirements of objectors (Objection Procedures, Section 3.2.2). There is no reason
to hold that this does not hold true also for the standing of the 10.

(ii) The merits of the challenge to the |0

It being accepted that the Expert has jurisdiction to deal with a challenge to the 10’s
independence, the next question debated by the Parties that needs to be addressed
is whether, as contended by the Applicant, the 10 may only file objections on behalf
of the community consisting of “the public who uses the global internet” or whether,
instead, he is entitled to object on behalf of, or at least in the interest of, more
strictly defined groups or communities.

This issue is preliminary to the one of conflict of interest. In the present case, even
on the 10’s admission, the Objection relates not to the interests of the internet public
but to those of a particular group of individuals or entities, which will be referred to
here as the “Amazon Community” with an expression used also by the Parties®.
Accepting the Applicant’s preliminary arguments would therefore entail that the 10
would lack standing altogether, so that the conflict issue would not even have reason
to be raised.

The Applicant relies on a strict reading of the statement in Section 3.2.5 of the
Objection Procedures that the 10 “does not act on behalf of any particular persons
or interests, but acts solely in the best interests of the public who use the internet”.

Section 3.4.6. of the AGB reads as follows: “The findings of the panel will be considered an expert
determination and advice that ICANN will accept within the dispute resolution process”.

This definition leaves unprejudiced whether the Amazon Community is a community within the
meaning of the substantive standards for the sustainability of a community objection under Section
3.5.4 of the Objection Procedures. This issue is addressed in Section Il below.

10
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In the Expert’s opinion such a formalistic interpretation would result in an unduly
restrictive conception of the 10’s role. Indeed, there is merit in the 10’s position that
the internet community is not clearly delineated (and perhaps even, in his words,
“hypothetical’). This being so, the Applicant’s position would entail that the 10’s
objections would never meet the clear delineation test. What is more, since the
internet community is somewhat amorphous, if the 10’s standing to object were
limited to applications affecting the interests of that community his role would be
seriously curtailed, because few applications would qualify as such.

The language of Section 3.2.5 of the Objection Procedures allows a more
constructive interpretation. The statement that the 10’s role is to file objections
when “no objection has been filed” can be construed in the sense that his role is to
raise objections in situations where, for whatever reason, no objection will be
forthcoming, even if the application is “highly objectionable”. This could occur, for
instance, if there is nobody in a position to represent the community or if those who
could raise the objection are unwilling to do so for fear of negative repercussions,
lack of financial means and so on. Likewise, the statement that the 10 “does not act
on behalf of any particular person or entities” can be understood as permitting the
10 to raise an objection in situations where, while not technically acting “on behalf”
of anybody (in the sense that nobody has given him a mandate to act or would even
want him to act), he takes into account what can be considered the interests of a
given community that would be prejudiced by an application.

The conclusion must therefore be that the Objections’ admissibility is not affected
by the fact that it concerns interests possibly coinciding with those of the Amazon
Community, rather than those of the broader internet community.

In light of this conclusion and of the asserted coincidence between the interests of
the Amazon Community defended by the Objections and those of the States with
which the 10 has professional relations, the issue of conflict of interest raised by the
Applicant becomes relevant.

On the subject of the 10’s conflicts of interest Section 3.2.5 of the Objection
Procedures requires the 10 to be and to remain independent and unaffiliated “with
any of the gTLD applicants”. In this connection, it points to the “various rules of
ethics for judges and international arbitrators” as models to assess independence. It
is silent, instead, on the possible conflicts arising from the 10’s relations with the
persons or entities whose interests he may be deemed to further by means of a
given objection.

This silence could be explained by the fact that the Objection Procedures deal with
the 10’s independence in relation to his selection process, which occurs when the
potential objectors are not yet identified and possibly even identifiable. It is
therefore not conclusive. Although the 10 is not in the same position as a judge or
an arbitrator, the requirement that he be independent of one of the parties with an
interest in the outcome of the proceedings (the applicant) seems to militate in favor
of imposing the same requirement with respect to the other interested party (the
group in whose purported interest the objection is filed). The 10’s acceptance that

11
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the Expert has jurisdiction to examine the challenge implies an acknowledgement
on his part that a conflict with parties standing to benefit from his Objection is
potentially fatal to the Objection.

The Expert has difficulty accepting the 10’s assertion that a finding of conflict in
circumstances such as those of the present case would preclude anybody with “a
normal average social life” from serving as the 10. The question is not whether the
existence of special ties with certain persons or entities or categories of entities
(which anybody will inevitably have) prevents a person from being appointed 10.°
Rather, it is whether the existence of such ties becomes problematic in the event
that the 10 raises an objection that can be correlated to the interests of those with
whom the ties exist.

The Applicant does have a point when it contests that the 10’s professional ties at
issue here do not fall within the notion of normal average social life. Such a definition
does not sit well with the 10’s representation of two sovereign States in international
judicial proceedings.

In any event, if regard must be had to the standards applicable to judges and
arbitrators (as predicated by Section 3.2.5 of the Objection Procedures), the relevant
perspective in international arbitration nowadays is an objective one. In the words
of the IBA Guidelines on Conflicts of Interest in International Arbitration (General
Standard 2(c)), it is that of “a reasonable and informed third party”, whilst the ICC
Rules of Arbitration refer to independence “in the eyes of the parties” (Article 11.2).
By such standards, the 10’s ties to two prominent members of the Amazon
Community could give rise to a presumption of conflict in this case, completely
regardless of whether, in filing the Objection, the 10 acted “on behalf” of his clients,
as contended but in no way substantiated by the Applicant.

There is one argument that could be advanced to refute the allegation of conflict of
interest. It has to do with the absence of any indication that the two Governments
“on whose behalf’ he is alleged to be acting could not have filed an objection
themselves (§ 91 ff. below) and would therefore have had to rely only on the 10 to
do it for them. In these conditions, the lack of initiative on the part of those
Governments could denote that they had no interest in the Objections and that
therefore the 10’s action was prompted by other considerations. In the view of the
Expert, however, such an argument does not carry sufficient weight. The decision on
the existence of a conflict of interest cannot be made to depend on speculations as
to the reasons why an objection was made by the 10 rather than by the entities that
could in principle stand to benefit from them.

Likewise, the Expert does not believe that the conflicts between the 10 and the
potential beneficiaries of an objection should be assessed differently from those
with applicants. Admittedly, the practical relevance of the two types of conflicts

5

The Applicant does not suggest that the 10 should not have accepted his role at the outset because
of ties of that kind.
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could be different.® Yet, the Expert considers it paramount for the confidence in the
gTLD dispute resolution process that any decision on the 10’s independence be taken
on purely objective criteria and bearing in mind the need to ensure the perception
of complete neutrality and impartiality of the office of the 10.

The Expert is of the view that, objectively considered, the links between the 10 and
two major representatives of the Amazon Community lead to justifiable doubts as
to his independence in the eyes of the Applicant and of the broader public. Given
the importance of ensuring the perception of neutrality, independence and
impartiality of the office of the 10 and of the entire gTLD dispute resolution process,
the Expert finds that the Applicant’s challenge to the independence of the 10 must
therefore be upheld.

THE MERITS OF THE OBJECTION

The Objection Procedures do not address the consequences of an upholding of a
challenge to the independence of the 10. In particular, they do not provide that,
upon a finding of a conflict of interest of the 10, the 10 loses standing or that another
10 must be appointed for the specific case, as suggested by the Applicant; nor do
they provide for any other solution. If the consequence of a finding of lack of
independence were a loss of standing by the 10, any consideration on the merits of
the challenge would be moot. However, given the silence of the Objection
Procedures and the resulting uncertainty on the consequences of the finding that
the 10 lacks the requisite independence in this case, the Expert considers it
appropriate to deal also with the merits of the Objections and to decide whether
they would deserve to be upheld, regardless of the I0’s standing.

In accordance with Section 3.5.4 of the Objection Procedures, objections can be
sustained if the Expert ascertains the existence of substantial opposition from a
significant portion of the community to which the string may be targeted. This
provision applies also to objections filed by the 10.

For a showing of such opposition the IO must prove that:
(i) the community invoked by him is clearly delineated;
(ii) there is substantial community opposition to the Applications;

(iii) there is a strong association between the community invoked by the 10 and
the Strings;

(iv) the Applications create a likelihood of material detriment to the rights or
legitimate interests of a significant portion of the community to which the

Conflicts of interest of the 10 with respect to an applicant entail a risk that no objection would be
raised, despite the application’s potential adverse impact on general interests. On the other hand, a
conflict with respect to a party standing to benefit from an objection might lead to an objection
being filed by the 10 where none would otherwise be filed. However, the objection would still have
to be assessed on its merits by a third party (the expert panel).
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Strings may be explicitly or implicitly targeted.

The four criteria will be addressed here in the order in which they have been
addressed by the 10 in the Objections.

lllLA  Targeting: the association between the community invoked by the 10 and

the Strings

(a) The position of the 10

According to the 10, although the Applications have not been framed as community-
based, since they only target the Applicant and its subsidiaries, the Strings can be
implicitly linked to a specific community different from the Applicant. The test to
assess the Applications’ implicit target is not limited to the intended use of the
Strings by the Applicant, but is primarily concerned with the expectation of the
average internet users and with their perceptions of the Strings and their
associations.

The Applications target also “the South-American region with the same English name
around the Amazon River”. The identity between the Applicant’s business name and
brand and the English word for the South American river is not coincidental. The
Applicant itself intentionally links the Strings to the Amazon river and region in its
communications. The correlation between the Strings and the Amazon river and
region is corroborated by the consistent use of the term “Amazon” to describe and
characterize the Amazon region and the community. The term “Amazon region” is
used by the 1978 Treaty for Amazon Cooperation and by UNESCO, which has
included parts of the Amazon region in the World Heritage List under the 1972
Convention concerning the Protection of the World Cultural and Natural Heritage.
The denomination is used also by the World Wildlife Fund.

In the eyes of the 10, all the foregoing demonstrates a strong association between
the Amazon region and its community and the Strings.

(b) The position of the Applicant

The Applicant premises its argument on this point on the consideration that under
the AGB only one community is targeted by an application, since the AGB requires
more than a mere nexus between the applied-for string and the asserted
community; it requires a “strong association”. The 10 has failed to show that the
Strings target the public who use the global internet, if this is the only community
that the 10 is entitled to represent, nor has he proved that the Strings target any
other community.

According to the Applicant, it is not possible to target someone accidentally, since
targeting implies precision and looks to the intent of the party alleged to be doing
the targeting. The Application makes no mention of the community invoked by the
10 and is “clearly targeted” at the Applicant’s brand. The 10’s argument on implicit
targeting is too simplistic because it ignores the Applicant’s strong brand recognition
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in the eyes of the public who use the global internet and holds that the Applicant
will forever target Amazonia with its present and future services. The argument that
the targeting test is based on the existence of a certain link or possible association
by the public based on string similarity has been rejected by ICANN, which
acknowledges that brand names and other strings that happen to relate to some
geographic entities may also have legitimate unrelated uses. The Applicant “clearly
has ‘legitimate uses™ for its marks, global brand and company name as a gTLD string,
including in local languages, which it has used since 1994. The Applicant cites the
example of the “.patagonia” gTLD, that was found not to target the community of
Patagonia.

(c) The Determination of the Expert

In the Objection Procedures (Section 3.5.4) the term “targeting” is used in relation
to the third substantive test that must be satisfied by a community objection, i.e.
the one of strong association between the invoked community and the applied-for
string.

The Objection Procedures point to the following non-exclusive factors that can be
balanced to indicate a strong association between a community and the applied-for-
string: (/) statements contained in the application; (ii) other public statements by the
applicant; (iii) associations by the public.

The reason for dealing with this test at the outset in the present case is that, prior
to establishing whether there is a strong association between the Strings and a
community, the community having the purportedly strong association must be
identified. As seen above, in the context of the challenge to the 10’s independence
the Parties debated the 10’s standing to file an objection in the interest of a
community other than the internet community. In relation to the substantive test,
the dispute between the Parties on the identification of the community is framed in
terms of whether the community in whose interest an objection is brought can differ
from the one “targeted” by the applicant.

The Applicant contends that consideration can only be given to the community
“explicitly” targeted by the Applications, which in this case is the one revolving
around the business activities of the Applicant’s group and the Amazon brand. No
relevance can be given to the Amazon Community which is, instead, the focus of the
Objections. The 10, for his part, adopts a broader approach, which relies on the
community “implicitly” targeted by the Applications, which in this case is the
Amazon Community.

The Objection Procedures do not bear out the Applicant’s interpretation. Although
the standard of strong association is dealt with under the heading “targeting”, the
“target” of the objection is not considered in Section 3.5.4. This provision requires
proof that the applied-for gTLD be strongly associated with the community
“represented by the objector”. The focus is therefore on the community that the
objector, and in this case the 10, considers to be affected, or prejudiced, by an
application (and, in this sense, targeted) and on whose behalf or interest he acts. It
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is not relevant whether that community is the one to which the applicant intends to
direct its gTLD. The 10 is persuasive in his argument that the association between a
community and a string depends primarily on the expectations and perceptions of
the average internet user.

The Applicant implies that only one community can be “targeted” by a gTLD and an
application. The Expert finds no support in the Objection Procedures for this
position, which is actually counterintuitive. If the term “targeted” is properly
understood as meaning “affected”, there is no reason why there cannot be more
than one community affected by a given application for a gTLD. A gTLD can well have
an impact on a broader range of persons or entities than the one envisaged by the
applicant. The requirement invoked by the Applicant that the association between
the community and the string be “strong” is not conclusive, since more than one of
a string’s possible multiple associations can be strong.

The Applicant’s argument also risks upsetting the functioning of the gTLD objection
procedure, which is aimed at protecting interests other than those of gTLD
applicants. If applicants were in a position to render objections virtually impossible,
in practice by determining themselves the community on whose behalf objections
can be brought, in most cases no objection would be possible.

In light of this, the Applicant’s emphasis on the intent of the party alleged to be doing
the targeting and on the impossibility to target something accidentally is misplaced,
because it relies on a notion that is not relevant for the strong association test. For
the same reason, the insistence on the Applicant’s “legitimate uses” for the applied-
for gTLDs and on its “strong brand recognition in the eyes of the public” is beside the
point in this context.

In the case at hand, therefore, the point is not the undisputed link between the
Strings and the Amazon company name and brand, which quite probably exists in
the perception of a large number of internet users. Rather, the point is whether
there may also exist an at least equally strong association between the Strings and
other communities affected by the Application, and in particular the one whose
interests the 10 purports to further.

The answer can only be affirmative. The Strings coincide with the name of the
Amazon River and thereby entail an obvious association with the Amazon
Community. Leaving aside for the moment whether there is such a community
(which will be addressed in the following subsection 111.B), there is no doubt that not
only there exists an association between the Strings and the alleged Amazon
Community, but that such association is “strong” in the perception of internet users.

This is borne out by the I0’s evidence. As a matter of fact, not even the Applicant
seems to dispute this, since its arguments go only to the preliminary points of
whether the Amazon Community can be relevant for this test and of whether it exists
at all, which is the subject of the next substantive test to be addressed.

The Expert is thus satisfied that the 10’s Objection meets the test of “strong
association” between the Strings and the community in whose interest it is filed.
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LB The clear delineation of the community invoked by the 10

(a) The position of the 10

The 10 recalls that the AGB does not define the term “community”. However, in
requiring that the community expressing opposition be “clearly delineated” it lists
certain non-limited factors, such as the recognition at local or global level, the level
of formal boundaries and length of existence, the global distribution or the size of
the community. The term community refers to a group of people living in the same
place or having some characteristic in common, such as a territory, a region or place
of residence, a language, a religion, an activity or values, interests or goals.

One of the relevant criteria is whether the group of individuals or entities can be
delineated from others and whether members of the community are delineated
from internet users in general and whether the community is recognized amongst
its members and by the general public at global or local level. The 10 quotes the
description of the World Wildlife Fund which points to the Amazon’s vast geographic
expanse that embraces the territories of nine countries, to the features of its
landscape in terms of variety of species, extension of the forests and in particular
tropical ones, and the number and length of rivers, to the variety of ethnic and
indigenous groups and to the link between the health of the region and the health
of the planet.

The Amazon community can be clearly delineated from the general public by its
strong link with the Amazon region. The community does not only share the
geographic region. It has more far-reaching common interests and ties, including
economic ones and those relating to the respect of the environment and the
preservation of the indigenous culture and of the archeological and ethnological
wealth. These common interests are recognized and protected through OTCA by the
States which share the region and a common understanding of the specificities of
the Amazon community and have put in place a process of cooperation, inter alia to
achieve sustainable development.

The most interested States that share the Amazon territory have thus recognized
the specificities of the region, the interests of the community and their particular
needs. Their cooperation shows that the community is clearly recognized as a whole,
irrespective of the divisions of sovereign States. All this leads to the conclusion that
the community is clearly delineated.

(b) The position of the Applicant

The Applicant points to Section 4.2.3 of the AGB which states the need for “very
stringent” requirements for a clearly delineated community and that community
implies “more of cohesion that mere commonality of interest”. It then acknowledges
that, if the 10 may only represent the public who use the global internet, that class
meets the requirements of clear delineation. If, on the other hand, it is accepted that
the 10 may act on behalf of particular persons or entities, then the 10 has not shown
that the community he claims to be acting for has the required cohesiveness to be
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considered as a community. The asserted community comprises eight separate and
sovereign countries with their own geography, economy, history, population and
bio-diversities, which entail a diversity that rules out the idea of cohesiveness. Even
the existence of common interests, ties and characteristics, assuming it could be
proved factually, does not establish a community under the AGB. In any event, the
alleged community is not clearly delineated because it lacks formal boundaries,
which is a strict requirement under the AGB. Specific and strong links with a region
are insufficient to establish clear delineation.

(c) The Determination of the Expert

As discussed above, the community whose clear delineation must be considered
here is the Amazon Community, and not that of internet users in general, as
contended by the Applicant.

The Expert recalls that, in accordance with Section 3.5.4 of the Objection
Procedures, the factors that can be balanced to determine whether the invoked
community is clearly delineated include, but are not limited to, (i) the level of the
community’s public recognition, (ii) the level of formal boundaries around it and
what persons or entities are considered to form it, (iii) the length of time it has been
in existence, (iv) its global distribution and (v) the number of people or entities that
make it up.

The Expert considers that some of the factors highlighted by the 10 could indicate
the existence of an Amazon Community. The economic interests and ties within the
Amazon region, and the community that can be considered related to it, are
significant. More pertinently, the Amazon Community is characterized by its
importance in terms of wealth of culture, archeology, ethnology and environment,
as well as by its impact on the environment of the world as a whole. It therefore has
its own specificity and interests, and its interests to a certain extent coincide with
those of the broader public, in particular as concerns the environment. In general
terms it can also be seen to be recognized as a community by outsiders. Moreover,
the Amazon Community unquestionably has a very large population and has been in
existence for a long time.

On the other hand, as underlined by the Applicant, the purported community is
composed of several different countries and exhibits within itself a considerable
diversity in terms of geography, economy, population and bio-diversity. This could
rule out the idea of cohesiveness, that arguably lies at the core of the notion of
community and might imply something more than a mere commonality of interests.
Furthermore, the 10 has not focused particularly on the existence of formal barriers,
which is one of the possible relevant criteria for the clear delineation test.

The record is therefore mixed and doubts could be entertained as to whether the
clear delineation criterion is satisfied. However, in light of the conclusions on the
other tests, there is no need to reach a conclusive finding on clear delineation.
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.c Whether there is a substantial opposition to the Strings within the

community

(a) The position of the 10

The 10 avers that the mere numerical criterion was not the intent of the drafters of
the AGB, so that the Expert is not limited to a simple comparison between the
number of those having expressed opposition and the overall size of the community.
The word “substantial” can also be used to designate something of considerable
importance or worth. In addition to the number of oppositions, regard must be had
to their material content. Particular importance should be paid in that regard to the
comments of the Governments in the Early Warning Procedure.

The broad meaning of the term substantial opposition is confirmed by the fact that
the possibility to file community objections was granted to the 10, who has pointed
out that he will abstain from filing an opposition if a single established institution is
better placed to represent the community concerned. This shows that the 10’s role
is to defend the public interest by acting on behalf of the public for the defense of
rights and interests that lack an institution which obviously could represent it. The
10 also refers to Section 3.2.5 of the Objection Procedures, which makes the 10’s
objection conditional upon at least one comment in opposition having been made.

The 10 acknowledges that the Application for the “.Amazon” string has triggered
“only a small number of comments” and that those for the other two Strings have
triggered “no direct comments”. This can be explained by the limited awareness of
members of the community of the new gTLD program and, in the case of the Strings
in the Japanese and Chinese languages, by their language. This in itself is not enough
to disqualify the Objection. Indeed, it is an essential part of the I0’s mission to
protect the users of the internet who are less aware of the ICANN Program and of
its impact on their rights and interests. Particular importance must be accorded to
the Early Warning issued by the Brazilian and Peruvian members of the GAC’, given
that Brazil shares more than half of the Amazon region and Peru is particularly
interested in the protection and promotion of the interests and rights of the Amazon
Community. In support of its position on the weight of the opposition the 10 points
also to the endorsement by Bolivia, Ecuador and Guayana. He further notes that the
Application has not received the support of any government in the region.

(b) The position of the Applicant

For the Applicant, the 10 has not proved substantial opposition within “his asserted
community” or the larger one of the internet public. In its words, “[t]here are many
significant voices who could speak out in the event of genuine community opposition

The 10 acknowledged that the Early Warning related only to the “.Amazon” string, but noted that it
is equally relevant for the other two Strings. The concerns expressed by the Brazilian GAC member
were expressed to relate also “to possible future or existing applications in other languages, including
IDN applications”.
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to the gTLDs before any opposition could be said to be ‘substantial’”’. The Applicant
points to OTCA,® of which eight States are members and four are on ICANN’s
Governmental Advisory Committee, to the millions of people who live and do
business in the region, to the many environmental groups working to preserve the
region’s environment and to the representatives of its indigenous peoples. The
Applicant notes that, despite having knowledge of the process and the means to
object, none of these potential opponents felt the need to file an objection, or even
to comment or register concern regarding the Applications in the Applications
Comments Forum or to oppose them in ICANN’s At-Large Advisory Committee
(“ALAC”), including the Regional At-Large Organization (“RALO") for Latin America
and the Caribbean Islands. The Early Warning filed by the Governments of Brazil and
Peru in November 2012, which was only directed at the Application for “.Amazon”,
only requested that the Application “be included in the GAC early warning process”,
which is not an objection. According to Section 1.1.2.4 of the AGB, it is up to
governments to file an objection if they remain opposed to an application. In
response to the early warning, and before the lapse of the objection period, the
Applicant established contacts with the Governments involved, who have preferred
to continue negotiations rather than file objections. This means that the
Governments “believe this objection does not have to succeed to protect their
interests”.

(c) The Determination of the Expert

According to the Objection Procedures (Section 3.5.4) the factors that can be
balanced to establish substantial opposition to the application within the
community purported to be represented by an objector include (i) the number of
expressions of opposition relative to the composition of the community, (i) the
representative nature of the entities expressing opposition, (iii) their stature and
weight, (iv) their distribution or diversity, (v) their historical defense of the
community in other contexts and (vi) the costs incurred by the objector to convey
opposition.

As evidence of substantial opposition to the Applications the 10 relies essentially on
the position expressed by the Governments of Brazil and Peru in the Early Warning
Procedure. The two Governments undoubtedly have significant stature and weight
within the Amazon Community. However, as noted by the Applicant, beyond their
expressions of opposition in the Early Warning Procedure, the two Governments did
not voice disapproval of the initiative in other forms. As a matter of fact, they
engaged in discussions with the Applicant.

This is not without significance. Indeed, had the two Governments seriously
intended to oppose the Application, they would presumably have done so directly.
There is no reason to believe that they could have been deterred from doing so by
the fear of negative consequences or by the costs of filing an objection. The

8

As mentioned in the discussion on the Applicant’s challenge, the Applicant is of the view that
OTCA does have the power to object to the Application.
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Applicant is persuasive in arguing that the Brazilian and Peruvian Governments’
attitude is an indication of their belief that their interests can be protected even if
the Objection does not succeed. Indeed, in assessing the substantial nature of the
opposition to an objection regard must be had not only to the weight and authority
of those expressing it, but also to the forcefulness of their opposition.

The 10 acknowledges that the Applications triggered only a small number of
comments, and that actually the Applications for the Chinese and Japanese
translations of “Amazon” triggered none at all. He explains this with the alleged
limited awareness of the Applications within the Amazon Community. This is not
entirely convincing.

It is not necessary here to enter into the discussion between the Parties on whether,
in strict legal terms, the OTCA would have had the power to file an Objection, or to
consider whether, albeit lacking formal powers, it could nonetheless have made its
voice heard in a debate on the Applications’ potential negative consequences.
However, it is difficult to ignore the argument that there were many other parties
defending interests potentially affected by the Applications (environmental groups,
representatives of the indigenous populations and so on) that could have voiced
some form of opposition to the Applications, had they been seriously concerned
about the consequences. Particularly given the standing of at least some of those
organizations, it is implausible that none of them would have been aware of the
Applications.

These considerations lead the Expert to find that the 10 has failed to make a showing
of substantial opposition to the Applications within the purported Amazon
Community.

I.LD  Whether the Applications create a likelihood of material detriment to a

significant portion of the Amazon community

(a) The position of the 10

The 10 underscores that the Applications are aimed exclusively at providing “a
unique and dedicated platform for Amazon while simultaneously protecting the
integrity of its brand and reputation” and that the only eligible registrants are the
Applicant and its subsidiaries. If the Applications were upheld, the Strings would
become closed brand gTLDs which the Applicant intends to operate without taking
into account the Amazon Community’s particular needs and interests. Domain
names in the gTLDs in question will be “used to support the business goals of
Amazon” and will not be offered to third parties, including the Governments and
members of the targeted community.

This entails a risk of misappropriation, because granting exclusive rights on the
Strings to a private company would prevent the use of the domains for public
interest purposes related to the protection, promotion and awareness-raising on
issues related to the Amazon region. The “confiscation” of the entire name space
within the Strings by a single corporate entity would deprive the members of the
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community and owning its cultural heritage of the possibility of obtaining the Strings
and of benefitting from the reputation linked to the name of their community and
region. This would lead to a disappearance of the link between the term Amazon
and the Amazon region “with far reaching consequences for the region and its
population”, because the users of the global internet “will probably link the [Strings]
exclusively to the Applicant and its corporate entities”. Furthermore, the global
internet users’ awareness of the existence and importance of the region will suffer,
causing harm to the core issues of the region, and ultimately to the health of the
planet which is clearly linked to the health of the Amazon.

The 10 concludes that the launch of closed-brand gTLDs as foreseen in the
Applications is very likely to interfere with the legitimate interests of the Amazon
Community and to cause material harm to it and to the public who use the global
internet.

(b) The position of the Applicant

The Applicant premises its discussion of this point by underscoring the self-standing
nature of the criterion of detriment. It also notes that ICANN amended the AGB to
include the qualification that the detriment should be material and to the
community, and not just to the objector. It also points to ICANN’s statement that
there is a “presumption” in favor of granting new gTLDs to eligible applicants. The
Applicant contests the relevance of the 10’s argument that, in case of success of the
Applications, “the peoples and entities being part of the Amazon community” would
be unable to obtain the Strings, underlining that the AGB makes it clear that “an
allegation of detriment that consists only of the applicant being delegated the string
instead of the objector will not be sufficient for a finding of material detriment”.
Moreover, the detriment to the community would be the same even if the
Applications were rejected, because it would still be unable to use the Strings, since
neither it nor anyone else applied for them. In relation to the Chinese and Japanese
translations of “Amazon” the Applicant adds that there is no evidence that the
asserted community would want to use the Chinese or Japanese domain names. The
Applicant also underscores that it has used “Amazon” as a trademark in many
countries, including the ones of the Amazon region, for many years with no evidence
of reduced awareness of, or confusion with, the Amazon region. Indeed, even the
countries in the Amazon region have granted Amazon trademark registrations or
lower-level domain names for “Amazon”. The Applicant highlights the absence of
negative impact of the Amazon brand (described as “one of the world’s most
recognized and trusted brands”) on the Amazon region since its introduction in 1994.
Since then, only the Applicant and its group of companies have used “Amazon.com”
and other “Amazon” domain names and trademarks, including in Latin America.
There is no evidence that this has been detrimental to the Amazon region, nor that
the elimination of the “inconsequential ‘.com’” would change the perception of
users of the global internet in such a way that Amazonia will be removed from public
consciousness and the region and the world will suffer the dire consequences
presented by the 10.
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(c) The Determination of the Expert

The Objection Procedures list the following factors that can be taken into account to
assess whether the Application is likely to create material detriment to the rights
and legitimate interests of a significant proportion of the community: (/) the nature
and extent of the damage to the community’s reputation; (i/) evidence that the
applicant does not act, or intend to act, in accordance with the interests of the
community; (iii) interference with core activities of the community; (iv) nature and
extent of the concrete or economic damages to the community and (v) level of
certainty of alleged detrimental outcomes.

There is no dispute that the Applicant intends to use the Strings to operate closed
domains. Consequently, no one, including the Amazon Community or anyone with
coinciding interests, will be allowed to use the Strings. However, as the Applicant
remarks, even if the Objections were sustained the Amazon Community would still
not be entitled to use the Strings, since it did not apply for them. The Expert
considers that, in and of itself, the failure of the Amazon Community, or of anybody
sharing its interests, to apply for the Strings can be regarded as an indication that
the inability to use the Strings is not crucial to the protection of the Amazon
Community’s interests.

In any event, the Amazon Community’s inability to use the Strings is not an indication
of detriment, and even less of material detriment. The Objection Procedures are
clear in specifying that “[ajn allegation of detriment that consists only of the
applicant being delegated the string instead of the objector will not be sufficient for
a filing of material detriment” (Section 3.5.4).

Furthermore, the |0 does not explain how the impossibility for the Amazon
Community or entities or persons connected to it to use the Strings and their use by
the Applicant would lead to a loss of the link between the term Amazon and the
Amazon region. On the other hand, as the Applicant points out, “Amazon” has been
used as a brand, trademark and domain name for nearly two decades also in the
States arguably forming part of the Amazon Community. It is even registered in
those States. There is no evidence, or even allegation, that this has caused any harm
to the Amazon Community’s interests, or has led to a loss of reputation linked to the
name of the region or community or to any other form of damage.

As further noted by the Applicant, it is unlikely that the loss of the “.com” after
“Amazon” will change matters. More generally, there is no evidence either that
internet users will be incapable of appreciating the difference between the Amazon
group and its activities and the Amazon River and the Amazon Community, or that
Amazonia and its specificities and importance for the world will be removed from
public consciousness, with the dire consequences emphasized by the 10. Were a
dedicated gTLD considered essential for the interests of the Amazon Community,
other equally evocative strings would presumably be available. “.Amazonia” springs
to mind.

Indirect confirmation of the absence of a risk of detriment to the interests of the
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Amazon Community comes also from the lack of serious opposition to the
Application by those that might be considered to have the Community’s interests at
heart, which has already been underscored in Section IIl.C above. Of course,
opposition to an application and detriment are considered under two different tests
in the Objection Procedures. Opposition is not necessarily evidence of detriment,
just as non-opposition is not conclusive evidence of lack of detriment. However, in
this case very significant potential consequences are alleged and there are many
entities that could have expressed opposition had their interests been threatened.
The fact that none of them was prompted to raise any objection, whether formally
or at least informally, can be taken as a significant indication of lack of likelihood of
detriment. It further corroborates the position that the use by the Applicant of the
Strings for closed gTLDs cannot impair the interests of the Amazon Community

In these conditions the Expert holds that the 10 has failed to satisfy its burden of
proof in relation to the material detriment requirement.

CONCLUSION

The Expert finds that he has jurisdiction to rule on the challenge to the 10’s
independence and that, given the need to guarantee the perception of neutrality of
the gTDL dispute resolution system, the challenge must be upheld.

On the merits of the Objections the Expert has found that the 10 has sufficiently
proven the strong relation between the Strings and the Amazon Community.
Instead, the 10 has not shown that there is substantial opposition to the Application
within that community or that the Application would lead to substantial detriment.
These findings make it unnecessary to decide on the clear delineation test.

Since pursuant to Section 3.5.4 of the Objection Procedures all four tests must be
met for a community objection to prevail, the Objections must be rejected.
DEcISION

For the reasons set out above and in accordance with Art. 21(d) of the Procedure,
the Panel hereby renders the following Expert Determination:

(i) The Independent Objector’s Objections are dismissed and therefore the
Applicant is the prevailing party in all consolidated cases;

(ii) The Applicant AMAZON EU S.a.r.l is entitled to the refund of the advance
payment of costs in all consolidated cases by the Centre pursuant to Article
14(e) of the Procedure.
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January 27, 2014

The Expert
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ICANN

7 April 2014

Gosernmental Sdvisory Committes
ia, Ms. Heather Dryden
Chair, Governmental &dvisory Committee

Re: Governmental Advisory Committes {GAC) Advice — AMAZON {and related 1D N}
Dear Ms, Prydan:

| am pleased to inform you that the ICANN Board New gTLE Program Committes (NGPC) continues to
meake progress to address the open item of advice from the GAL concerning the New gTLD Program
applications for AMAZOMN, and related IDNs. As you are awane, Inits Durban Communlgué, the GAC
advised the ICANN Board that “the GAC has reached consensus on GAC Dhjection Advice according to
Module 3.1 part | of the Applicant Guidebook on the following application; .amazon {application number
1-1315-58086} and related IDMs in Japanese (application number 1-1318-83555) and Chinese (application
purmber 1-1318-5591 ).

As previously reported, ICANN commissionsd an Independent, third-party expeart to provide additional
atvice on the specific issues of application of law at issue. The analysis attached has been received and is
being considerad by the NGPC as it continues to deliberate on the appropriste nest staps to address the
GAC's advice on AMAZON [and related IDM:].

ICANM provides this analysis to keep the parties informed and welcomes any additional information that
they believe is relevant to the NGPL in making its final decision on the GAC s advice on AMAZON [and
related IDMs), ICANN has requested that Amazon EU 5.5 r.l, {the applicant of the AMAZON applications
Identified in the GALC"s advice] submit any additicnal lnformation by 14 April 2014,

The NGPC s committed to giving due consideration to the complex issues at the crux of the matter, and
reiterates its commitment ko the most timely response possible to all interested parties including the
distinguished members of the GAC We appreciate the collaboration of the GAC in the New gTLD Program
and all of lts deliberations and Inputs w the process,

Thank you in athvance for your kind attention,

Sincerely,
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Stephan [ Crocker
Chair, ICANN Board of Directors
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Jeréme Passa

Contact Information Redacted

I, the undersigned Jérome Passa, agrégé in law, professor at the Université Panthéon-
Assas (Paris II, France), have been requested by ICANN to provide an opinion on the well-
foundedness of various objections raised against the reservation of the new gTLD ‘.amazon’.
This legal opinion is set out below.

1. In 2011, the Internet Corporation for Assigned Names and Numbers (ICANN),
which 1s responsible for the worldwide administration of the Domain Name System (DNS),
launched a new domain name system offering operators the possibility of reserving new
gTLDs (generic Top Level Domains) designed to provide suffixes for new domain names.

Under this system, a company can reserve its own name or that of its trade mark or
one of its trade marks, such as ‘.vuitton” or ‘ipad’, for example, as a new gTLD.
Geographical names and purely generic product or service names can also be reserved in this
way.

The system and, in particular, the conditions for assigning these new gTLDs are set
outin a lengthy document entitled the Applicant Guidebook.

When, after an in-depth evaluation process, ICANN decides to assign a new gTLD to
an applicant, the parties enter into an agreement known as a ‘registry agreement’ under which
ICANN delegates the management of the new suffix to the beneficiary; the beneficiary thus
becoming the registry operator for the new gTLD.

The beneficiary to whom the new gTLD is reserved i1s the only one permitted to
exploit, or to authorise others to exploit, worldwide the domain names associated with the
suffix consisting of this gTLD.

As the registry operator of the new suffix, the beneficiary of a new gTLD reservation
may decide to open its gTLD and allow interested third parties to reserve domain names
associated with this suffix (second-level registrations in this gTLD). It then becomes the
registrar of these third-party domain names and, as such, draws up its own naming
conventions, laying down the conditions under which third parties can reserve these domain
names.

Some new gTLDs, namely those consisting of a generic product or service name, are
by their nature open, while those consisting of the name of a business or a brand are not
necessarily open.



2. Reservation of a new gTLD may infringe prior third-party rights or, more generally,
interests.

ICANN is clearly well aware of this issue since a certain number of provisions in the
Applicant Guidebook are aimed at preventing this type of infringement.

The beneficiary of a prior right or interest, for example, can object to the assignment
of a gTLD (Applicant Guidebook, 3.2.1).

In addition, on issues affecting its member states, ICANN’s Governmental Advisory
Committee (GAC), an inter-governmental committee made up of representatives of national
governments and intergovernmental organisations, can issue advice to ICANN’s board on
applications for new gTLDs (Applicant Guidebook, section 3.1).

The advice of the GAC, which may suggest that ICANN refuse to reserve a given
gTLD (as in the case of ‘.amazon as we shall see below) 1s sent to the applicant which has a
right of reply.

3. In view of the objections raised by the GAC and various member states, this
concern to protect prior third-party rights and interests has led ICANN to consider the
legitimacy and opportuneness of assigning the new gTLD ‘.amazon’ to its applicant, namely
the Amazon company .

The undersigned has been consulted on the specific issue of whether, on strictly legal
grounds in the field of intellectual property law relating, in particular, to the rules of
international law or fundamental principles, I[CANN would be bound:

- to assign the new gTLD in question to its applicant, or, to the contrary,
- to refuse to assign it in order to protect prior rights as mentioned above.

In essence, the answer lies in whether or not a prior right actually exists and, where
this 1s the case, in the nature and function of the right and the scope of protection conferred
upon it by the rules of law.

Consequently, the undersigned will limit his opinion to the provisions of applicable
international intellectual property agreements, to the fundamental principles governing this
area of law and, where applicable, to the rules of supranational law constituted by the
provisions of the applicable European Union legislation in the field of intellectual property.

With a few individual exceptions, there will be no reference to the provisions of the
various regulations adopted by ICANN, the legal nature of which is likely to give rise to some
debate.

Given the wording of ICANN’s questions to the undersigned, this opinion will
concentrate exclusively on the reasons why ICANN might be led to assign or refuse to assign
the new gTLD in question, in other words on the disputes which have arisen during the
evaluation stage of the application. It will not examine, as its main focus, questions and
disputes likely to arise in the subsequent stage. following assignment of this new gTLD,
during which the second-level domains open in the gTLD will be exploited.

The examination will deal with the application for assignment of the new gTLD
‘.amazon’.

[



4. Amazon, a US corporation and owner of the Amazon trade mark for various
products and services in a wide range of countries, has made an application for the new gTLD
‘.amazon’.

Objections have been raised against this application by various Latin American
countries, including Brazil and Peru, through which the River Amazon flows and whose
territories form part of the river’s 5.5 million km? plain, known as Amazonia.

These objections were passed on by the GAC which recommended that ICANN reject
Amazon’s application.

The issues currently facing ICANN are:

whether the rules and principles cited in support of these objections and reiterated
in the unfavourable advice issued by the GAC are of such nature as to oblige
ICANN to reject the application filed by Amazon (A) or, to the contrary,

whether the rules and principles cited by Amazon in its response of 23 August
2013 to the GAC’s advice oblige it to reserve the new gTLD ‘.amazon’ (B).

A .- Concerning the objections to the assignment of the new gTLLD ‘.amazon’

5. Though the term ‘amazon’ does not appear to correspond to the name of the
Amazonia region in any language, and in particular in Spanish, Portuguese or English, an
objection against the reservation of the new gTLLD ‘.amazon’ for Amazon might, in principle,
nevertheless be raised on the basis of the notion of ‘geographical indication’ as defined in
intellectual property law.

Indeed, where a geographical indication is protected on this basis it 1s protected not
simply against the use of identical names but also, in most legal systems, against the use of
names which imitate or invoke it. This 1s only logical since the use of a name which 1s merely
similar may also be designed to take advantage of the reputation of the geographical
indication or result in a reduction in its attractiveness in the eyes of the public.

Thus, if the names ‘Amazonia’ and ‘Amazonas’ were geographical indications, it
would, given the evident similarity of the names in question, be possible to protect them
against the use of the name ‘Amazon’.

The simple fact that the names ‘Amazon’ on one hand and ‘Amazonia’ and
‘Amazonas’ on the other are not identical 1s not, therefore and as such, sufficient argument to
exclude application of the geographical indications regime on which a rejection of Amazon’s
application might be based.

6. However, the geographical name in question, ‘Amazonia’ or ‘Amazonas’ in this
case, must constitute a geographical indication within the meaning of intellectual
property law.

But this is not the case here.



Indeed, the geographical name of a place can constitute a geographical indication and
be recognised and protected as such under intellectual property law only if there exists in the
public mind a link between the place in question and particular qualities or a reputation for
specific products of that place because these qualities or this reputation are attributed to this
geographical origin.

Thus, Article 22(1) of the TRIPS Agreement, which forms Annex I C of the
Agreement establishing the World Trade Organisation and is binding on a great number of
states, provides that “‘geographical indications are, for the purposes of this Agreement,
indications which identify a good as originating in the territory of a Member, or a region or
locality 1n that territory, where a given quality, reputation or other characteristic of the good 1s
essentially attributable to its geographical origin.”

Both European Union law and certain international conventions draw a distinction
between such geographical indications based on the strength of the link between the
geographical origin and the characteristics and qualities of the product in question. For
example, the various European regulations on geographical indications draw a distinction
between appellations of origin and geographical indications in the strict sense of the term.

Appellations of origin are the geographical names with the closest link between
geographical origin and product characteristics or qualities. For example, Article 5(1) of
Regulation (EU) No 1151/2012 of 21 November 2012 on quality schemes for agricultural
products and foodstuffs' provides that ““designation of origin’ is a name which identifies a
product: (a) originating in a specific place, region or, in exceptional cases, a country; (b)
whose quality or characteristics are essentially or exclusively due to a particular geographical
environment with its inherent natural and human factors; and (c¢) the production steps of
which all take place in the defined geographical area.”

This definition is based closely on that given in Article 2(1) of the Lisbon Agreement
for the Protection of Appellations of Origin and their Intemational Registration of October 31,
1958, an international convention which came into effect in 1966 and which defines the term
‘appellation of origin’ as “‘the geographical denomination of a country, region, or locality,
which serves to designate a product originating therein, the quality or characteristics of which
are due exclusively or essentially to the geographical environment including natural and
human factors.”

An appellation of origin is thus characterised by the fact that the particular quality or
characteristics of products which represent their interest to the consumer are the result of local
natural factors and local expertise.

! Please note that such Regulation excludes wine and spirits which are regulated by specific Regulations, i.e.
Regulation (EU) n°1308/2013 of 17 December 2013 establishing a common organization of the markets in
agricultural products (for wines) and Regulation (EC) n°110/2008 of 15 January 2008 on the defmnition,
description, presentation, labeling and the protection of geographical indications of spirit drinks; both
Regulations provide for similar provisions as Regulation (EU)n°1151/2012.



Geographical indications in the strict sense of the term differ from appellations of
origin in that the link between the qualities or character of a product and its locality of origin
1s more tenuous. Indeed, Article 5(2) of the aforementioned EU Regulation provides that
“geographical indication’ is a name which identifies a product: (a) originating in a specific
place, region or country; (b) whose given quality, reputation or other characteristics is
essentially attributable to its geographical ongin; and (c¢) at least one of the production steps
of which take place in the defined geographical area.” The effect of geographical provenance
on product characteristics is thus required, but not specified, and may therefore relate to both
natural or human factors.

7. In many legal systems the protection of geographical indications in its wider sense
1s dependent on the completion of certain formalities in the country or region — such as the
European Union — of origin of the products in question. This may be through either statutory
recognition or registration with an administrative authority. In both cases, the formalities will
define the geographical area in which the products in question must be produced,
manufactured or processed and specify the production or manufacturing conditions to be
fulfilled in order for the products to be identified under the geographical indication in
question.

However, in certain legal systems — including under French law, for example’ — a
geographical name which 1s not — or not yet — recognised either by statute or by registration
can still be afforded a certain degree of protection where the products from the geographical
area in question are deemed to have special characteristics or qualities.

8. Under intellectual property law, a geographical name enjoys no status, regime or
particular protection where it designates a place which is not specially known by the public
for its products and services, whatever they may be. This is the case where this place is not
the origin of any particular products or services or where the products or services originating
in 1t do not or are not deemed to have any particular characteristics due to this origin in the
minds of the public.

Such conclusion clearly results from the law governing geographical indications. It
also emerges from the rules governing the relationships — frequent in practice — between trade
marks and geographical names in most legal systems and in particular under EU and French
law.

For example, we know that a trade mark consisting of the geographical name of a
place is misleading and will therefore be refused by the Trade Mark Office or invalidated by
the courts if the products it covers do not come from the place in question and the public
knows that the products which do come from the place in question possess particular
characteristics or qualities. This rule 1s contained in substance in Article 22(3) of the TRIPS
Agreement.

By contrast, it 1s accepted that a trade mark 1s not misleading if the products it covers
do not come from the place in question but the place in question has no particular reputation
for these produects.

? Through the notion, not used in the law, of ‘indication of provenance’.



For example, it has been held in France — and the solution would be the same in most
legal systems — that a trade mark registered for clothing can validly consist of or contain the
name ‘Boston’ even if the products in question are not manufactured in Boston as long as this
US city has no particular reputation for clothing®, which would only be the case if clothing
made in Boston possessed particular characteristics or qualities because of its origin or a
reputation in the minds of the public.

In this example the name ‘Boston’ is a neutral geographical name for clothing which
has no impact under trade mark law.

It 1s also accepted that a trade mark consisting exclusively of the geographical name of
a place will be refused or invalidated as being devoid of distinctive character if the place is the
place of origin of the products covered by the trade mark, in this case the trade mark being, in
effect, deemed to be descriptive of one of the characteristics of the products in question, 1.e.
their geographical provenance.

It has, however, also been held, notably by the General Court of the European Union,
that this solution applies only where the geographical name has a certain reputation for the
products in question in the minds of the public.

Thus in a judgment dealing with the trade mark Port Louis, consisting of the name of
the capital of Mauritius, registered for textile products, the General Court underlined that “the
registration as a Community trade mark of names designating certain geographical places
already reputed or known for the category of products in question and which consequently
have a link with this category in the eyes of interested parties” is not possible. The fact that
the trade mark owner’s clothing comes or may come from this place is of no relevance and the
trade mark is not considered to be descriptive since the town in question has no particular
reputation for this category of products.

As in the case of the name ‘Boston’ dealt with above, the geographical name is neutral
and therefore has no impact on the conditions of validity of the trade mark.

9. Supposing that, given its very large surface area and the fact that it comprises parts
of various different countries, Amazonia constitutes the geographical area of a geographical
indication within the legal meaning of the term — though this is already be disputed in view of
the aforementioned defimition of Article 22 (1) of the TRIPS Agreement which refers to
products “originating in the territory of a Member” — Amazonia would appear to have no
particular reputation for the production of specific products. Neither are products from this
region known to have particular characteristics or qualities due specifically to their origin.

In fact, the objecting states are not claiming that the name of the Amazonia region
would have been recognised in their legal systems as a geographical indication either by
statute or by registration for any specific products .

3 Paris Appeal Court, 10 Jan. 2001, PIBD 2001, no. 721, III, 290 (Beston-Création). In the same wvein, Paris
Appeal Court, 6 Mar. 2002, PIBD 2002, no. 753, III, 545 in relation to the name NYC for clothing; Paris
Appeal Court, 9 Mar. 2005, PIBD 2005, no. 809, III, 345 in relation to the name Versailles for sweets and
confectionary.

* General Court of EU, 15 Oct. 2008, case ref. T-230/06, no. 31. See also General Court of EU, 8 Jul. 2009, case
ref. T-226/08 in relation to the trade mark 4A/aska for mineral water.



It 1s my view that the geographical names ‘Amazonie’, ‘Amazonia’ and
‘Amazonas’ do not constitute a geographical indication within the meaning of intellectual
property law and in particular within the meaning of Article 22 (1) of the TRIPS Agreement,
nor do they appear likely to become so in the near future for any specific products. However,
ICANN may have specific information on this last point which might lead it to reach a
different conclusion.

In consequence, I do not believe that assignment of the new gTLD ‘.amazon’ to
the Amazon company could be rejected on the basis of international or even local law on
geographical indications.

10. Even supposing, hypothetically, that the geographical names ‘Amazonie’,
‘Amazonia’ and ‘Amazonas’ constituted geographical indications for specific products, this
geographical indication would not necessarily justify the rejection of the application for
assignment of the gTLD to the Amazon company.

As has already been pointed out, it is true that the fact that the name ‘Amazon’ and the
name of the geographical indication are not identical is unlikely to prevent the application of
the law governing geographical indications.

However, legal recognition of a geographical indication does not in any away imply
that the geographical indication enjoys absolute protection, that is to say, protection against
any type of use of an identical or similar name by a third party.

11. On one hand, indeed, Article 22 of the TRIPS Agreement provides only for
protection against use as an indication of the geographical provenance of a product where this
use misleads the public as to the geographical origin of the product.

On this point, “in respect of geographical indications™ Article 22 2(a) requires parties
to the Agreement to provide the legal means for interested parties to prevent “the use of any
means in the designation or presentation of a good that indicates or suggests that the good in
question originates in a geographical area other than the true place of origin in a manner
which misleads the public as to the geographical origin of the good.”.

However, given the nature of the Amazon company’s activities and the fact that the
Amazon sign 1s neither used nor designed to be used by it as an indication of the geographical
origin of a product or service, the reservation and use by Amazon of the gTLD ‘.amazon’
does not fall within the scope of protection afforded to geographical indications by the
TRIPS Agreement.

Since this gTLD consists of the name and the trade mark of a company, it should not
in principle be open to independent third parties carrying on various activities which might
themselves infringe the geographical indication. Even if this were the case, such a risk, further
down the process at the exploitation stage of the gTLD, would not justify a general refusal to
assign it to the Amazon company. Any such infringement would be attributable to the third
party and would fall within, notably, the contractual relationship between the Amazon
company as registrar of the gTLD and the contracting third party (see section 23 below).



Article 22 2(b) of the Agreement also requires the parties to protect geographical
indications against “any use which constitutes an act of unfair competition within the meaning
of Article 10bis of the Paris Convention”. However, in order for an ‘“‘act of competition
contrary to honest practices in industrial or commercial matters” within the meaning of this
last provision (sub-section 2) and an act “of such a nature as to create confusion (...) with the
establishment, the goods, or the industrial or commercial activities, of a competitor” (sub-
section 3 (1)) or “indications or allegations the use of which (...) is liable to mislead the public
as to the (...) characteristics” or the quality “of the goods™ (sub-section 3(ii1)) to exist, the
name identical or similar to the geographical indication must, as above, necessarily be used as
the indication of the geographical provenance of products.

To summarize, the legal protection afforded to a geographical indication —
supposing that such geographical indication exists — by the provisions of the TRIPS
Agreement and the Paris Convention does not, on_its own, justify a rejection of the
Amazon’s company application.

12. On the other hand, unlike the TRIPS Agreement, some legal systems do not limit
the protection of geographical indications to cases in which an identical or similar name 1s
used by a third party to indicate the geographical provenance of a product.

Thus, in the case of appellations of origin, Article 3 of the aforementioned Lisbon
Agreement provides that “protection shall be ensured against any usurpation or imitation,
even if the true origin of the product is indicated or if the appellation is used in translated

b

form or accompanied by terms such as “kind”, “type”, “make”, “imitation” or the like”.

Even though the Agreement does not specify what such “usurpation or imitation”
consists of, its general nature and wording suggest that the protection extends beyond cases in
which a third party uses an identical or similar sign to indicate the geographical provenance of
a product. Given the broad language used in this provision, it is difficult however to know
exactly what the conditions and terms of this protection are.

The provisions of the above mentioned Eurogean regulations protecting geographical
indications of agricultural and food products’, wines® and spirits’ are, however, more specific
on this point.

This is the case, in particular, of Article 13(1) of the aforementioned Regulation (EU)
No 1151/2012 on quality schemes for agricultural products and foodstuffs®, according to
which:

“Registered names shall be protected against:

a). any direct or indirect commercial use of a registered name in respect of products not
covered by the registration where those products are comparable to the products
registered under that name or where using the name exploits the reputation of the
protected name, including when those products are used as an ingredient;

? Regulation (EU) No 1151/2012 of 21 November 2012.

5 Regulation (EU) No 1308/2013 of 17 December 2013.

"Regulation (EC) No 110/2008 of 15 January 2008.

¥ Please note that similar provisions are provided for in (EU) Regulation n°1308/2013 (for wines) and (EC)
Regulation n°110/2008 (for spirits).



b). any misuse, imitation or evocation, even if the true origin of the products or services is
indicated or if the protected name 1is translated or accompanied by an expression such
as ‘style’, ‘type’, ‘method’, ‘as produced in’, ‘imitation’ or similar, including when
those products are used as an ingredient;

c). any other false or misleading indication as to the provenance, origin, nature or
essential qualities of the product that is used on the inner or outer packaging,
advertising material or documents relating to the product concerned, and the packing
of the product in a container liable to convey a false impression as to its origin;

d). any other practice liable to mislead the consumer as to the true origin of the product.”

A joint reading of sub-sections a) and b) of this provision reveals that geographical
names registered under the Regulation are protected against any direct or indirect commercial
use of a sign identical or similar (imitation or evocation) to the protected name for products
comparable to those covered by the registration or for an product or service where this use
takes advantage of the reputation of the protected name.

Though, where not otherwise stipulated, protection extends to uses which do not
indicate a geographical provenance, a number of conditions must nevertheless be fulfilled.
Either the sign in dispute must be used for products comparable to those covered by the
registration or — unlike for a comparable product — the use in dispute must take advantage of
the reputation of the protected name.

Though the trade mark Champagne registered and exploited by Yves-Saint-Laurent
for a luxury perfume, i.e. in a non-geographical manner, was invalided and prohibited in
France on the basis of comparable statutory provisions, it was because the use of this trade
mark allowed its owner to take advantage of the reputation and prestige of the renown
appellation of origin Champagne for a sparkling wine from the Champagne region®.

Supposing that ICANN were required to take account of the provisions of European
Union law, even though I do not believe this to be so particularly since in this case the
geographical names in question — Amazonia, Amazonas and Amazonie — is not registered
under any EU regulation, the reservation of the gTLD ‘.amazon’ would not in any case
infringe a prior geographical indication, if one existed.

For, firstly, it would not in all likelihood be for the use of products comparable to
those covered by this geographical indication — indeed it i1s hard to see just what these
products might be — and, secondly, given the nature of its activities and the already great
reputation of both its name and its trade mark, the Amazon company’s use of ‘.amazon’
would be neither intended nor allow it to take advantage of the reputation of this geographical
indication.

This reasoning can undoubtedly be applied to other national or regional protection
system for geographical indications.

13. In conclusion, there is no rule of the law on geographical indications which
obliges ICANN to reject the application for reservation of the gTLD ‘.amazon’ filed by the
Amazon company due to the existence of the geographical name of the Amazonia region.

® Paris Court of Appeal, 15 Dec. 1993, JCP 1994, II, 2229; PIBD 1994, no. 560, IIL, 92.



Beyond the law of geographical indications, the assignment of ‘.amazon’ to Amazon
would not in any event be prejudicial to the objecting states who, since they have no reason
for linguistic reasons to reserve ‘.amazon’, could always if they so wished reserve a new
gTLD such as ‘.amazonia’ or ‘.amazonas’ which would create no risk of confusion with
‘.amazon’.

Finally, the fact that neither the name ‘Amazon’ nor that of the Amazonia region
appears in any language on the ISO 3166 list is irrelevant. It 1s true that the country and region
names on this list, whether they are reproduced, imitated or translated into a foreign language,
cannot be reserved’. However, the fact that there is no bar to reserving the TLD ‘.amazon’ on
this ground does not mean that it could not be rejected on other grounds put forward by the
objecting states or that Amazon could not claim a right to reserve it. On this last point, it 1s

clear that no one can claim a TLD simply because the name it consists of is not included on
the ISO list.

B.- Concerning the arguments put forward by the Amazon company in support
of the assignment of the new gTLLD ‘.amazon’

14. In response to the advice of the GAC reiterating the arguments of the objecting
states, the Amazon company cites a certain number of rules of international law which, it
claims, mean it must be assigned the TLD ‘.amazon’.

15. Firstly, and principally, the Amazon company cites its trade mark 4Amazon which 1s
registered in almost 150 states around the world, including Brazil and Peru.

In substance, it contends that the intellectual property rights it holds in the name
Amazon as a result of these registrations give 1t a right fo the TLD ‘.amazon’ and that ICANN
1s therefore obliged to assign the TLD to it.

In support of this argument Amazon cites Article 16(1) of the TRIPS Agreement
which gives the owner of a registered trade mark “‘the exclusive right to prevent all third
parties not having the owner’s consent from using in the course of trade identical or similar
signs for goods or services which are identical or similar to those in respect of which the trade
mark is registered (...).”

15-1. However, it i1s my view that the argument advanced by Amazon is based on an
incorrect understanding of the nature of the protection afforded by a registered trade mark and,
more generally, by an intellectual property right.

Indeed, an intellectual property right, whatever its nature, affords its owner an
exclusivity or monopoly of exploitation over the subject matter of the right within the limits
stipulated by law — whether national or regional’' — applicable to this right. This exclusive
right allows its holder to prevent third parties from carrying out on this subject matter the acts
of exploitation which the law reserves to him.

1 Applicant Guidebook, 2.2.1.4.1.
' Such as, in European Union law, Regulation (EC) No 207/2009 on the Community trade mark and Regulation
(EC) No. 1/2002 on Community designs.
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An intellectual property right is therefore, like any property, a right to exclude third
parties and, in this case, a right to exclude unauthorised third parties from the scope of
protection which the law grants to the owner of the intellectual property right.

Binding as against third parties, an intellectual property right never affords its owner
the right to exploit or to use the subject matter of its right.

We know, for example, that a patent does not confer upon its owner the right to exploit
the invention. Firstly, the exploitation of the invention may, for example, require him to
obtain marketing approval as is the case for the marketing of pharmaceutical products.
Secondly, if the patented invention in question represents an improvement of a prior invention
which is itself also covered by a patent valid for the same territory, the patented invention
cannot legally be exploited without the authorisation of the holder of the prior patent.

We also know that the holder of a copyright in a work 1s not necessarily able to exploit
the work simply on the basis of this right. Firstly, its exploitation may come up against an
administrative or legal prohibition based on reasons of public policy or a third party’s right to
privacy, for example. Secondly, if this work is derived from a prior work which is itself also
protected, it cannot legally be exploited without the consent of the holder of the rights in the
first work.

These simple examples demonstrate that an intellectual property right does not grant
its owner a right to use the intangible subject matter in question. The right grants him
ownership, ownership which 1s always binding on unauthorised third parties, but not, unless
misinterpreting the notion of intellectual property, the possibility to exploit the subject matter
of its ownership in any circumstances.

15-2. The same applies under trade mark law.

A trade mark right — the right associated with the registration of a trade mark — grants
the owner a monopoly binding on third parties within the limits defined by law.

However, the holder cannot invoke this right as a right fo use the sign, even for the
products and services specified in the registration, or even as the right to use the sign in
particular forms, such as a new gTLD.

The owner of a registered trade mark, though it is fully binding on third parties while
it is in force, may, for example, be prevented from exploiting it due to a prior right held by a
third party.

The Court of Justice of the European Union confirmed this in a recent judgment’? in
respect of a Community trade mark governed by Council Regulation (EC) No 207/2009. It
held that the owner of a Community trade mark can be found guilty of infringing a prior
Community trade mark and, consequently, be prevented from using its trade mark, even
where no action for invalidity has been brought and therefore non cancellation of the trade
mark ordered. Thus, a person may be the owner of a trade mark which is valid and therefore
binding on third parties but be unable to exploit it due to a court order 1ssued prohibiting such
use so as to protect the prior right of a third party.

2 CJEU, 21 Feb. 2013, C-561/11, Fédération Cynologigue.
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A few months earlier, the Court of Justice had already adopted the same solution with

regard to Community designs®.

15-3. The exclusive right held by the Amazon company in its trade mark Amazon in
various Member States under Article 16(1) of the TRIPS Agreement does not therefore
necessarily give it the right per se either to use it or to use the Amazon sign in any other
form it may choose, such as a new TLD.

In my belief, therefore, the Amazon company is wrong in citing its registered
trademarks and its rights under Article 16(1) of the TRIPS Agreement and in deducing that
ICANN is therefore obliged to assign it the new TLD to allow it to exploit, as a TLD, the
Amazon sign which forms the subject matter of these trade marks.

The Amazon trade marks held by the applicant do not in legal terms give it a right
to the new TLD ‘.amazon’. The fact that the objecting states did not cite any trade marks in
support of their arguments 1s irrelevant in this respect.

Moreover, I would also add that all these 4Amazon trade marks, which are each subject
to the principle of territoriality, are legally effective on a national — or regional in the case of a
Community trade mark — territory only, in particular, if Amazon holds one of them and that in
consequence none of these trade marks would be binding on ICANN, which is responsible for
the assignments of new TLDs worldwide in any event.

15-4. At the very most, the Amazon company’s trademarks permit it to claim a
legitimate interest for applying for assignment of ‘.amazon’.

However, this interest does not in any way guarantee it assignment of this new TLD in
legal terms for there are other considerations to be taken into account in the ICANN decision.

16. The same can be said of the arguments put forward by Amazon based on Article 8
of the Paris Convention for the Protection of Industrial Property.

This very succinct article provides for the protection of trade names in the states party
to the Convention without the need for any filing or registration formality.

Apart from the fact that it does not specify the conditions or the nature of this
protection — a matter that is left to the appreciation of the states party to the Agreement — like
Article 16(1) of the TRIPS Agreement on the protection of registered trade marks, this
Convention protects trade names against acts of exploitation of the sign carried out by non-
authorised third parties. It does not in any way confer upon the holder of a trade name either a
general right fo use the sign or a right to the sign in a particular form, such as a TLD, for
example.

Like a registered trade mark, a trade name does indeed give its owner a legitimate
interest in applying for the assignment of the new TLD corresponding to the sign at stake.
However, as with a trade mark, this legitimate interest alone does not justify the assignment of
the new TLD since ICANN can also take other considerations into account.

13 CJEU, 16 Feb. 2012, C-488/10, Celaya Emparanza.



17. Finally, in this case Amazon cannot effectively rely on the provisions of
international human rights law and, in particular, — supposing it were applicable to and
binding on ICANN - the European Convention on Human Rights (ECHR).

It 1s true that Article 1 of the First Additional Protocol to the ECHR provides for an
entitlement “to the peaceful enjoyment of (...) possessions”, while in its Anheuser-
Busch/Portugal judgment of 11 January 2007"* the European Court of Human held that this
provision “applies to intellectual property as such”.

However, Amazon cannot use this argument to claim a right to the registration of the
new TLD ‘.amazon’.

Indeed, firstly, filing an application for assignment of this new TLD in no way
guarantees it the assignment of the TLD.

In the aforementioned judgment, the European Court of Human Rights held that, given
all the economic rights and interests attached to such an application, the owner of an
application for registration of a trade mark 1s the holder of a substantial interest protected by
Article 1 of the First Additional Protocol but that the Trade Mark Office’s rejection of the
application did not constitute interference in the applicant’s right to the peaceful enjoyment of
his possessions and thus a breach of Article 1 — thereby thankfully guaranteeing the freedom
of offices to refuse trade mark or patent applications.

Supposing that an application for assignment of a new gTLD corresponding to a trade
mark held by the applicant were to be qualified as a possession within the meaning of Article
1 of the First Additional Protocol, as is the case with an application for the registration of a
trade mark — which in my view could be disputed —, according to the European Court’s
analysis ICANN's rejection of this application would not constitute a breach of the peaceful
enjoyment of this possession.

Secondly, the Amazon company’s 4mazon trade marks undeniably constitute goods
within the meaning of the aforementioned provision.

However, given its subject matter and purpose, a registered trade mark does not in any
way guarantee its holder (as set out in section 15-2 et seq. above) a right to the assignment of
the corresponding new TLD. Since this assignment is not a prerogative of the owner of the
trade mark, a refusal to assign the TLD could not be considered a breach of the right to
peaceful enjoyment of the possession represented by the registered trade mark.

" Req.n° 73049/01.
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18. Therefore, there exists no provision in either international intellectual
property law or in the field of fundamental rights which could oblige ICANN to assign
the gTLLD ‘.amazon’ to the Amazon company.

Conclusion

As regards the application for assignment of the new gI LD ‘.amazon’ filed by the
Amazon company:

1) there is no rule of international, or even regional or national, law
applicable in the field of geographical indications which obliges ICANN to
reject the application;

11) there is no rule of international, or even regional or national, law
applicable in the field of intellectual property and in particular of trade
marks or in the field of fundamental rights, which obliges ICANN to
accept this application.

Jérg Passa
Paris, March 31%, 2014
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The Governmental Advisory Committee (GAC) has issued advice to the ICANN Board of
Directors regarding New gTLD applications. Please see Section IV, Annex |, and Annex Il
of the GAC Beijing Communique for the full list of advice on individual strings, categories
of strings, and strings that may warrant further GAC consideration.

Respondents should use this form to ensure their responses are appropriately tracked
and routed to the ICANN Board for their consideration. Complete this form and submit
it as an attachment to the ICANN Customer Service Center via your CSC Portal with the
Subject, “[Application ID] Response to GAC Advice” (for example “1-111-11111
Response to GAC Advice”). All GAC Advice Responses must be received no later than
23:59:59 UTC on 10-May-2013.

Respondent:

Applicant Name Amazon EU S.ar.l.

Application ID AMAZON (1-1315-58086)
APP (1-1315-63009)
AUTHOR (1-1315-99563)
.BOOK (1-1315-44051)
.CLOUD (1-1315-79670)

Applied for TLD (string) As displayed above

Response:

May 10, 2013

Dr. Steve Crocker, Chairman of the Board

Internet Corporation for Assigned Names and Numbers
12025 Waterfront Drive, Suite 300

Los Angeles, CA 90094-2536

Re: Amazon’s Response to the ICANN Board of Directors on the GAC Beijing Communiqué
Dear Dr. Crocker and Members of the ICANN Board of Directors,

Thank you for the opportunity to respond to the Government Advisory Committee’s (“GAC”)
Beijing Communiqué (the “Communiqué”). Amazon appreciates the efforts spent by the GAC on
the difficult questions in connection with the new gTLDs. We are committed to working with
the GAC, ICANN, national governments, and others toward the development of the Domain
Name System through the collaborative multi-stakeholder, bottom-up, consensus-driven
process. The multi-stakeholder model is only successful, however, if one stakeholder is not
given veto power over other voices, and involved and invested parties. We are concerned that,
if implemented, the Communiqueé will circumvent years of active and transparent Community
development by reversing policies and implementing new requirements and definitions on
applicants, registries and registrants.
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Applicants relied in good faith on the rules and limitations set forth in the Applicant Guide Book
(“AGB"), expending significant time, money and resources on preparing and defending their
Applications based on this reliance. Changing direction at this time undoubtedly will result in
delays for all applicants, and raise legal issues. Retroactive changes, based on guidance that the
ICANN Community already has rejected, fundamentally undermine the multi-stakeholder model.

Although likely unintended, the Communiqué, as written, will allow the GAC to create new
regulations and overturn the sovereign laws of other countries, undermining the multi-
stakeholder process and giving credence to arguments in other forums that national
governments should have a controlling role in Internet governance. Accordingly, we urge the
Board to reject certain aspects of the Communiqué and adhere to the principles originally
agreed to in the AGB by Applicants, ICANN, and the Community.

Applicants Relied on Rules Set by ICANN

The new gTLD Program has its origins in the “carefully deliberated policy development work of
the ICANN Community.” (AGB, preamble.) In 2005, ICANN’s Generic Names Supporting
Organization (“GNSQO”) hegan a policy development process to consider the introduction of new
gTLDs. In 2008, the ICANN Board adopted 19 specific policy recommendations for implementing
new gTLDs. After approving the policy, ICANN undertook an open, inclusive, and transparent
implementation process, including comment periods on nine drafts of the AGB, and numerous
advisory group recommendations, to address stakeholder concerns such as the protection of
intellectual property and Community interests, consumer protection, geographic protections,
and DNS stability. This work involved extensive public consultations, review, and input on
multiple draft versions of the AGB, including active, fully engaged consultation with the GAC.
(http://newgtlds.icann.org/en/about/program)

Applicants relied on the AGB Provisions on Geographic Names

One of the principles originally debated by multiple stakeholders, including the GAC, the ICANN
Board, and the ICANN Community, relates to the protection of geographical names. The GAC
tried unsuccessfully to define, for the AGB, what constitutes a blocked “geographic string,” and
the multi-stakeholder Community thoroughly discussed the issue from 2007 to 2011 in ICANN
meetings, public forums, drafts of the AGB, and through numerous constituencies. After four
years of discussion, the Board and Community agreed on the use of well-established
internationally recognized and agreed-upon geographic designations. “The Board raised
concerns that the criteria for country and territory names, as it appeared in version 2 of the
Draft Applicant Guidebook was ambiguous and could cause uncertainty for applicants. The
revised definition . . . continues to be based on the ISO 3166-1 standard and fulfills the Board’s
requirement of providing greater clarity about what is considered a country or territory name in
the context of new gTLDs.” ( ICANN Board — GAC Consultation: Geographic Names, 21
February 2011, p. xi (summarizing GAC/Board communications from September 22, 2009).)

As the Board noted in one of its initial responses to the request for a broader definition than the
ISO 3166-1 standard, “the capacity for an objection to be filed on Community grounds, where
there is substantial opposition to an application from a Community that is targeted by the name
also provides an avenue of protection for names of interest to a government which are not
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defined in the Applicant Guidebook.” (ICANN Board — GAC Consultation: Geographic Names, 21
February 2011, p. ii.)

The Communiqué now backs away from more than four years of multi-stakeholder work on the
geographic name issue by its new attempt to isolate strings that raise geographical issues. This
action is disruptive (not only for us and our applications) because the effect is not dissimilar to
that of consensus Communiqué advice but without the essential component of consensus. It is
disruptive to the multi-stakeholder process as a whole — it acts as an effective veto on
Community-driven policies (with the potential for far-reaching effects outside of ICANN’s realm).

The Communiqué Chips Away at the Multi-Stakeholder Model

We ask the Board to focus on several recommendations in the Communiqué that chip away at
the ICANN multi-stakeholder model and, in some cases, may give individual national
governments veto power over any applied-for string as well as regulatory power over private
entities that governments might not have under their own laws. Specifically, the Board (1)
should not delay specific applications for further considerations, (2) should not allow changes to
an applied-for string and (3) should adopt implementable and reasoned Safeguard Guidance.

1. The Board should not delay specific applications for further GAC Consideration

The AGB allows the GAC to provide Communiqué advice on specific applied-for strings and
safeguards for Board deliberation, stating that for a particular application not to proceed, there
needs to be consensus of the GAC. (AGB 1.1.2.7.) Indeed, “to be considered by the Board
during the evaluation process, the GAC Communiqué on New gTLDs must be submitted by the
close of the objection filing period.” (Id.) With the exception of two strings (.africa and .gcc),
however, the GAC has not provided consensus advice against any other particular strings for
Board deliberation.

Although specific countries raised national sensitivities with our applications for .amazon and

our Chinese and Japanese parallel applications (.7 <./ > and .1 5i#), the GAC did not reach
consensus advice to block any of these three applications. Instead, it asked the Board to
prevent these applications from proceeding based on a need for “further consideration.” Such a
request has nearly the same effect as consensus Communique advice. To allow “further
consideration,” a new action in the process neither contemplated by the AGB nor previously
debated by the Community, sets a precedent that could perpetually delay an application to the
applicant’s detriment, allow for a government’s effective veto power over a particular
application and/or string, and permit the uneven discrimination against vetted, established
principles and process.

If the Communiqué guidance were implemented, it could require Amazon and other applicants
to either abandon an application for a string that reflects its globally protected trade name and
trademarks or, in the altemative, adopt a gTLD with corporate indications that do not represent
the company’s brand globally (and in some cases violate local laws covering the type of
corporate entity one can hold itself out as). This “hold” acts as a de facto block to strings
otherwise permitted for registration by the AGB; it gives the countries the same result as if
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consensus Communiqué advice was achieved (when it was not), but without the core ingredient
of actual consensus. Further, it does not foster productive negotiation between affected parties.

The GAC's attempt to hold an application because of a government's potential conflict destroys
the premise of consensus entirely, which in turn significantly dilutes surety and stability in the
new gTLD process. Additionally, it allows a government to supersede the trademark and free-
expression rights granted by other governments and obtain global rights over applicants that
the government would not otherwise possess. Thus, we request that the Board reject the GAC
Communiqué on geographic names and allow the .amazon applications to proceed.

The effect of the GAC’s request for “further consideration” could lead to perpetual negotiations
where one party has no standing or recourse.

We have deep respect for the people, culture, and heritage of the Amazonas region, and
recognize the governments’ desire to protect the region internally against third parties that may
cause harmin some way. Our company and the region have coexisted amicably, both regionally
and globally, with no interference on regional matters or consumer confusion or harm for more
than seventeen years, and we are pleased to serve countless customers in the region with our
vast offerings of goods and services.

Despite our long-standing presence throughout the region, representatives from Brazil and
Peru, however, issued an early warning against our .amazon gTLD application. The GAC
representatives indicated initially that the only remedy for us was to abandon the application,
and later stated that they would consider allowing Amazon to change our application to
“.amazonincorporated” or “.amazoninc” or “.amazoncompany.” At the Beijing meeting, itis our
understanding that representatives from Brazil and Peru sought GAC Communiqué advice

objecting to our .amazon application (and the IDN variants Amazon including .7” <>/ v and .1l

I;3#), but were unable to achieve GAC consensus. Despite their inability to achieve consensus
and block the applications outright, we understand that representatives from Brazil and Peru
requested (via the GAC) to implement a new and unusual remedy not previously contemplated
by the AGB, asking the Board to delay our .amazon applications so the GAC could “further
consider” the strings at the Durban meeting.

In the interim, none of the representatives from Brazil or Peru have implemented any of the
variety of protections previously agreed through the multi-stakeholder process. For example,
neither representative filed a Community objection although both countries were well aware of
this option (each has been an active member of the GAC dating to 2008). Instead, a third party
filed a Community objection on behalf of the region. (For completeness, we note that this same
third party, acting as “Independent Objector,” currently represents the Government of Peru in
an ongoing case at the International Court of Justice, arguing on its behalf as recently as
December 2012.)

As we stated in our gTLD applications, Amazon’s mission is to be the world’s most customer
centric company, where people can discover anything they might want to buy online. Investing
in a new gTLD for “AMAZON,” our house trademark, trading name, and cornerstone of our
global brand since 1995, is an essential part of this strategy. When considering the benefits of
new gTLD applications in terms of communication, security, and stability, especially for an online
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company like ours, we place paramount importance on protecting one of our most valuable
assets — our trademark “AMAZON" — just as other leading companies protect their registered
company and brand names to serve their customers. In fact, our name AMAZON is a trademark
registered, along with AMAZON-formative marks such as AMAZON.COM and AMAZON and
Design (collectively “AMAZON Marks”), more than 1300 times in over 149 countries world-wide.
This includes registrations for AMAZON Marks in the trademark offices and in the ccTLDs of the
very regions that now claim Amazon should not be allowed to use our global mark as a gTLD.

(As of the date of submittal of the gTLD Applications, Reveal Day, and the deadlines for Early
Objections, Objections, and GAC Communiqué, neither “Amazon,” “Amazonas,” “Amazonia,”
“Amazonica,” nor any translation or short-form of any of these terms, were included in the ISO
3166-1 standard, designated on the “Separable Country Names List”, or were names by which a
country is commonly known in violation of 2.2.1.4.1 of the AGB. In addition, none of these
terms or translations appears as a string listed as a UNESCO region or appears on the United
Nation’s “Composition of macro geographical (continental) regions, geographical sub-regions,
and selected economic and other groupings” list, and therefore does not violate 2.2.1.4.2 of the
AGB. Finally, there are no known national laws that protect these terms from use or registration
by third parties as of the date of this filing.)

We have attempted, and will continue to attempt, to negotiate toward a mutually beneficial
solution. For instance, we corresponded with the GAC representatives from Brazil and Peru,
participated in a video conference and traveled to Brasilia for direct negotiations with the
Organizacdo do Tratado de Cooperacdo Amazonica (“OTCA”) prior to the Beijing ICANN meeting.
All of our proposed alternatives for resolution have heen rejected by the GAC representatives.
(We are happy to discuss in a confidential submission to the Board the proposed alternatives we
have put forth.) Despite our willingness to reach a mutually agreeable solution, we should not
be forced to negotiate under continual GAC “consideration,” holding up our applications to the
detriment of business because the GAC was not able to reach consensus.

.YUN application
.YUN means “cloud,” in Pinyun, which is the reason we applied for the string. Representatives
from the Government of the People’s Republic of China, however, note that the Yunnan
Province is sometimes shortened to “Yun.” Amazon wrote to representatives from China as
soon as we received the Early Warning, but due to communication issues, those representatives
were unable to respond until the Beijing meeting. We welcome discussions with
representatives from the Yunnan Province government and already have offered to implement
safeguards to ensure that the string is not used in a manner that may cause confusion. Although
we are hopeful this matter will be resolved to both parties’ satisfaction in coming months, for
the same reasons discussed above for the .amazon applications, there is no hasis for a GAC
“hold” until resolution. We ask this Board to reject this portion of the Communiqué.

2, The Board Should Not Allow Changes to an Applicant’s String.

This issue of whether an Applicant can change its applied-for string already has been covered by
the GAC, the Board, and the Community during the negotiations leading up to the final
Applicant Guidebook. “It was decided early in the process development that applicants should
not be able to amend applications or applied for strings in order to prevent abuse.” (ICANN
Board - GAC Consultation: Geographic Names, February 21, 2011, p. 3.)
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As a result, Amazon respectfully requests that the Board reject the re-opening of this already
resolved debate. To do soin connection with one application would require, for purposes of
fairness, re-opening any and all applications facing potential objections. Doing so would lead to
additional evaluations of applications that already have been cleared, and delay the entire
program.

3. The Board Should Adopt Implementable and Reasoned Safeguard Guidance for New
gTLDs.

Amazon agrees that all registry operators should abide by relevant applicable laws, including
those relating to consumer protection and competition, and that registry operators require in
their acceptable-use policies that registrants comply with all applicable laws, particularly in
relation to privacy, data collection, and child and consumer protection. We applaud the GAC for
reinforcing the need to include such provisions in the Registry Agreement.

The Communiqué, however, appears to go one step beyond and requires registries and, by
association, registrars and users of the Internet (through their registration agreements and use
of second level domain names in the new gTLDs), to institute policies and procedures not
required by law and, in some instances, which may be interpreted as being in direct opposition
to national laws (for example, circumventing national laws that may grant safe harbors to
neutral platforms). This process would act as a material change to the AGB and, as such,
requires a full vetting by the entire ICANN Community. We also request that the Board reject
this section of the Communiqueé.

Additionally, the Communiqué has used a very broad brush to label a variety of strings as
“sensitive strings” under a variety of subclasses. These strings, listed as non-exhaustive, could,
in fact, cover all applicants. We are concerned that labeling strings as “sensitive” could subject
registry operators to heightened, unintended legal standards in various jurisdictions. In
addition, the “categorization” of strings appears to be arbitrary. For example, the category
“intellectual property” includes the strings “.FREE,” “.FANS,” “.DISCOUNT,” and “.ONLINE".
Indeed, based on these examples, any string that represents a generic term could be identified
as “intellectual property.”

Finally, the Communiqué goes further to caution that certain strings — though not specifically
identifying them — should be subject to validation and verification of second-level applicants’
licenses and credentials. In addition, the Communiqué proposes that registries should obtain
input from relevant regulatory bodies and/or by “industry self-regulatory bodies,” in connection
with safeguards to protect those industries and their consumers. Hence, the Communiqué
would give de facto “regulatory” rights to non-governmental “industry self-regulatory” bodies.
Such a policy might force private entities — registries and businesses operating at the second-
level —to obtain government approval over their business models. Again, this principle is not
required under most national laws.

The Communiqué Guidance on Public Interest Goals isn’t Implementable.
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The Communiqué recommends that exclusive registry access for strings “representing generic
terms” should serve a “public interest goal.” (GAC Communiqué, Annex |, Category 2.2) The
Communiqué does not define either “public interest” or “generic terms.” Applicants and the
Board have no way to comply with or implement this Communiqué; thus, the Board should not
adopt this safeguard, however well-intentioned.

That said, if the Board chooses to adopt this safeguard, we note there are other “public interest
goals,” including consumer protection, mitigation of abusive activities (such as through
heightened security measures and checks), a process for handling complaints, and appropriate
documentation on security threats. The GAC has already noted this in another part of its
Communiqué on safeguards. (Annex |, Safeguards Applicable to all new gTLDs.) Indeed, these
public interest goals can be met more efficiently and with greater accuracy in a space that is not
operated solely for the sake of selling domain names (previously and perhaps inaccurately
mislabeled as “closed” or “open-restricted”). (We direct the Board to the public comment that
Amazon filed in connection with the debate on “open” v. “closed” registry models.
http://forum.icann.org/lists/comments-closed-generic-05feb13/msg00199.html) As a result, we
request that our applications be allowed to proceed without change.

Conclusion
We are happy to address any follow-up questions or concerns from the Board.
Respectfully submitted,

Stacey King
Sr. Corporate Counsel — Amazon
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The Governmental Advisory Committee (GAC) has issued advice to the ICANN Board of
Directors regarding New gTLD applications. Please see Section IV of the GAC Durban
Communique for the full list of advice on individual strings, categories of strings, and
strings that may warrant further GAC consideration.

Respondents should use this form to ensure their responses are appropriately tracked
and routed to the ICANN Board for their consideration. Complete this form and submit
it as an attachment to the ICANN Customer Service Center via your CSC Portal with the
Subject, “[Application ID] Response to GAC Advice” (for example “1-111-11111
Response to GAC Advice”). All GAC Advice Responses to the GAC Durban Communiqué
must be received no later than 23:59:59 UTC on 23-August-2013.

Respondent:
Applicant Name Amazon EU S.ar.l.
Application 1D AMAZON (1-1315-58086)

. 7~ [AMAZON] (1-1318-83995)
. IV T4 3%} [AMAZON] (1-1318-5591)

Applied for TLD (string) As displayed above

Response:

August 23, 2013

Dr. Steve Crocker, Chairman of the Board

Mr. Fadi Chehadé, President & CEO

Mr. Cherine Chalaby, Chair of the New gTLD Committee
Members of the New gTLD Program Committee
Internet Corporation for Assigned Names and Numbers
12025 Waterfront Drive, Suite 300

Los Angeles, CA 90094-2536

Re: Amazon’s Response to the ICANN Board of Directors on the GAC Durban Communiqué

Dear Dr. Crocker, Messrs. Chehadé and Chalaby, and Members of the ICANN Board of
Directors New gTLD Program Committee,

Thank you for the opportunity to respond to the Governmental Advisory Committee’s
(“GAC”) Advice set forth in the Durban Communiqué (the “GAC Advice”). Amazon respects
the vital role of the GAC and its contribution to the multi-stakeholder model of governance.
Under the Applicant Guidebook (“AGB”), GAC advice creates a rebuttable presumption for
the ICANN Board of Directors New gTLD Program Committee (“NGPC”) that the application
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should not proceed. Not only is that presumption plainly rebutted here, but following that
advice would violate national and international law and upend the settled international
consensus embodied in ICANN’s Bylaws, Articles of Incorporation, and Affirmation of
Commitments (the “Governing Documents”).

Advice provided by the GAC to the NGPC is just that: advice. Of course, ICANN must act in
accordance with its Governing Documents and international and national laws. The GAC
Advice as it relates to the . AMAZON, .7 < ¥J > and .\[l I if} applications (collectively the
“AMAZON Applications”) ignores both of these key limitations on ICANN’s power to do
precisely what the advice advocates — selectively rejecting an application for a new gTLD.1
Instead, contrary to those limitations, the GAC has injected into the ICANN process political
issues already addressed and rejected by international consensus in the ICANN rulemaking
process in contravention of the objecting governments’ own national laws and international
laws to which they themselves are signatories.

In short, the GAC Advice as it relates to the AMAZON Applications should be rejected
because it (1) is inconsistent with international law; 2(2) would have discriminatory impacts
that conflict directly with ICANN’s Governing Documents; and (3) contravenes policy
recommendations implemented within the AGB achieved by international consensus over
many years. Failure to reject the GAC Advice will fundamentally undermine the multi-
stakeholder model and place at risk, and destroy trust in the fairness of, the gTLD process
for both current and future applicants.’

l. Background

Amazon and the Amazonia region of South America have coexisted amicably, both
regionally and globally, with no interference on regional matters or consumer confusion or
harm for more than seventeen years. We have been and continue to be pleased to serve
countless customers in the region throughout much of that period. Amazon is not the
recognized term for the region in most of South America, which use Amazonas or Amazonia.

1 See, generally, ICM Registry, LLC v. ICANN, ICDR Case No. 50 117 T 00224 08, Judge Stephen M.
Schwebel, Presiding. (Feb. 19, 2010).

2 For the convenience of the NGPC, the Board of Directors, and ICANN legal team as a whole, Amazon
has attached as Appendix A Chapters 5-9 of Heather Ann Forrest’s recently published book
Protection of Geographic Names in International Law and Domain Name System Policy by Heather
Ann Forrest (Wolters Kluwer Law International 2013). Professor Forrest’s research clearly supports
the Amazon position that there are no legal rights by a country in a sub-regional or geographic
feature name, or any geographical name per se.

3 See, e.g., Lisa Schuchman, “Amazon’s Domain Name Trouble Threatens ICANN Program”, CORPORATE
COUNSEL (Aug. 7, 2013), available at:

http://www.law.com/corporatecounsel /PubArticleCC.jsp?id=1202614276487&slreturn=20130719
1909009.
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Although geographic denominations may be registered with the local trademark offices, the
term AMAZON is not registered as a geographical denomination by either the Brazilian or
the Peruvian trademark offices (or any other government trademark offices in the Amazonia
region).*

AMAZON, along with AMAZON-formative marks such as AMAZON.COM and AMAZON and
Design (collectively the “AMAZON Marks”) is a trademark registered by Amazon more than
1300 times in over 149 countries world-wide — including registrations in the trademark
offices and in the ccTLDs of the very regions that now claim Amazon should not be allowed
to use its global mark as a gTLD.> Amazon has never used its mark as a geographic term.
Nor have the governments of South America ever themselves used the names of their

”n u

geographic regions — “Amazonia,” “Amazonas,” or “Amazon”® — or any variation of these

terms, as trademarks for Internet services or any other goods and/or services.

The AGB, which was “the result of years of careful implementation of GNSO policy
recommendations and thoughtful review and feedback from the ICANN stakeholder
community,”” does not prohibit or require government approval of the terms .AMAZON, . 7
<Y Y and .\ 5#h. Amazon submitted the AMAZON Applications in January 2012 after
careful review of, and fully consistent with, those rules.®

Despite our long-standing presence throughout the region, the Governments of Brazil and
Peru opposed the AMAZON Applications (first through an Early Warning against only the
.AMAZON application, and later seeking GAC consensus advice against. 7 <% > and .\l
b as well). In response, Amazon actively engaged with the governments of the Amazonia

region and the Organizacidn del Tratado de Cooperacién Amazdnica (“OTCA”), the treaty

4 See discussion infra starting at p. 4.

5 See the list of Amazon Trademarks and domain names issued in countries of the Amazonia region,
attached as Appendix B.

6 Guyana is the only country in the Amazonia region to use the term “Amazon” in reference to the
region.

7 “About the Program”, ICANN. http://newgtlds.icann.org/en/about/program (visited Aug. 12,
2013).

8 AMAZON, .7 < ¥J > and .\l 3} are not country or territory names, and thus are not prohibited as
gTLD strings under Section 2.2.1.4.1 of the AGB, nor are they geographic names that require
documentation of support or non-objection from any government or public authority pursuant to
Section 2.2.1.4.2 of the AGB. Five specific categories of strings are considered “geographic names”
requiring such government or public authority support, including “any string that is an exact match
of a sub-national place name, such as a county, province, or state, listed in the ISO 3166-2 standard.”
AGB §2.2.1.4.2. Despite the Peruvian GAC representative’s statement to the contrary during the
Durban Meeting, . AMAZON, .7 ¥ ¥ > and .\l Z3#} do not fall within any of the five categories,
including the ISO 3166-2 list. The Geographic Names Panel has never contacted Amazon regarding
its AMAZON Applications, and has not taken the position that the applied-for strings are “geographic
names”. In addition, the AMAZON Applications have all passed Initial Evaluation with perfect scores
of 100%, putting them in the top 5% of all applications passing evaluation.
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organization that represents the Amazonia region, through letters, video-teleconference,
and an in-person meeting in Brasilia leading up to the ICANN meeting in Beijing. Despite a
number of proposals presented by Amazon, including support of a future gTLD to represent
the region using the geographic terms actually used by the Brazilian and Peruvian regions,
such as .AMAZONIA or .AMAZONAS, the GAC representatives for Brazil and Peru insisted
that Amazon withdraw its application or change the strings to “*. AMAZONINCORPORATED”,
“.AMAZONINC” or “.AMAZONCOMPANY.”

Despite knowing the Community Objection process is the appropriate avenue designated by
ICANN for governments wanting to contest geographic terms not included in the AGB, no
representative from Brazil or Peru (or any of the other Amazonia region countries or the
OTCA) filed a Community Objection. Instead, a third party — the “Independent Objector” (a
person known to represent the Government of Peru) — filed a Community Objection on
behalf of the region.9

At the Beijing meeting, GAC representatives from Brazil and Peru sought GAC consensus
advice against the AMAZON Applications. After failing to achieve consensus through that
process to block the applications outright, Brazil and Peru instead requested (via the GAC)
that the AMAZON Applications — instead of being allowed to proceed as the AGB requires —
be delayed so the GAC could “further consider” the strings at the Durban meeting. This
Board agreed to the delay.

At the ICANN Durban Meeting the Brazilian and Peruvian GAC representatives asked the
GAC to revisit its objection to the AMAZON Applications. Both the Brazilian and Peruvian
GAC representatives made public statements emphasizing the attention the Applications
had drawn by their own governments and governmental organizations.™ In its second
consideration of the AMAZON Applications, from our understanding following political and
economic discussions by several of the objecting countries to persuade others to not block

9 As noted in our response to the Beijing GAC Advice and for completeness, the “Independent
Objector” (“I0”) represents the Government of Peru in an ongoing case at the International Court of
Justice, arguing on its behalf as recently as December 2012. We have separately raised serious
concerns over the potential issue of conflicts with ICANN’s legal department - by telephone, in three
separate letters, and in two in-person meetings (both before and after the 10 filed his objection) - but
have yet to receive a response from ICANN.

10 [ndeed, in mid-June a Brazilian Senator held widely-publicized hearings on the issue and created
an online petition to gather signatures against the AMAZON Applications. The petition was supposed
to be delivered to the ICANN Community at the Durban meeting, purportedly evidencing large scale
community support against the AMAZON Applications. The Brazilian GAC representative referenced
the petition when requesting the renewed objection be upheld - “we had a huge reaction from the
civil society which is organizing a document signed by thousands of people to be sent to the ... ICANN
Board” - but the petition itself was never delivered.
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their objection, the GAC agreed on consensus advice to reject the AMAZON Applications
that are before this Board.

l. The GAC Advice is Inconsistent with International Law

ICANN is required to “operate for the benefit of the Internet community as a whole,
carrying out its activities in conformity with relevant principles of international law and
applicable international conventions and local law”.** While the GAC has an appropriate
role to play in providing advice to the ICANN Board on matters related to government policy
and international and national laws, the GAC Advice here substantially oversteps those
bounds. ICANN’s failure to reject that advice would plainly violate relevant principles of
international law and applicable conventions and local law, and therefore violate ICANN'’s

Governing Documents.

Governments do not have a per se national or global exclusive right to terms that are also
used to represent a geographic area — be it a country, city, town, mountain, river, tributary,
volcano, or other. Any rights in geographic terms are granted by law and, generally, cannot
prohibit other uses of the term in a non-geographic manner. Indeed, the international legal
system has well-established mechanisms for protecting terms, including use of geographical
names. These mechanisms fall into one of four major categories: (1) Intellectual Property;
(2) Regulatory Recognition; (3) National Sovereignty; and (4) Indigenous Rights. None of
these mechanisms has ever been used by the objecting countries to protect the geographic
term “Amazon” or any other translation or variation (as opposed to Amazon’s non-
geographic use of the separate trademark AMAZON for Internet and e-commerce services).

1. Intellectual Property: Trademark Rights

The Paris Convention of 1883 (“Paris Convention”) is the basic building block for modern
international intellectual property law. Importantly, the Agreement on Trade-Related
Aspects of Intellectual Property Rights (“TRIPS”) incorporates by reference Paris Convention
Articles 1-12 and 19, and mandates that all World Trade Organization members enforce
these provisions whether they are members of the Paris Convention or not. Under TRIPS
and the Paris Convention, several forms of intellectual property protections and rights are
recognized.

First, trademark protection is provided to terms that may act separately as geographic
references, but are for trademark purposes distinctive of particular goods or services and

11 Articles of Incorporation of ICANN, § 4.
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indicate a particular source of these goods or services.”” The AMAZON Marks use the term
AMAZON not as a geographic reference, which locally would be AMAZONIA and/or
AMAZONAS, but as a fanciful term unrelated to the region. In fact, on July 26, 2013, the
Peruvian trademark office, in considering the registrability of a third party’s trademark
applications for AMAZONAS, AMAZONASPERU and AMAZONAS.PE, and related oppositions,
noted no similarities between these marks and AMAZON “since the denomination
AMAZONAS makes reference to one of the regions located north of Peru, while the

denomination AMAZON will be perceived by the average consumer as a fanciful sign.”*

Here, Amazon holds trademark rights in and to the mark AMAZON as it relates to Internet
and e-commerce services, among others. Amazon does not use the AMAZON Marks in any
way that references or relates to the Amazonia region (in other words, the AMAZON Marks
are not geographic terms; they are trademarks). The AMAZON Marks have been registered
more than 1300 times in over 149 countries world-wide, including in Brazil and Peru. The
very governments that now object to Amazon’s use of the AMAZON Marks globally in
connection with Internet and e-commerce services are now trying to ignore and erase not
only the fact that Amazon has existed on the Internet for more than 17 years, but the fact
that these and other governments outside of their region have already expressly granted
Amazon the right to use its marks for these services.

Article 16(1) of TRIPS gives the owner of a registered trademark certain exclusive rights in
that mark. Such rights can legally prevent other parties from using the same mark, including
objecting countries or other parties, in the course of trade. The objecting governments
have no superior legally recognized trademark rights in the term AMAZON for Internet-
related services.

Second, Article 8 of the Paris Convention also gives international rights to protect trade
names of commercial entities. To the best of Amazon’s knowledge, none of the objecting
countries owns legally recognized trade name rights in the term AMAZON.

Third, Article 6-ter of the Paris Convention protects various official names, insignia, flags,
emblems, or hallmarks which indicate warranty and control. Brazil and Peru have sought to
protect several of their insignia in this manner, but not the term AMAZON. For example, a
design mark for CAFE DO BRASIL and the Official Seal of Peru, owned by Peru, were filed by
Brazil and Peru respectively in the US Patent and Trademark Office under 6-ter. No such
action was taken for the term AMAZON.

12 Examples are LONDON FOG for raincoats (the capital city of the United Kingdom), TSINGTAO for
beer (a city in China), and HAVAIANAS for flip flops (Hawaiian in Portuguese).
13 Maribel Portella Fonseca v. Amazon Technologies, Inc., Resoluciéon N. 2154-2013/CSD-INDECOPI.
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Fourth, Articles 10 and 10 bis of the Paris Convention mandate that Member States
undertake to protect against all acts of unfair competition and to give infringed parties
remedies to protect their rights. Unfair competition protects against acts which deceive the
public and are used by competitors in bad faith to undermine each other’s businesses.
Unfair competition protection could theoretically be available for geographical names if
such names were used in a commercial activity. Because they have no commercial use of
the term AMAZON, the objecting governments have no legally recognized unfair
competition rights in the term AMAZON.

Fifth, another way that a geographical term may receive intellectual property protection is
as an “appellation of origin” or “geographical indication” (hereinafter, collectively,
“geographical denomination”). The principal methods for protecting geographical
denominations arise under national law, bilateral treaties and global treaties. The most
well-known geographic denomination is CHAMPAGNE for a sparkling wine from a particular
region of France produced under strict protocols. In the international context, the principal
global treaties that include references to geographical denominations are the Paris
Convention of 1883, the Madrid Agreement for the Repression of False or Deceptive
Indications of Source on Goods of 1891, the Lisbon Agreement on the Protection of
Appellations of Origin, and the WTO TRIPS Agreement of 1994. The objecting governments
have not protected and have not sought to protect the term AMAZON as a geographical
denomination under the framework provided by any of these treaties."*

The principal treaty recognizing geographical denominations (which it terms “geographical
indications”) is the TRIPS Agreement,15 which provides relative protection against false
geographical indications that are misleading (including misleading use of a previously
recognized geographical indication as a trademark). Even if the objecting governments
were now to establish geographical indication rights in the term AMAZON (which, as noted
above, they presently do not hold), these rights would be limited to a particular set of goods
or services that these governments had shown to “originate” in the Amazonia region or for
which “a given quality, reputation or other characteristic...[were] essentially attributable to”
the Amazonia Region.16 Internet-related services would certainly not qualify.

As a result, none of the objecting governments can claim intellectual property rights in and
to the term AMAZON, nor take advantage of geographical denominations protections under

14Some of the objecting governments have protected geographic indications for other terms. Peru,
for example, has protected over 700 geographic indications under the Lisbon Agreement, but none is
for AMAZON.

15 All members of the WTO are members of the TRIPS Agreement. As of the date of this letter, 159
countries are members of the WTO.

http://www.wto.org/english/thewto_e/whatis_e/tif e/org6_e.htm.

16 TRIPS Agreement, Article 22(1).
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national and international laws. Even under the narrowest interpretation of Amazon’s
trademark rights, Amazon’s right to use the term AMAZON for Internet-related services
would prevail under existing national and international laws. Respect of well-established
national and international intellectual property laws alone requires rejection of the GAC
Advice.

2. Regulatory Recognition

In many legal systems, certain commodities have specific naming protocols to avoid
confusion in the international marketplace. For example, the term NAPA is protected for
wines from the Napa Valley in California, USA, under the U.S. system of “American
Viticultural Areas.” This type of governmental protection is a helpful system for protection
of geographical names that do not fall within the various intellectual property rights granted
nationally and internationally. In addition, geographical names are protected under
international, national, and municipal laws as they relate to consumer protection, such as
regulations designed to prevent consumer confusion and harm.

The objecting countries have no legally recognized regulatory rights in the term AMAZON.
3. National Sovereignty

Under international law, sovereign states have certain rights to control their national
boundaries and be represented in international organizations and related interests. These
rights, however, do not extend to preventing use of terms in a non-geographic manner (i.e.,
as a trademark or for use in connection with services that bear no relation to a physical,
geographic region), particularly when their own national laws allow such use. The very
countries objecting to Amazon’s use of AMAZON for Internet services — as well as numerous
other sovereign countries — granted registrations in the AMAZON Marks under their own
laws on this very basis. Indeed, there is no international consensus as to whether sovereign
rights over boundaries extend to country names, let alone any sub-region or physical
feature such as a river, nor are there any current global mechanisms for recognizing such
rights, but there is consensus on the protection of a trademark owner’s rights through the
treaty provisions found in the TRIPS Agreement.

The objecting countries have no legally recognized independent sovereignty rights in any
sub-regional names for the term AMAZON.
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4. Indigenous Rights

Certain human rights are protected under international law (and even under ICANN policy
where the Universal Declaration of Human Rights and the International Covenant on Civil
and Political Rights are mentioned). In addition, consideration is given to the UNESCO
cultural indicia, human rights in property ownership, self-determination, and free
expression, and other inherent political rights. However, the objecting countries have no
legally recognized rights in the term AMAZON.

To the contrary, corporate ownership of trademarks is clearly protected under human
rights. Inthe European Union case Anheuser-Busch, Inc. v. Portugal, Application No.
73049/01 (1/11/2007), the Grand Chamber of the European Court of Human Rights upheld
trademarks as valid possessions ruled by human rights law. It is important to note as well
that human and indigenous rights under these doctrines belong to the individual, not the
state, and these rights protect individuals from state action to take away their rights and
property. In this matter, not only do the objecting governments not have any human or
indigenous rights in the word AMAZON, but international law forbids them from globally
limiting and devaluing this well-known trademark.

Despite all the methods listed above to provide protection for geographical names, the
objecting countries have pursued none of them in connection with the term AMAZON.
Amazon does not dispute this region’s importance to its inhabitants and their governments.
This importance, however, does not grant the region — or national governments — per se
rights to prevent use of an otherwise unprotected geographic term, nor does it give the GAC
or ICANN the right to create extraterritorial, sui generis, per se rights in geographic terms.
Indeed, to the extent that this is a “matter of principle,”'” the principle at stake is the
obligation of WTO Member states and the ICANN Board to follow international law as set
out in the applicable treaties, including most pertinently the TRIPS Agreement administered
by the WTO. As noted above and further discussed below, such treaties carefully balance
the competing interests in protecting geographic denominations and trademarks. It is to
these international treaties that the ICANN Board must look for guidance, not the vague and
unsubstantiated concerns upon which the GAC Advice is grounded.

17 The Peruvian GAC representative in Durban stated, “dot Amazon is a geographic name that
represents important territories of some of our countries which have relevant communities with
their own culture and identity directly connected with the name. Beyond the specifics, this should
also be understood as a matter of principle.” Quotes taken from the live scribe feed as provided by

ICANN: http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C.
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Both the TRIPs Agreement and the Lisbon Agreement contain provisions relating to the
resolution of conflicts between trademarks and geographical denominations. International
discussions and negotiations on ways to interpret, reshape, or amend these treaty
provisions remain ongoing. Many third-party organizations and NGOs active in the
protection of trademarks or geographical denominations have also weighed in with their
opinions on ways to address situations where one party’s trademark rights appear to
conflict with another party’s interest in protecting a geographical denomination. Not once
in the history of debate and discussion of this issue has a nation or organization with an
interest in this topic advanced the extreme position now taken by the governments of Brazil
and Peru with respect to the term AMAZON: that a local region’s newly-expressed interest
in a particular geographical term per se — which is not used or commonly recognized as a
source identifier for any product or service — be privileged over a third-party’s longstanding,
established trademark rights that the countries of this very local region have themselves
recognized, registered and protected for over a decade.

To the contrary, where a trademark has been protected in a particular jurisdiction before
the date on which the TRIPs Agreement becomes effective in that jurisdiction, or before the
protection of a conflicting geographical indication in its country of origin, Article 24(5) of the
TRIPs Agreement further specifies that the implementation of the provisions of the section
on Geographic Indications “shall not prejudice eligibility for or the validity of the registration
of [such] trademark, or the right to use [such] trademark, on the basis that such a

trademark is identical with, or similar to, a geographical indication.”*®

A 2005 WTO Panel addressed whether the exception provided for in Article 24(5) of the
TRIPs Agreement amounts to a “first in time, first in right” rule or mandates coexistence of
the relevant trademark and geographical indication. In that case, Australia and the United
States challenged a 1992 European Union regulation for protecting geographical
denominations for agricultural products and foodstuffs.*® The WTO Panel concluded that in

18 TRIPs Agreement, Article 24(5). The full text of this section reads: “Where a trademark has been
applied for or registered in good faith, or where rights to a trademark have been acquired through
use in good faith either: (a) before the date of application of these provisions in that Member as
defined in Part VI; or (b) before the geographical indication is protected in its country of origin;
measures adopted to implement this Section shall not prejudice eligibility for or the validity of the
registration of a trademark, or the right to use a trademark, on the basis that such a trademark is
identical with, or similar to, a geographical indication.”

19 European Communities - Protection of Trademarks and Geographical Indications for Agricultural
Products and Foodstuffs, WT /DS290/R (15 March 2005) (hereinafter “WTO Decision 290”). Full
information on this case, including a copy of the Report of the WTO Panel, is available at:
http://www.wto.org/english/tratop e/dispu e/cases e/ds290 e.htm. See also Council Regulation
(EEC) No.2081/92 of 14 July 1992 on the protection of geographical indications and designations of
origin for agricultural products and foodstuffs (hereinafter “E.U. Foodstuffs Regulation”), available at:
http://eur-lex.europa.eu/LexUriServ/LexUriServ.do?uri=CELEX:31992R2081:EN:HTML. This E.U.
Regulation was subsequently amended to comply with the WTO panel’s decision in the case
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accordance with Article 17, the TRIPs Agreement allows for a limited exception to a
trademark owner’s rights — namely, that the trademark owner may be compelled to accept
coexistence when trademark and geographical indication rights conflict.” Notably, this
decision does not suggest that geographical indication rights should be allowed to trump
trademark rights.

Peru, Brazil and the other South American countries of the Amazonia region that support
the objection to the AMAZON Applications are WTO members and therefore legally bound
to implement the terms of the TRIPS Agreement and to follow the rulings of the WTO on its
interpretation of the TRIPS Agreement. Under the rule of international law established by
the WTO'’s decision discussed above, it is clear that even if Brazil and Peru were to now
recognize the term AMAZON as a protected geographical denomination, such protection
would not permit them to prohibit or limit the use of the previously recognized trademark
AMAZON. In other words, neither Brazil nor Peru, and likely no other governments, could
bar the AMAZON Applications in their own countries under their own laws, and to do so
would violate international laws.

Ironically, the Brazilian government filed third-party arguments in the WTO case discussed
above that were far more sympathetic to trademark-owner concerns than the position it is
now taking regarding the AMAZON Applications. Brazil’s arguments stressed the
importance of maintaining the value of trademarks and referred dismissively to “a
theoretical hypothesis of coexistence between a trademark and a geographical
indication.”*! As Brazil candidly and correctly concluded at that time:

Brazil believes that without disregarding the peculiar features surrounding the use
of a geographical indication and the need to protect it, one must not do so at the
expense of both the trademark owners and the consumers. Otherwise, the
commercial value of a trademark may be undermined, which runs contrary to the
‘exclusive rights’ of a trademark owner provided for in Article 16.1 of the TRIPs
Agreement.22

The Brazilian government further elaborated that in its view, resolution of conflicts between
trademarks and geographical denominations should:

discussed here; the replacement regulation is Council Regulation (EC) No.510/2006 of 20 March
2006 on the protection of geographical indications and designations of origin for agricultural
products and foodstuffs (hereinafter “E.U. Amended Foodstuffs Regulation”), available at: http://eur-
lex.europa.eu/LexUriServ/LexUriServ.do?uri=0]:L:2006:093:0012:01:EN:HTML.

20 Id. at 143-50.

21 WTO Decision 290, Annex C, C-7.

22]d. at C-7 - C-8.
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[Tlake due account of the fact that (a) geographical indications do not a priori
prevail over registered trademarks[.]**

Thus, under Brazil’s own interpretation of the TRIPs Agreement, one thing is clear: any
rights that Brazil or any of its neighboring countries may have accrued in the geographical
term AMAZON should not a priori prevail over Amazon’s registered trademark rights in the
term AMAZON, which have long been recognized in the region. A government cannot
selectively use ICANN to override the protections found in TRIPs and other international
laws.

The ICANN Board had it right when it approved the policy recommendations resulting in the
AGB. It was —and is — essential that the new gTLD application process be transparent,
predictable, and non-discriminatory. The ICANN Board recognized that allowing
governments to retroactively determine names that are of concern because of geographic
connotations would lead to discriminatory and chaotic consequences.24 To provide the GAC
with an effective veto power over individual strings injects unpredictability25 and politics26
into the gTLD application process. It allows governments to use the ICANN Board to take
actions the governments could not take —and have not taken — under their own laws,
creating a new form of sui generis rights along the way.

At minimum, Amazon requests that, pursuant to the authority reserved to itself in AGB
Section 3.1, the NGPC obtain, before it considers the GAC Advice against the AMAZON
Applications, independent expert advice on the protection of geographic names in
international law generally and the violations of relevant principles of international law and
applicable conventions and local law represented by the GAC Advice. Amazon believes that
the legal treatise cited in notes 1-2 above and the discussion in Section Il above provide

23 ]d. at C-9.

24 See the attached highlighted communications between the ICANN Board and the GAC from the
period 2009 to 2011 on the issue of geographic names, attached as Appendix D.

25 From the Ugandan GAC representative in Durban: “We’re going through a process of generating
similar strings which may be of concern to us. So I'm wondering should we always have to come here
and make statements like this or there’s going to be a general way of protecting those strings that we
think are sensitive to us.”

From the Brazilian GAC representative in Durban: “Now we have dot amazon. Butin the future,
maybe you can have dot sahara, dot sahel, dot nile, dot danube. I don’t know if the names are there. I
don’t have the list by heart. But maybe the names are not there. But it doesn’t mean they’re not
important for national culture and traditional concerns in your countries.”

Quotes taken from the live scribe feed as provided by ICANN:
http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C.

26 From the Sri Lankan GAC representative in Durban: “This issue of dot amazon has reached our
foreign ministry and has gone to the highest level of attention between discussions with the Brazilian
government on a lot of bilateral trade related issues.” Quotes taken from the live scribe feed as

provided by ICANN: http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as
Appendix C.
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material information to the NGPC that demonstrate why the NGPC should not accept GAC
Advice against the AMAZON Applications, and why it should allow the AMAZON Applications
to proceed.

NGPC acceptance of the GAC Advice would destroy hard fought international consensus and
well-settled expectations on geographic names. It would impermissibly place ICANN above
accepted international and national laws at the behest of individual governments in ways
that will not hold up on review in other forums.

1. ICANN Must Act in a Predictable, Transparent, and Non-Discriminatory Manner

In addition to violating various international laws, accepting the GAC Advice would violate
ICANN’s Governing Documents. The right to provide advice on individual applications based
on sensitivities, as granted by the Community, could not have intended such consequences.
If so, the entire process itself may be in violation of ICANN’s guiding principles.

A. GAC Advice Throws Out the Transparency and Predictability Carefully Balanced
in the Development of the AGB

ICANN’s Governing Documents require ICANN to operate in an “open and transparent”
manner.”’ At the outset, the GNSO Council New gTLD Policy Recommendations emphasized
the need to support these requirements and to provide new gTLD applicants with a
transparent and predictable process. %8 Both the GAC® and the ICANN Board™ itself
adopted and endorsed the importance of providing new gTLD applicants with a transparent
and predictable process.

27 Articles of Incorporation of ICANN, § 4. ICANN Bylaws, Article 11, §2(7). Affirmation of
Commitments, §9.1.

28 “The evaluation and selection procedure for new gTLD registries should respect the principles of
fairness, transparency and non-discrimination. All applicants for a new gTLD registry should
therefore be evaluated against transparent and predictable criteria, fully available to the applicants
prior to the initiation of the process.” ICANN GNSO Final Report, Policy Recommendation 1, Aug. 8,
2007.

29 “The evaluation and selection procedure for new gTLD registries should respect the principles of
fairness, transparency and non-discrimination. All applicants for a new gTLD registry should
therefore be evaluated against transparent and predictable criteria, fully available to the applicants
prior to the initiation of the process.” Annex B,”GAC Principles Regarding New gTLDs”, §2.5, GAC
Communique - Lisbon, Mar. 28, 2007.

30 “Resolved (2008.06.26.02), based on both the support of the community for New gTLDs and the
advice of staff that the introduction of new gTLDs is capable of implementation, the Board adopts the
GNSO policy recommendations for the introduction of new gTLDs.” Adopted Board Resolutions -
Paris, June 26, 2008.
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The ICANN Community and Board underscored the importance of predictability for
applicants during discussions about blocking terms that governments determined caused
“sensitivities” to a region.g1 The GAC repeatedly requested that the Board and ICANN
Community afford the same protections to names that do not appear in the AGB-referenced
ISO lists as to names that do appear. To ensure predictability and fairness to applicants —
and prevent precisely the sort of ad hoc undermining of ICANN’s rules now playing out here
—the Board expressly rejected these requests.32 To address government concerns over
strings that raise “national, cultural, geographic, religious and/or linguistic sensitivities or
objections that could result in intractable disputes”, the AGB was revised to include section
2.2.1.4.2 of the AGB and the ability by individual governments to file both Community and
Limited Public Interest Objections.33

In order to ensure transparency and predictability, the ICANN Board specifically precluded
the GAC and/or governments from having broad post-application discretion to block
applications based on non-geographic use of specific terms. Advice must be based on more
than a “principle” of dislike.

The GAC would now have the Board sweep away years of multi-stakeholder input and policy
developments, retroactively implementing the proposed but never adopted GAC’s 2007
Principles in connection with geographic names, and reject applications in violation of
ICANN’s Governing Documents. If the Board accepts the GAC Advice on the AMAZON
Applications, no applicant can ever be sure that its application — and the significant
resources needed to support it — meets the requisite standards for filing. Applicants instead
become pawns in politics unrelated to the DNS or Internet, subject to negotiations with
governments over business models and branding that they would not otherwise be required
to undertake under national laws.

B. GAC Advice Has A Discriminatory Effect on Amazon

Pursuant to ICANN’s Governing Documents, ICANN must act in a non-discriminatory, neutral

31 “The Board'’s intent is, to the extent possible, to provide a bright line rule for applicants. ... It is felt
that the sovereign rights of governments continue to be adequately protected as the definition [of
geographic names] is based on a list developed and maintained by an international organization.”
Letter from ICANN (Dengate-Thrush) to GAC (Karklins), Sept. 22, 2009.

32 “The Board has sought to ensure [...] that there is a clear process for applicants, and appropriate
safeguards for the benefit of the broad community including governments. The current criteria for
defining geographic names as reflected in the Proposed Final Version of the Applicant Guidebook as
considered to best meet the Board’s objectives and are also considered to address to the extent
possible the GAC principles.” ICANN Board - GAC Consultation: Geographic Names, Feb. 21, 2011
(emphasis added).

33 [CANN Board - GAC Consultation: Objections, Feb. 21, 2011. See also ICANN Board - GAC
Consultation: Geographic Names, Feb. 21, 2011.
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and fair manner.** Indeed, one of the core values guiding ICANN’s decisions and actions is
“Im]aking decisions by applying documented policies neutrally and objectively, with

73> The GAC now asks this Board to ignore these requirements.

integrity and fairness.
In his July 16, 2013 public statement to request GAC Consensus Advice against the AMAZON
Applications, the Brazilian GAC representative stated that the AMAZON Applications are of
“deep concern” to the Brazilian Society and create a “risk to have the registration of a very
important cultural, traditional, regional and geographical name related to the Brazilian
culture.” The Brazilian GAC representative contended that there is concern over “the
registration of this very important name to the Brazilian Society.” He claimed that
representatives from Brazil and other countries met with Amazon in good faith — that
Amazon is willing to “make a good job” — but “for a matter of principle, [Brazil] cannot
accept this registration” and asked the GAC to “reinforce the Brazilian demand to the GAC
members to approve a rejection on the registration of dot amazon by a private company in

name of the public interest.”

Notably, neither the objecting countries nor the GAC objected to another gTLD application
with a nearly identical fact pattern. Ipiranga Produtos de Petroleo S.A. (“Ipiranga”), the
applicant for .IPIRANGA, Appl. No. 1-1047-90306, is a Brazilian private, joint stock company.
Ipiranga is “one of the largest oil distribution companies in Brazil and is the largest private

player in the Brazilian fuel distribution market.”*’

Ipiranga “holds various trademarks in
Brazil to protect its brand. . . . [as well as] various trademarks in South America” and various
domain names to protect its brand, such as ipiranga.com.br and ipiranga.net.br. “Ipiranga’s
operations also include a successful, promotion-based e-commerce website
ipirangashop.com.” Ipiranga states it has invested heavily in brand awareness and has
received extensive recognition, including “Second Most Remembered and Preferred
Trademark” in the field of oil distribution in Brazil, and “Most Well-Known and Preferred

Brand in the field of fuels.”

According to the .IPIRANGA Application, Ipiranga applied for a gTLD to, (1) “secure and
protect the Applicant’s key brand” (“IPIRANGA”) as a gTLD; (2) “reflect the IPIRANGA brand

34 [CANN shall not apply its standards, policies, procedures, or practices inequitably or single out any
particular party for disparate treatment unless justified by substantial and reasonable cause, such as
the promotion of effective competition. ICANN Bylaws, Article II, §3.

35 ICANN Bylaws, Article I, §2(8).

36 Quotes taken from the live scribe feed as provided by ICANN:
http://icann.adobeconnect.com/p2y1517vnt2/. Transcripts attached as Appendix C (emphasis
added).

37 New gTLD Application Submitted to ICANN by: Ipiranga Produtos de Petroleo S.A. Taken from the
public portion of the application as found at https://gtldresult.icann.org/application-
result/applicationstatus/applicationdetails/1509 (hereinafter “.IPIRANGA Application”), Response
to Question 18(a).
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at the top level of the DNS’ hierarchy”; (3) provide “stakeholders of the Applicant with a
recognizable and trusted identifier on the Internet”; (4) provide “stakeholders with a secure
and safe Internet environment, under the control of the Applicant;” and (5) “use social
communities to increase brand awareness and consumer trust.” Ipiranga stated that its
.IPIRANGA Application was not a geographic name.

Ipiranga is a district of Sdo Paulo.®® The Ipiranga Brook is a river in the S3o Paulo state in
southeastern Brazil where Dom Pedro | declared independence in 1822, ending 322 years of
colonial rule by Portugal over Brazil.*® Indeed, the Ipiranga is so important to Brazilian
culture and heritage that it is included in the first stanza of the national anthem.*

Nowhere in the .IPIRANGA Application does Ipiranga state that it obtained approval (or non-
objection) from the Brazilian government for its application.41 Nowhere in the application
does Ipiranga state that it will act in any interest but the protection of its rights as a private
company. The Brazilian GAC representatives did not issue an Early Warning against the
IPIRANGA Application nor did Ipiranga submit a Public Interest Commitment.*
Notwithstanding the obvious importance of the term “Ipiranga” to Brazil’s heritage, the GAC
did not object to the .IPIRANGA Application nor, to Amazon’s knowledge, did the GAC even
discuss the .IPIRANGA Application during the GAC sessions in Beijing43 or Durban.

Amazon does not believe the .IPIRANGA Application should be rejected; quite to the
contrary. Just like Ipiranga, the oil company, Amazon is a company that has a globally
established reputation separate and distinct from a geographic term.* Amazon does not
believe that the Brazilian government is purposefully acting in a discriminatory way towards
non-Brazilian companies, but the facts - intentional or not - highlight the discriminatory
effect of allowing governments to retroactively decide “winners” and “losers”.

38 See Ipiranga, Wikipedia <http://en.wikipedia.org/wiki/Ipiranga>. Attached as Appendix E.

39 See Ipiranga Brook, Wikipedia <http://en.wikipedia.org/wiki/Ipiranga_Brook>. Attached as
Appendix E.

40 English translation: “The placid shores of Ipiranga heard; the resounding cry of a heroic people;
and in shining rays, the sun of liberty; shone in our homeland’s skies at this very moment.” See
Brazilian National Anthem, Wikipedia <http://en.wikipedia.org/wiki/Brazilian_National_Anthem>.
Attached as Appendix E.

41 Even if the oil company has received permission, it would again show a potential bias toward local
companies over foreign companies in approving applications.

42 See New gTLD Current Application Status <https://gtldresult.icann.org/application-
result/applicationstatus/viewstatus>. Attached as Appendix F.

43 The majority of the GAC sessions held in Beijing were closed to the community.

44 And unlike in the .IPIRANGA Application, the AMAZON Applications are not matches of the
geographic term at issue with the Government of Brazil.
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Other gTLD applicants have applied for strings that also could be considered “geographic”
strings or may cause cultural sensitivities, but have not been the subject of GAC Advice.*
Indeed some of these applicants not only provided no documentation of governmental or
regional support or non-objection, and received no GAC advice, but have even successfully
sought trademark registrations in the region.*® Again, Amazon does not suggest that the
NGPC should reject these and all other applications that may fit one country’s definition of
“geographic” or “sensitive.” But the Board has a legal and institutional duty to ensure that
the rules set forth in the AGB are applied in a consistent, non-discriminatory way. It was for
these very reasons the ICANN Community insisted on a definition of geographic names and
a clearly defined process for considering any objections.

Instead of applying the clear definitions on geographic names set forth in the AGB, the GAC
is attempting to apply the 2007 GAC Principles retroactively and selectively — principles
never approved or adopted by ICANN and that have no effect as policy — and ask the NGPC,
in violation of the Bylaws, to uphold its decision. The intent behind GAC advice on
individual applications was not to allow the GAC to override the rules set forth regarding
geographic names in the AGB; to override years of multi-stakeholder created policy; and to
apply a discriminatory veto against certain applications in direct violation of the ICANN
Bylaws.*” ICANN should not permit GAC Advice to be used to achieve any individual
government’s political goals — be it de facto protections a government is unable to get
under ongoing intergovernmental treaty negotiations or under its own national laws or as
part of a wider discussion on Internet governance. The Board should reject the GAC Advice
against the AMAZON Applications.

V. GAC Advice Contravenes Policy Recommendations as Implemented in the AGB

Years of policy development led to the creation of the AGB. Despite retroactive
characterizations by various GAC representatives, the 2007 Principles proposed by the GAC
were never approved or adopted by the multi-stakeholder ICANN Community or Board.
Instead, they were recommendations that were taken into account by the Generic Names
Supporting Organization (“GNSO”) and Board and considered as part of the multi-
stakeholder process that developed the AGB, which was adopted by the Board. Attempts to
reinstate the 2007 Principles as ICANN policy contravene the Policy Development Process
(“PDP”) set forth in ICANN’s Bylaws and undermine the entire multi-stakeholder process. If

45 For example, applications were submitted for LATINO, LAT, CHESAPEAKE, JAVA, LINCOLN,
DODGE, EARTH, and others.

46 For example, a Chilean trademark registration, Registration Number 1.008.605, issued on May 6,
2013 to a gTLD applicant for the mark LATINO in connection with domain name registration services
in class 45.

47 See, generally, ICM Registry, LLC v. ICANN, ICDR Case No. 50 117 T 00224 08, Judge Stephen M.
Schwebel, Presiding. (Feb. 19, 2010).
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the ICANN Board accepts this advice, it will unravel years of policy development in violation
of the ICANN Bylaws and have far reaching effects on the whole program.

Under the ICANN Bylaws, “there shall be a policy-development body known as the [GNSO],
which shall be responsible for developing and recommending to the ICANN Board
substantive policies relating to generic top-level domains.”*® ICANN relies on the GNSO to
create gTLD policy, and its advisory committees, including the GAC, to provide advice on
policy recommendations before the Board.

The GNSO spent several years developing the policy recommendations for the introduction
of new gTLDs, including limitations to potential entrants. The PDP involved numerous
debates, changes, and variations, which included stakeholders from the entire ICANN
Community (including the “Principles” proposed by the GAC in 2007), and resulted in the
final new gTLD policy recommendations. These recommendations were accepted by a
supermajority of both the GNSO and the ICANN Board of Directors. The AGB represents the
implementation of these policy recommendations.*

Among many of the topics that were considered as part of the PDP was the question of
“geographic terms” and governments’ rights to object to strings representing geographic
terms. In 2007 the GAC issued a set of “public policy” principles that the GAC advised
should be implemented in the new gTLD process, including the avoidance of “country,
territory or place names, and country, territory or regional language or people descriptions”

s

and that new gTLDS should “respect” “sensitivities regarding terms with national, cultural,

geographic and religious significance.”50 These principles, however, are not policy and

neither the ICANN Board nor the ICANN Community wholesale adopted them.

Instead, the ICANN Board took the principles as advice — as per the role of the GAC — and
individually adopted or modified them over the course of several years. The Board and the
ICANN Community identified the GAC principles on geographic names, in particular, as
problematic. No list of geographic terms (beyond the AGB definition) could be agreed upon
—including by the GAC itself — to provide applicants with the relevant transparency and
predictability that all parties agreed Applicants needed, and which ICANN’s Governing
Documents require.

48 JCANN Bylaws, Article X, §1.

49 Amazon is not making separate comments on the policy versus implementation debate. It s clear,
however, that GNSO policy recommendations, accepted by the ICANN Board, must be the subject of a
PDP before they can be modified.

50 Annex B,”GAC Principles Regarding New gTLDs”, §2.1-2.2, GAC Communique - Lisbon, Mar. 28,
2007.
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As late as February 23, 2011, the GAC requested a mechanism to protect governmental
interests and define names considered geographic. The GAC requested clarification that
“ICANN will exclude an applied for string from entering the new gTLD process when the
government formally states that this string is considered to be a name for which this
country is commonly known as.””! The ICANN Board responded:

The process relies on pre-existing lists of geographic names for determining which
strings require the support or non-objection of a government. Governments and
other representatives of communities will continue to be able to utilize the
community objection process to address attempted misappropriation of community
labels. . .. ICANN will continue to rely on pre-existing lists of geographic names for
determining which strings require the support or non-objection of a government.5 2

Section 3.1 of the AGB states that “GAC Advice on new gTLDs is intended to address
applications that are identified by governments to be problematic e.g., that potentially
violate national law or raise sensitivities.” Section 3.1 of the AGB was not intended to give
government broad retroactive discretion to block any term in any language/script based

Ill

solely on a government’s general “principle” or dislike, nor for a non-geographic, fanciful
use for a term not included in the lists of banned terms found in the AGB.>® Otherwise the
GAC would have “an automatic veto” over the outcome of a PDP that was adopted by two
super majorities on a string-by-string basis (as “sensitivities” could include any potential
issue to a government). Indeed, communications between the GAC and the Board make it
clear the opposite is true. “While freedom of expression in gTLDs is not absolute, those
claiming to be offended on national, cultural, geographic or religious grounds do not have

an automatic veto over gTLDs.”>*

Amazon followed the rules set forth in the AGB and submitted its AMAZON Applications in
full compliance with and reliance on the policies developed and agreed upon by the ICANN
Community and reflected in the AGB. The GAC Advice now asks that the ICANN Board
ignore this multi-year, multi-stakeholder process. Providing the GAC with the veto power
that this GAC Advice represents, and adoption of such Advice, puts in to play violations of
ICANN’s own founding principles and Governing Documents not only for this round of
applications, but future rounds as well. Rejection of the GAC Advice on the Amazon
Applications by the NGPC is the correct course of action.

51 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), March 5, 2011.

52 Id. (emphasis added).

53 And it certainly was not intended to create new rights in a government in opposition with
international law. See discussion above starting at p. 4.

54 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), November 23, 2010.
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V. Summary

Amazon has no doubt that individual country representatives believe they are representing
the best interests of their regions. These same countries had the option to file for a new
gTLD or file a Community Objection to the AMAZON Applications. They did neither.
Instead, they now seek to use the GAC Advice process as a means to (1) override years of
Community policy development; (2) violate ICANN’s Governing Documents; and (3) violate
both international and national law.

Individual governments have an important role in the multi-stakeholder model. But they
plainly cannot exercise veto power over multi-stakeholder policy and ICANN’s Governing
Documents or use ICANN to override the very laws under which the same governments
operate.55 The NGPC should not allow any government to accomplish through the GAC
what they have not — and cannot — accomplish through their national legislatures.

ICANN has already independently “reaffirmed its commitment to be accountable to the
community for operating in a manner that is consistent with ICANN’s Bylaws, including
ICANN’s Core Values such as ‘Making decisions by applying documented policies neutrally

and objectively, with integrity and fairness.””®

Amazon respectfully requests that the
NGPC stand by that commitment, abide by relevant international and national law, and

reject the GAC Advice on the AMAZON Applications.

We thank the NGPC for its time and consideration of our comments. We request an
opportunity to meet with the New gTLD Program Committee and the ICANN General
Counsel to discuss this submission in more detail.

With best regards,

Stacey King
Sr. Corporate Counsel, Amazon

55 This is one of the reasons preserving a multi-stakeholder model, where no one entity - including
government - can use the process for political means and/or inject external issues into the process, is
so important.

56 Letter from ICANN (Dengate-Thrush) to GAC (Dryden), November 23, 2010.
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Chapter 5

Intellectual Property Rights in
Geographic Names

Domain names are not intellectual property rights.>**

5.1 GEOGRAPHIC NAMES AS ‘INTELLECTUAL
PROPERTY’

Governments at national and sub-national levels have used the phrase
‘legitimate interests’>** when asserting exclusive rights in geographic names,
but it has yet to be determined what rights international law actually
recognizes in respect of geographic names, let alone their exclusivity.
Intellectual property rights are an obvious potential basis of recoguition of
rights in geographic names due to the strong similarities between geographic
names and other intellectual property subject matter, as well as the fact that
names have long been protected through intellectual property law as
trademarks. The fundamental aim of this study is, however, to dispel reliance
on assumptions regarding geographic names. A thorough analysis is there-
fore undertaken to determine conclusively whether geographic names fall

548. Smith, Internet Law and Regulation 89, 3-042.

549. See for example, St Moritz v. StMoritz.com, WIPQ Case Neo. D2000-0617; Sydney
Airport v. Crilly, WIPQ Case No. D2005-0989; Her Majesty the Queen, in right of her
Government in New Zealand v. Virtual Countries, WIPO Case No. D2002-0754. The use
of this particular phrase is owed at least in part to the possession of ‘rights or legitimate
interests’ in the name in question being a ground of contention under the UDRP (clause
4(a)(ii}). The exclusivity of State interests in geographic names is explored in-depth in
Part ITi, Chapter 6.
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within the general subject matter of intellectual property law as recognized
in international law, or within the specific subject matter protected by
trademark law.

It is a mistake to assume from the outset that all intangibles that derive
value from their contribution to human culture, information or entertainment
fall within the scope of what is broadly termed ‘intellectual property’.
Intellectual property is not a refuge for all creative or potentially profit-
generating expression or innovation. While rights in certain types of names
have long been recognized as ‘intellectual property’, this does not mean that
all names are or should be characterized as such. Rather than be assumed, the
obviousness or common-sense nature of an intellectual property right in
geographic names should be questioned. In the context of similar assump-
tions about a right of publicity it has been said: “What appears to be
“common sense” may be nothing but the particular view of a matter that most
strongly supports and expresses the interests of powerful social groups, or
that fits most snugly with other deeply rooted and unexamined beliefs.”**® So
may it be for geographic names as intellectual property.

The first part of this chapter examines the scope and definitions of
intellectual property. It is shown that geographic names are not expressly
provided for as intellectual property subject matter save in a strictly limited
context. Their inclusion as a general category of names falling within the
general notion of intellectnal property subject matter hinges upon States’
taking the initiative to do so. The second part of this chapter explores
geographic names’ imperfect fit within trademark law. Even if ‘[m]arks
indicating the geographic origin of goods were the earliest type of
trademark’,”*! trademark law (as distinguished from rights in geographical
indications, which are separately recognized in international law and
therefore addressed as a separate chapter of this book) has to date largely
prevented geographic names from receiving protection.”® It is curious,
therefore, that contemporary concerns about the use of geographic names in
the DNS should be primarily characterized in terms of trademark law.
Conclusions as to the recognition within international law of intellectual
property rights generally and trademark rights particularly in geographic
names are summarized at the end of this chapter.

550. Michael Madow, Private Ownership of Public Image: Popular Culture and Publicity
Righrs, 81 Cal. L. Rev, 127, 136 (1993).

551. Bernard O'Connor, The law of geographical indications 21 (Carmeron May 2004), citing
F. L. Schechter, The Historical Foundation of the Law Relating to Trade-Marks (1925).
See also S.A. Diamond, The Historical Development of Trademarks, 73 Trademark Rep.
22 (1983); M.G. Coerper, The Protection of Geographical Indications in the United
States of America, with Particular Reference to Certification Marks, Industrial Property
July/August 1990, 232, '

552. See Albrecht Conrad, The Protection of Geographical Indications in the TRIPS
Agreement, 86 Trademark Rep. 11, 40 (1996).
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5.1.1 (CHARACTERISTICS OF INTELLECTUAL PROPERTY AND
GEOGRAPHIC NAMES

It is true that geographic names possess certain common characteristics
attributed to intellectual property subject matter generally. Names, like other
intellectual property subject matter, are intangible in the sense that they are
merely human expression and not something that has physical embodiment,
such as a house, a car, or a chair. Names are ideas that have as their raw
material the human mind rather than such physical, tangible raw materials as
wood, steel or clay. This is the case for all names, geographic or otherwise.
Like inteliectual property generally, all names are non-perishable; they will
not rot or spoil if left unused and they can be used over and over again
without physical depletion, damage or depreciation.

Names are also non-rivalrous resources: the use of a name by one
person, like the use of language®® or ideas but unlike the use of a car, plot
of land or machine, does not prevent others from using it simultaneously.®**
While the physical materials in or onto which names are expressed are
constrained by exclusivity of use (in other words, the can onto which the
brand name of a soft drink is printed or a book on whose pages ideas are
expressed can be exploited by only one individual at a time), the ideas
themselves are not.

That said, perhaps the DNS, with its technical requirement of absolute
name uniqueness, forces re-thinking this long-held belief about the nature of
names as non-rivalrous resources. When they are components of a domain
name, names are in fact constrained by a certain degree of exclusivity
because there can only be one registrant of the name www.myname.corm.
There is no technological impediment to another party’s registering the name
‘myname’ in another top-level domain (e.g., www.myname.org), but absolute
name uniqueness demands simply that there cannot be more than one
www.myname.com. In this example, the name ‘myname’ is not subject to
exclusivity, but the complete domain name www.myname.com can be
registered by only one registrant. In the context of the DNS, names do not
entirely lose their characteristic of non-exclusivity, but they do sacrifice some
of it.

Another divergence of names from the broad conceptual characteristics
of intellectual property is that in order to receive protection, they need not be
the product of creative genius or original thought. This is an interesting
characteristic that the law has traditionally been willing to overlook in the

553. See Lawrence Lessig, The fiture af ideas: the fate of the commons in a connected world
21 n. 6 (Random House 2001).

554. On the rivalrous nature of intellectual property, see Christine Greenhalgh & Padraig
Dixon, The Economics af Intellectual Property: A review to identify themes for future
research, University of Oxford Department of Economics Discussicn Paper Series No.
135, December 2002, 4-5 (available at http://www.economics.ox.ac.uk/Research/wp/pdf/
paperl35.pdf).
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case of trademarks but require in respect of other intellectual property subject
matter.”>> Geographic names have nevertheless not historically been consid-
ered registrable as trademarks, as will be explained in detail in the next
section of this chapter.

512 INTELLECTUAL PROPERTY SUBJECT MATTER

With the exception of geographical indications, which are a specifically
defined category of origin-connoting geographic names (these are discussed
in detail in Chapter 7), geographic names are not expressly stated to fall
within the scope of the TRIPS Agreement’s definition of ‘intellectual
property’ in Article 1(2) as: ‘all categories of intellectual property that are the
subject of sections 1 through 7 of Part II.” This definition has been
characterized as ‘pragmatic’, but it ‘excludes from general TRIPS obliga-
tions forms of intellectual property (or of protection that some would
consider as being a part of intellectual property) not covered by TRIPS.
Certain sui generis or new forms of protection may be concerned.”*®
Geographic names generally, not simply the narrow sub-set in geographical
indications, may be one such exclusion. It is also relevant to note as a
tangential matter that in terms of the ownership of rights recognized under
the TRIPS Agreement, governments’ claims as rights holders under that
agreement are not contemplated in the wording of Article 1(3) or 42.57
The interpretation of the definition of ‘intellectual property’ in Article
1(2) was directly at issue in the WTO dispute United States — Section 211
Omnibus Appropriations Act of 1998.3°® The Panel in that case concluded
that trade names did not fall within the list of categories articulated in Article
1(2), but the Appellate Body disagreed, interpreting ‘intellectual property’ to

555. See Rosemary ]. Coombe, The cultural life of intellectual properties: authorship,
appropriation, and the law 61 (Duke University Press 1998). Coombe explains:
*Although trademarks are not conventionally understood to have “authors” because they
require no necessary genius, originality, or creativity, the legal recognition that trademark
“owners” have a propretary interest in marketing signs increasingly relies upon a
reenactment of the author-function as described by Foucault. This is evident in judicial
acceptance of the belief that through investment, labor, and strategic dissemination, the
holder of a trademark creates a set of unique meanings in the minds of consumers and
that this value is produced solely by the owner’s efforts’ {internal citations omitted).

556. Daniel Gervais, The TRIPS Agreement: Drafting history and analysis 166 (3d ed.
revised, Sweet & Maxwell 2008). _

557. Art. 1(3) of the TRIPS Agreement identifies beneficiary rights holders as ‘the nationals
of other Members.” Note 1 to Art. 1 indicates that ‘nationals’ means ‘persons, natural or
legal, who are domiciled or who have a real and effective industrial or commercial
establishment in that customs territory.” Note 11 to Art. 42 of the TRIPS Agreement
clarifies that ‘federations and associations having legal standing to assert’ rights are
considered rights holders for the purposes of enforcement.

558. United States — Section 211 Omnibus Appropriations Act of 1998, 41 1.L.M. 654 (W.T.0.
D.S.B. App. Body 2 Jan. 2002).
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include not only the categories indicated in each title of each Section of Part
11 of the TRIPS Agreement but also categories of intellectual property subject
to each Section of Part II. Applying this reasoning, trade names can be
distinguished because geographic names (other than geographical indica-
tions) are not even inentioned in the TRIPS Agreement. Furthermore, as the
Appellate Body pointed out, trade names are expressly recognized in Article
8 of the Paris Convention for the Protection of Industrial Property, which is
incorporated into the TRIPS Agreement by reference.

Geographic names, by contrast, are not expressly provided for in the
Paris Convention, the definition of ‘industrial property’®® in which is
considered:

a traditional but not entirely exact denomination for certain exclusive
rights, resembling property rights, regarding creative ideas or distin-
guishing signs or designations in the industrial or commercial field,
supplemented by certain rules against unfair behavior in the same field.
The term is inexact because ‘industrial property’ presents no more than
an analogy with normal property; further, because it covers more than
industrial subjects only; and, finally, because the rules against unfair

behavior are not necessarily related to property at all.**®

This interpretation allows for the recognition of rights in non-commercial
names by the Paris Convention, but beyond their possible recognition as
trademarks, geographic names fall within that agreement’s covered subject
matter only insofar as they constitute indications of source or appellations of
origin, or give rise to an unfair competition claim. Their ability to do this is
explored in detail in Chapter 8 of this book, but at this stage it can be
concluded that geographic names are not provided for as such within the
protected subject matter of the Paris Convention.

559. Paris Convention Arf, 1

(2) The protection of industrial property has as its object patents, utility models,
industrial designs, trademarks, service marks, trade names, indications of source or
appellations of origin, and the repression of unfair competition,

(3) Industrial property shall be understood in the broadest sense and shall apply not only
to industry and commerce proper, but likewise to agricultural and extractive industries
and to all manufactured or natural products, for example, wines, grain, tobacco leaf, frnit,
cattle, minerals, mineral waters, beer, flowers and flour.

560. Bodenhausen, 20, See also WIPO Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, Report Adopted by the Standing
Committee, WIPO Doc. SCT/21/8 (26 Nov. 2009) para. 317 (comments of South Africa)
(available at hitp://fwww.wipo.int/edocs/mdocs/sct/en/sct_21/sct_21_8.pdf).
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Nor do geographic names as such fall expressly within the scope of the
broader definition of ‘intellectual property’ set out at Article 2 of the
Convention Establishing the World Intellectual Property Organization:*®"

(viii) ‘intellectual property’ shall include the rights relating to:

- literary, artistic and scientific works,

— performances of performing artists, phonograms, and broadcasts,

— inventions in all fields of human endeavor,

- scientific discoveries,

— industrial designs,

— trademarks, service marks, and commercial names and designa-
tions,

— protection against unfair competition,

and all other rights resulting from intellectual activity in the
industrial, scientific, literary or artistic fields.

Their primarily non-commercial use separates geographic names from
classification as ‘industrial’ alongside trade and service marks, while the fact
that their creation requires no particularly creative or inventive thought
isolates them from the other catch-all ‘intellectual’ fields.

There is therefore scant express support for a claim to rights in the
nature of intellectual property in geographic names at the international level.
This does not stop WTO Member States from treating geographic names as
protectable intellectual property, yet for this to be considered a general
principle of international law it must be relatively consistent and widespread.
The most obvious means by which States might do so is through registra-
bility as a trademark.

5.2 GEOGRAPHIC NAMES AS TRADEMARKS

The recognition of rights in names under international law has historically
focused primarily on the intellectual property subject matter of trademarks
and trade names; these have been expressly protected since 1883 by the Paris
Convention on the Protection of Industrial Property (the ‘Paris Convention’).
In addition to the minimum standards framework laid down in the Paris
Convention, trademarks’ protection at the international level was helpfully
clarified®®® and harmonized by the TRIPS Agreement, while administrative
measures pertaining to the international recognition of rights in trademarks
are provided for by the Nice Agreement Conceming the International
Classification of Goods and Services for the Purposes of the Registration of

561, Convention Establishing the World Intellectual Property Organization (14 Jul. 1967,
entered into force 26 Apr. 1970), 828 UN.T.S. 3.

562. See Thomas Cottier, The Prospects for Intellectual Property in GATT, 28§ Common Mkt.
L. Rev. 383, 403-404 (1991).
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Marks,’®® the Madrid Agreement concerning the International Registration of
Marks,*®* the Protocol relating to the Madrid Agreement concerning the
Tnternational Registration of Marks,’® and the Trademark Law Treaty.”*®

Geographic names have long struggled to satisfy trademark registration
criteria, which today are harmonized by Article 15(1) of the TRIPS
Agreement:

Any sign, or any combination of signs, capable of distinguishing the
goods or services of one undertaking from those of other undertakings,
shall be capable of constituting a trademark. Such signs, in particular
words including personal names, letters, numerals, figurative elements
and combinations of colours as well as any combination of such signs,
shall be eligible for registration as trademarks. Where signs are not
inherently capable of distinguishing the relevant goods or services,
Members may make registrability depend on distinctiveness acquired
through use. Members may require, as a condition of registration, that
signs be visually perceptible.

From this provision can be distilled the three fundamental requirements of
trademark registrability: first, the subject matter of protection must be a sign;
second, that sign must be distinctive; third, it must be used on or in
connection with commercial goods or services. It is clear from the second
sentence of Article 15(1) that word names fall within the meaning of the term
‘sign’; this criterion has never proved an obstacle to geographic names being
protected as trademarks, The remaining two criteria of trademark registra-
bility have, however, historically been and continue to be obstacles. The
reasons for this are explored in the sub-sections that follow.

5.2.1 THE REQUIREMENT OF DISTINCTIVENESS

The heart of a trademark’s registrability lies in its capacity to distinguish the
goods or services of one trader from those of another, termed ‘distinctive-
ness’.’’ Article 15(1) of the TRIPS Agreement provides that protectable
signs may either be ‘inherently capable of distinguishing the relevant goods
or services’ or acquire distinctiveness through use. Inherent distinctiveness
refers to whether a mark on its face indicates that the goods or services to

563, Nice Agreement Concerning the International Classification of Goods and Services for
the Purposes of the Registration of Marks of 15 Jun. 1957, as revised at Stockholm on
14 Jul. 1967 (entered into force 12 Nov. 1969), 828 UN.T.S. 191.

564. Madrid Agreement Concerning the International Registration of Marks (14 Apr. 1891,
entered into force 23 Oct. 1983) 828 UN.T.S. 389.

565. Protocol Relating to the Madrid Agreement Concerning the International Registration of
Marks (28 Jun. 1989, entered into force 1 Dec. 1995), 82 Trademark Rep. 58.

566. Trademark Law Treaty (27 Oct, 1994, entered into force 1 Aug. 1996) 2037 U.N.T.S. 35.

567. See generally, Charles Martin, The Meaning of Distinctiveness in Trade-mark Law, 45(5)
Il L. Rev. 535 (1950-1951).
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which it is applied refer to those of the applicant and no one else. Acquired
distinctiveness offers signs with multiple meanings an opportunity to
crystallize in the mind of the consuming public the identity of the applicant
in connection with the goods or services to which the sign is applied. Yet it
has not always been the case that applicants have had this opportunity to
demonstrate acquired distinctiveness, and this proved fatal for many appli-
cations for geographic trademarks.

Geographic names lack inherent distinctiveness because — irrespective
of any other connotations a commercial enterprise might wish for them -
they bring to mind a particular geographic location. Names of actual or even
likely places of production, manufacture or origin of goods are unavoidably
inherently descriptive of the goods they represent rather than indicative of
the trader responsible for putting them on the market. This historically
rendered geographic marks unregistrable.*®® Distinctiveness can only come
about, if at all, because the consuming public learns over time to associate
the geographic name in question with something other than a geographic
location: specifically, a link must be made in the consumer’s mind between
a geographic name and a particular trader and its particular offering of goods
and/or services.

Following revistons to the Paris Convention in 1967 at Stockholm,
Article 6 quinguies (B)(2) provided for the invalidation or refusal of
registrations of marks ‘when they are devoid of any distinctive character’.
This was gualified by sub-section (C)(1), which provided: ‘In determining
whether a mark is eligible for protection, all the factnal circumstances must
be taken into consideration, particularly the length of time the mark has been
in use.” This required the consideration of circumstances in which ‘a
trademark which originally was not distinctive has, in the long run, through
use, acquired a “secondary meaning” which makes it distinctive.’>®

Today, the opportunity provided by Article 15(1) of the TRIPS
Agreement to demonstrate acquired distinctiveness makes it possible (al-
though by no means simple) for geographic names to be registered as
trademarks. A geographic name always calls to mind a geographic location
and therefore leads the consumer to question whether a connotation of origin
or some other connection to the geographic location is the primary message
being conveyed. Still, it is open to the trader through extensive commercial
use of the name in connection with particular goods or services to try to
override that inherent connotation of geography and put in its place a
branding-type message that brings to mind the trader and its offering. There
is no guarantee that these efforts will be successful, and this helps to explain
why trademarks constituted only of geographic names are not particularly

568, See Heather A, Forrest, The new frontier: Country brands and their legal status under
Australian trade mark law, 20(3) Austl. Intell, Prop. J. 127, 138-140 (2009).
569. Bodenhausen, 118.
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common.*™ If the recent changes to Swiss trademark law”’! to create a new
geographic type of trademark are indicative of a future general domestic law
trend, then in time this will change. The practical benefits arising out of such
changes to the owners of geographic marks, which include their being
actionable under the UDRP and other priority rights accorded trademark
holders in DNS p9iicy, should not be underestimated.

522 THE REQUIREMENT OF USE IN CONNECTION WITH GOODS
OR SERVICES

Another obstacle to geographic names’ registrability as trademarks is the
requirement that a sign be used on or in connection with particular goods or
services. The protection of names at the level of international law has always
been based upon use in a commercial context. This can be deduced from the
negotiating history of the Paris Convention for the Protection of Industrial
Property, which records the Chair of the convention as opening the drafting
conference with reference to the scope of their work: ‘Messieurs, vos etudes
et vos recherché auront un vaste champ: brevets d’invention, dessins et
modgles industriels, marques de fabrique, noms et raisons de commerce, tells
seront les sujets principaux de vos entretiens.’>”? Indeed, the name of the
resulting convention is suggestive of, even if not definitive on,*”* the sorts of
subject matter that the convention’s drafters set out to protect.

The requirement that signs be used on or in connection with particular
goods or services is a logical extension of the requirement of distinctiveness,
which demands recognition by the consumer of a triangular relationship
between a mark, a particular trader and its particular goods or services.
Registered marks receive protection only in respect of the goods or services
specified in their registration, and it is principally only in connection with
those goods or services that the mark’s use is protected.””* While geographic
and cultural names can be used to identify commercial goods or services,
more often they are used to identify a place or cultural concept. The

570. For specific data on the presence of geographic marks on the Australian trademarks
register, for example, see Forrest, The new fiontier.

571. Loi fédérale sur la protection des marques et des indications de provenance, nouveau Art.
27a. See detailed discussion below at Part I, Chapter 5, seclion 5.4.

572. Ministére des Affaires Etrangtres de la France, Conférence Internationale pour la
Protection de la Propriété Industrielle 13 (Imprimerie Nationale 1830).

573. See n. 560 above and accompanying discussion.

574. Defensive regisirations and the protection of well-known marks are notable exceptions
to this general rule that marks are only protected against competing use in relation to the
same or similar goods and services. Arguments for treating well-known marks specially
in the DNS are explored in Part II Chapter 3, section 3.2.1.3 above. The protection
offered to well-known marks under international law against dilution is discussed in
detail in Part III Chapter 8, section 8.2.1 below.
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commercial uses of geographic names must logically outweigh their non-
commercial uses, and this is rare; most commonly, they serve an informa-
tional purpose on maps and globes, on road signs and in official documents.
The infrequency with which they come to signify in the consumer’s mind a
link between a particular trader and its particular goods or services prevents
such names not only from meeting the requirement of distinctiveness but also
the requirement of use in connection with goods or services.

In the specific context of the DNS it was asked early on whether the
simple act of registering a domain name constitutes commercial use. When
domain name disputes began to arise, it became clear to the trademark
community that the emerging activity of ‘cybersquatting’, the act of
registering a domain name comprised or constituted of a registered mark by
someone other than the mark’s owner,*”® had to be fit into the existing rubric
of trademark infringement, which requires proof of use of the allegedly
infringing mark as a trademark. This then necessitates proving commercial
use. In many cases, domain names comprising registered trademarks were
being registered without mark owners’ authorization, but the websites
operated under those domain names (if any website was operated at all) were
not being used to engage in commercial activity. The names were not, in
other words, being used on or in connection with goods or services.

What allowed courts to find trademark infringement was where the
domain name registrant offered to sell the domain name, in most cases to the
trademark owner. In one of the earliest ‘cybersquatting’ decisions in United
States courts, it was said of the defendant, Dennis Toeppen: ‘At no time did
Toeppen use intermatic.com in connection with the sale of any available
goods or services. At no time has Toeppen advertised the intermatic.com
domain name in association with any goods or services.’>’® It was neverthe-
less found that ‘Toeppen’s intention to arbitrage the “intermatic.com”
domain name constitutes a commercial use.”*”” The same result could also be
achieved by simply treating everything having to do with the internet as
commercial in nature. This was suggested in a 1996 manual of trademark law
and practice which was quoted by the court in its decision against Toeppen:
‘Because Internet communications transmit instantaneously on a worldwide

575. In one of the early United States court decisions on ‘cybersquatting’ facts, Avery
Dennison Corp. v. Sumpton, 999 F. Supp. 1337, 1338 (C.D. Cal. 1998) the court
described the practice in question as follows: ‘Like all “cybersquatters,” defendants
merely “squat” on their registered domain names until somecne else comes along who
wishes to use them. Like all “cybersquatters,” defendants usurp all of the accepted
meanings of their domain names, so as to prevent others from using the same domain
names in any of their accepted meanings. And like all “cybersquatters,” defendants seek
to make a financial return by exacting a price before consenting to allow others to use
the domain names on which they have chosen to “squat.” See discussion in Heather A.
Forrest, Drawing a Line in the Constitutional Sand Between Congress and the Foreign
Citizen ‘Cybersquatter’, 9(2) Wm. & Mary Bill Rts J. 461, 470-472 (2001),

576. Intermatic Inc. v. Toeppen, 947 F. Supp. 1227, 1233 (N.D. I1L. 1996).

577. Intermatic Inc. v. Toeppen, 947 F. Supp., at 1239.
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basis there is little question that the “in commerce” requirement would be
met in a typical Internet message, be it trademark infringement or false
advertising.””"®

In the years since, the United States has devised specific legislative
solutions such as the Anticybersquatting Consumer Protection Act to address
the problem of cybersquatting and other activities characterized as DNS
name-hijacking so that it is no longer necessary to fit such round peg
problems into the square hole of trademark infringement. In that country and
others, understanding of the internet has developed, as evidenced by the fact
that not all registrations of trademarks as second-level domain names by
somecne other than the trademark owner are falling afoul of the UDRP, to
which the majority of second-level domain registrants are bound.”” It must
be clarified, however, that commercial use is not a factor directly required
under the UDRP as it is in trademark infringement. Offending domain name
registrations under the UDRP are those that are, inter alia, used in bad faith
pursuant to Clause 4(a)(iit). Three of the four non-exclusive examples of
evidence of bad faith provided by Clause 4(b) are, however, based on
commercial activity:

(1) circumstances indicating that you have registered or you have
acquired the domain name primarily for the purpose of selling,
renting, or otherwise transferring the domain name registration to
the complainant who is the owner of the trademark or service mark
or to a competitor of that complainant, for valuable consideration in
excess of your documented out-of-pocket costs directly related to
the domain name; or

(ii) you have registered the domain name in order to prevent the owner
of the trademark or service mark from reflecting the mark in a
corresponding domain name, provided that you have engaged in a
pattern of such conduct; or

(iii} you have registered the domain name primarily for the purpose of
disrupting the business of a competitor; or

(iv) by using the domain name, you have intentionally attempted to
attract, for commercial gain, Internet users to your web site or other
on-line location, by creating a likelihood of confusion with the
complainant’s mark as to the source, sponsorship, affiliation, or
endorsement of your web site or location or of a product or service
on your web site or location.

578. Ibid., quoting Jerome Gilson, Trademark Protection and Practice vol. 1, § 5.11[2], 5-234
(1996).

579. See for example, St Moritz v. StMoritz.com, WIPO Case No. D2000-0617; New Zealand
v, Virinal Countries, WIPQ Case No. D2002-0754.
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The notion that all internet activity and therefore all uses of domain names
are inherently commercial seems to have predominated.”® Instances in
which registration of domain names used on non-commercial, information-
providing websites is deemed to constitute bad faith are not uncommon.®!
This is perhaps part of a broader trend in the field of intellectual property law
attributable to the TRIPS Agreement and its origins in the WTO towards
viewing all intellectual property subject matter as inherently commercial. In
a seminal analysis of the TRIPS Agreement, only moral rights are offered as
a clear example of ‘the aspects of intellectual property that are not, in one
form or another “trade-related™ and thus potentially not falling within the
scope of the TRIPS Agreement.”®?

The international intellectual property treaty framework has historically
drawn a line with respect to the recognition of rights in names between
commercial and non-commercial use, those falling within the latter category
being left available for public use and not subject to private property
claims.*®® In taking the view that names in the DNS are inherently used
commercially, the door is opened to proprietary claims even where names are
not used on or in connection with goods or services, where they are used only
in connection with the provision of information, commentary or opinion, as
geographic names often are. Perhaps this is one reason to treat domain names
as being a new type of property distinct from intellectual property, focusing
only on the commercial interest of the subject matter in question.”®*

The far-reaching effects of the commercial characterization of otherwise
non-commercial names are highlighted by the primarily commercial bases of
rights relevant to geographic names. These are explored in particular in
Chapter 8 below, but at this stage it suffices to highlight the fact that it is
easier for otherwise non-commercial names such as geographic names to
receive protection as trademarks where the context in which they are used is
considered inherently commercial. On the other hand, if the use of geo-
graphic names is not considered inherently commercial, the protection
available to them under existing intellectual property and related frameworks
is automatically rendered quite limited.

580. Commonly adopted definitions of the term ‘domain name’ underscore this. See for
example, Io Montes, Doctoral Dissertation in Law, Zirich, Legal framework for domain
names 112 (2005) (defining the term ‘domain name’ as ‘the virtnal presence of a business
in the on-line world that gives access to the cyber-market-place’).

581. In the context of celebrity names, for example, see Chik, 46 (observing that ‘[e]ven when
[use in commerce] was “weak”, UDRP panels have largely been willing and able to find
a protectable right’),

582, Gervais, 12 n. 40.

583. This concept, called the ‘public domain’, is discussed in detail in Part ITI, Chapter 9,
section 59.2.5.2.2 below.

584. See Chik, 44.
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53 COLLECTIVE AND CERTIFICATION MARKS

The traditional obstacles to registering geographic trademarks discussed
above apply to what are termed ‘standard’ trademarks. The Paris Convention
recognizes in Article 7bis another form of mark, called a ‘collective mark’.
The sole condition articulated in Article 7bis is that collective marks must
belong to an association, but sub-paragraph (1) makes clear that associations
need not ‘possess an industrial or commercial establishment.” This has been
interpreted to exclude States and other public bodies, whose marks are
nevertheless likely to ‘be protected by virtue of the rule of “national
treatment” embodied in Article 2 of the Convention, and ... if these marks
are at the same time official State signs or hallmarks indicating control and
warranty — also by Article 6ter.”%

The criteria of collective marks’ registrability are not harmonized by
either the Paris Convention or the TRIPS Agreement to the same degree that
standard trademark registration criteria are, but rather have been left to be
determined by domestic legislation. Still, collective marks are a form of
trademark, and as such they are required to be distinctive. This means that
they must be capable of distinguishing goods or services — in this case, those
of the members of an association from those of other associations. Concep-
tually similar to collective marks are certification marks, which connect a
mark not with a particular association but with goods meeting particular,
specified standards (which may, but need not, relate to geography).>s¢

Registration of a collective or certification mark offers geographic
names that communicate geographic characteristics (particularly geographic
origin) distinct advantages.”® Foremost, registration serves as proof of
ownership just as it does for standard marks, despite the fact that ownership
is an incongruous concept in this context: the association owns the mark and
members of the association are authorized to use it. As such, some domestic
laws prohibit or limit the transfer of collective marks.”®® It has also been
suggested that registration may prevent a geographical indication from
becoming generic.”®® Because they are forms of trademark, in the DNS

585, Bodenhausen, 130 (internal citations omitted).

586. See for example, Lanham Act, 15 U.S.C. §1054 (US); Trade Marks Act 1995 (Austl.) s.
169; Trade Marks Act No. 194 of 1993 (S. Africa) s. 42. On the protection of
geographical indications as certification marks under US law, see Lynne Beresford,
Geographical Indications: The Current Landscape, 17 Fordham Intell. Prop. Media &
Ent. L.J. 979, 983-984 (2006-2007).

587. See Conrad, 21 (advocating the use of certification marks on an international level).

588. See for example, Trade Marks Act 1995 (Austl.) s. 166. On restrictions under US law, see
David Snyder, Enhanced Protections for Geographical Indications Under TRIPS:
Potential Conflicts under the U.S. Constitutional and Statutory Regimes, 18 Fordham
Intell. Prop. Media & Ent. L.J. 1297, 1308 (2008).

589. See O'Connor, The law of geographical indicarions, 73 (citing by way of example the
United States Lanham Act §1127, pursuant to which registered marks cannot be deemed
generic provided the name remains geographically descriptive).
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context, collective or certification mark registration gives rise to standing to
bring a claim under ICANN"s Uniform Domain Name Dispute Resolution
Policy (UDRP) and the new Uniform Rapid Suspension (URS) procedure,
and it would also give standing to object to a new gTLD application on the
basis of existing legal rights. Registration as a collective or certification mark
thus has the practical effect of transforming some geographic names from a
situation of no recognition in the DNS to a situation of priority recognition.

5.4 GEOGRAPHIC TRADEMARKS: THE SWISS
MODEL

The Swiss legislative project approved in late 2011°°° proposing amend-
ments to the federal trademark law, RS 232.11 Loi fédérale sur la protection
des marques et des indications de provenance, provides a model approach to
protecting geographic names. In the new Chapter 2a, headed Margue
géographique, nationally registered indications of source and geographical
indications, protected cantonal wine designations and geographical indica-
tions regulated in a Federal Council ordinance are deemed registrable.** The
geographic mark is intended to apply beyond the scope of food and
beverages to manufactured goods and services. Rather than confer exclusive
rights, the mark would function similar to a collective mark.

It is likely significantly easier (although by no means a non-issue) to
achieve the consensus needed to amend domestic law than international law
to expressly protect geographic names as trademarks. The domestic law
solution removes the need for international consensus, but of course the
rights created are limited to the territory in which they are recognized. This
is nevertheless likely in the context of the DNS to be satisfactory as an
immediate solution to the problem of unauthorized use of geographic names
as domain names, since local concerns can be addressed in local law without
loss of sovereignty.

This approach, if adopted by other Member States, will result in a
less-harmonized global trademark law landscape, The TRIPS Agreement
permits this given its nature as a minimum standards agreement that allows
members to provide for higher levels of protection. The minimum standard
of Article 15(1) requires that signs ‘capable of distinguishing the goods or
services of one undertaking from those of other undertakings, shall be
capable of constituting a trademark.” Enabling other signs that may not be

590. L’ Assemblée Fédérale, ‘Lof snr la protection des marques et loi sur la protection des
armoiries: Vers une réglementation différenciée’, 11 Nov. 2011, hetp://www.parlament.
ch/f/mm/201 1/pages/mm-rk-n-2011-11-11.aspx (accessed 15 Oct. 2012).

591. RS 232.11 Loi fédérale sur la protection des marques et des indications de provenance,
Art. 274 (nouveau), Feuille fédérale No 50, 15 Dec. 2009, at hitp://www.admin.ch/ch/
f/ftr2609/index0_50.html.
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able to meet this minimum standard to be capable of constituting a trademark
provides a higher level of protection for such other signs. Further, recogni-
tion in domestic law of a specific category of geographic trademark
effectively enables the recognition of geographic names beyond a country’s
borders through ICANN contract-based policies such as the UDRP and the
new URS. Both procedures are actionable only in respect of trademarks and
neither makes a distinction between types or forms of trademark.

5.5 CONCLUSIONS ON INTELLECTUAL PROPERTY
RIGHTS IN GEOGRAPHIC NAMES

As the analysis of existing rights protection mechanisms undertaken in
Chapter 3 reveals, there is a significant advantage to be gained in the online
environment by having offline rights recognized, in particular as trademarks,
given that existing rights protection mechanisms are almost exclusively based
on trademark rights. Consistent with this, in ICANN’s New gTLD Program,
applicants of new gTLDs consisting of geographic names that are already
protected in domestic trademark law are far better placed to have these rights
transposed to the top-level of the DNS and resist their use by others. Achiev-
ing such protection has, however, traditionally been a difficult exercise.

While it is conceptually not implausible to associate geographic names
with intellectual property generally and trademarks specifically, it should
nevertheless not be assumed that geographic names fall within either of these
characterizations. Geographic names share many of the traditional charac-
teristics of intellectual property subject matter, but they are not expressly
mentioned within authoritative definitions of ‘intellectual property’ save for
the special category of geographical indications. This does not stop States
from protecting geographic names within domestic intellectual property law,
but neither does it require them to do so.

Geographic names are also not expressly included within the scope of
registrable trademarks as harmonized by the TRIPS Agreement. Standard
trademark registration criteria, in particular the requirements of distinctive-
ness and use in connection with goods and services, clash with the primary
function of geographic names as identifying a geographic location rather
than a trader and its goods or services. Distinctiveness is less problematic in
relation to collective and certification marks, which require instead a link in
consumers’ minds between a mark, particular goods and services, and a
particular association or set of characteristics rather than a particular trader.
In this way, rights can be recognized in geographic names but only in the
limited context of origin connotations, which may otherwise receive (as is
discussed in Chapter 7) sui generis protection as geographical indications.
Before narrowing the focus to examine the sub-set of geographic names that
is geographical indications, the next chapter considers whether international
law recognizes rights more broadly, in geographic names as such.,

157



Chapter 6
Rights in Geographic Names as Such

This is my country

Land of my choice

This is my country

Hear my proud voice. — “This is My Country’, American folksong, lyrics
by Don Raye

6.1 THE CHANGING USE AND REGULATION OF
GEOGRAPHIC NAMES

Regulation of the use of geographic names is difficult to characterize as a
purely domestic matter in the face of increasing use of geographic names as
internet domain names. Prior to the introduction of the DNS, outside of the
diplomatic context geographic names had a relatively limited, territory-
bound scope of use that could effectively be controlled through dotnestic
law: they appeared principally in maps, road signs and official documents, in
published works such as encyclopaedias, newspaper articles, scholarly
works, academic texts, and less often in advertising, trademarks and trade
names. When they began to be used online, geographic names came
unmoored from the territory, and thus the legal jurisdiction, that they identify.
Now they are potentially registrable as domain names by anyone, anywhere.
As active domain names they are potentially accessible by everyone,
everywhere. Domestic legislation is ill-equipped to manage this situation.
International trademark law has also proven ill-equipped to regulate the
use of geographic names, whether online or offline. As discussed in the
previous chapter, geographic names have not traditionally been afforded
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trademark status due to their ordinarily non-commercial nature and, even
where they are used in a commercial context, their lack of an inherent
capability to link in consumers’ minds the particular goods or services of one
trader from those of another. It is further acknowledged by even the most
ardent supporters of rights at the international level that domestic trademark
legislation evidences anything but a consistent approach to recognizing
trademark rights in geographic names. A recent survey shows a significant
number of WIPO Member States have in place laws preventing the
registration of country names as trademarks.”® This speaks against the
existence of a general principle of mternational law recognizing protection of
geographic names as trademarks. Looking at these results another way, the
fact that many States do allow registration of country name trademarks also
weighs against the existence of a general principle of international law
recognizing an exclusive right of governments to geographic names.

If international law recognizes rights in geographic names as such, it
seems that it must do so outside of trademark law. Nevertheless, most efforts
to date regarding the recognition of rights, at least in respect of country
names, have been directed at interpretations of or amendments to Article 6zer
of the Paris Convention for the Protection of Industrial Property. That Article
‘concerns trademarks, but its purpose is not to regulate their protection as
subjects of industrial property but rather to exclude them from becoming such
subjects in certain circumstances.””® From its proscription against ‘use,
without authorization by the competent authorities’ is derived the position
that their unavailability for registration by the public as trademarks equates
to country names belonging exclusively to the State they identify. Yet WIPO
has interpreted Article 6zer as not pertaining to country names, leading to the
conclusion that their use in the DNS cannot be prevented under that Article.”**

592, WIPQ Standing Commitiee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Summary of the Replies to the Questionnaire Concerning the
Protection of Names of States against Registration and Use as Trademarks, WIPO Daoc.
SCT/24/6 (14 Feb. 2011) (available at http:/www,wipo.int/edocs/mdocs/sct/en/sct_24/
sct_24._6.pdf). For an example at the supra-national level, see First Directive 89/104/
EEC of the Council, of 21 Dec. 1988, to approximate the laws of the Member States
-relating to Trade Marks, OJ/L 40 of 11 Feb. 1989, p.1., which provides at Art. 3(2)(b) and
{c) for refusal on grounds of ‘high symbolic value’ or inclusion of ‘badges, emblems and
escutcheons other than those covered by Art. Gzer of the Paris Convention and which are
of Public interest, unless the consent of the appropriate anthorities to its registration has
been given in conformity with the legislation of the Member State’. Another examplie is
the Protocol on Harmenization of Norms on Intellectual Property in Mercosur in matters
of Trademarks, Indications of Source and Appellations of Origin (5 Ang. 1995, entered
into force 6 Aug, 2000), 2145 UN.T.S. 40. Art. 9(2) of the Protocol requires that Member
States prohibit the registration of signs that, inter alia, ‘are formed with national symbols
or symbols of any country; signs that are susceptible of falsely suggestion a relation with

.. national symbols of any country, or that offend their value or respectability.”

593. Bodenhausen, 95 (emphasis in original).

594. See WIPO, WIPG I Report, para. 284,
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Others have lent support to this conclusion,’®® but practice in notification of
Article 6ter emblems in the time since the WIPQO II Report warrants reconsid-
eration of this issue, Because Article 6ter has featured so strongly in the dis-
cussion as the most likely source of rights in country names as such, it features
first in this chapter.

Looking beyond international intellectual property law as a basis of
rights in geographic names as such, this chapter also addresses the situation
of States’ claims to exclusionary rights in country names being articulated on
the basis of sovereignty, as if possession of a State’s name is linked to the
status of statehood. Indeed, the rights conferred by Article 6¢er of the Paris
Convention are said to be directed at ‘emblems constituting the symbol of the
sovereignty of a State,”*® Section 6.3 of this chapter considers the possible
link between country names, sovereignty and statehood to determine whether
claims to rights on this basis are supported by international law. Two separate
questions are asked: first, whether having a name is a condition of statehood
and second, whether having a name is a right of statehood. The limits of
sovereignty are explored to delineate the authority of a State to select and use
a name and interfere with others’ selection and use of a name. Conclusions
as to the existence under international law of rights in geographic names as
such are summarized at the end of this chapter.

6.2 PARIS CONVENTION ARTICLE 6TER AND
COUNTRY NAMES

6.2.1 ARTICLE 6TER (1)

6.2.1.1 Interpretation

The protection of country names under Article 6ter of the Paris Convention
hinges upon the difference in wording between sub-sections (1)(a) and
(1)(b)Y*® of that Article. Article 6ter (1)(a) requires that Paris Union members

595. See for example, Froomkin, When We Say US™, We Mean It!; Mueller, Governments
and Country Names.

596. See WIPQ, General information on Article Gter, hitp://www.wipo.int/articleGter/en/
general_info,htm (accessed 15 Oct. 2012).

597, Paris Convention Art. 6fer
(1)(a) The countries of the Union agree to refuse or to invalidate the registration, and to
prohibit by appropriate measures the use, without authorization by the competent
authorities, either as trademarks or as elements of trademarks, of armorial bearings, flags,
and other state emblems, of the countries of the Union, official signs and hallmarks
indicating control and warranty adopted by them, and any imitation from a heraldic point
of view.
(b) The provisicns of subparagraph (a), above, shall apply equally to armorial bearings,
flags, other emblems, abbreviations, and names, of intemational intergovernmental
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prohibit registration as a trademark of emblems of national significance such
as armorial bearings and national flags. Article 6zer (1)(b) contains a similar
proscription in relation to IGOs except that it also expressly excludes the
names of such organizations from trademark registration. This serves to
highlight the absence of States’ names in the wording of sub-section
(1)(a).”®® Relying on the principle of expressio unius exclusio alterius, WIPO
has interpreted this subtle yet significant difference as not requiring that
Meinber States exclude country names from registration as trademarks.®
This interpretation is consistent with:

the duty of a treaty interpreter to examine the words of the treaty to
determine the intentions of the parties. This should be done in accor-
dance with the principles of treaty interpretation set out in Article 31 of
the Vienna Convention. But these principles of interpretation neither
require nor condone the imputation into a treaty of words that are not
there or the importation into a treaty of concepts that were not
intended.%®®

Interpretations of the terms ‘armorial bearings’, ‘other State emblems’,
‘official signs and hallmarks indicating control and warranty’, and ‘heraldic
symbols’ as including country names have been rejected. South Africa was
an enthusiastic proponent of this interpretation, but the remark that this ‘view
has not been universally and definitely accepted’®®' suggests rather more
support than may actually exist and conflicts with the acknowledgement
made elsewhere that:

other members of the Paris Union had made very laudable efforts at
ensuring protection against the use of official State names as elements of

organizations of which one or more countries of the Union are members, with the
exception of armorial bearings, flags, other emblems, abbreviations, and names, that are
already the subject of international agreements in force, intended to ensure their
protection. (emphasis added)

598. See WIPQ, WIPO I Report, paras 278-285. See also Bodenhausen, 94-99,

599. WIPQ, WIPO II Report, para. 281,

600. India — Patent Protection for Pharmaceuticals and Agricultural Chemical Products,
WT/DS50/AB/R (W.T.O. App. Body Report 19 Dec. 1997), See also Susy Frankel, WTO

. Application of ‘the Customary Rules of Interpretation of Public International Law’ to
Intellectual Property, 46 Va. J. Int’l L. 365, 388-382 (2005-2006). An alternative
interpretation of Art. 6ter (1) is defended by Matthew Rimmer in Virtual Countries:
Internet Domain Names and Geographical Terms, February 2003 Media Int’l Austl.
Incorp. Culture & Pol’y 124, 132 (2003). Rimmer posits that an alternate interpretation
of Art. 6ter ‘is jusiified, on the one hand, in light of its spirit and underlying objectives,
and, on the other hand, in view of recent technological evolutions, in particular the
emergence of the Internet as a commercial medium and the importance of domain names
as valuable signposts in this context.’

601. WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, The Protection of Country Names in the Domain Name
System: Comments Submitted by the Government of the Republic of South Africa, WIPO
Doc. SCT/S2/6 (17 May 2002) (available at www.wipo.int/edocs/mdocs/sct/en/sct_s2/
sct_s2_6.doc).
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trademarks, where such use constituted grounds for refusal of requests
for trademark protection. However, the continued prevalence of such use
in other countries provided clear evidence of the inconsistency of the
efforts to provide protection to official State names.®”

The ‘prevalence of such use’ offers support for WIPQO’s interpretation of
Article 6ter (1)(a), as do attempts prior and subsequent to the WIPO II
Report to revise this article to expressly include country names.

6.2.1.2 Proposed Revisions

A proposal®® to revise Article 6ter (1)(a) to include country names as part of
the 1980 Diplomatic Conference for the Review of the Paris Convention,
though adopted,’®* did not ultimately result in amendments. This signifies an
understanding amongst WIPQ States that, at that time, country names were
not included in the scope of Article 6ter. At the same time, this evidences a
desire to achieve such an outcome by creating new law. The question thus
arises as to the current legal significance of that previous state of affairs;
despite the failure to achieve codification then, has new law since been
created? Renewals of the effort to amend Article 6zer (1)(a) by the Jamaican
delegation to WIPQ’s Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications (the ‘WIPO Standing
Committee’) offer insight. The Jamaican delegation’s proposal notably goes
beyond the earlier attempt at revising Article 6ter, in that it seeks to impose
a government consent requirement upon all applications for trademarks of
official country names and homonymous representations of official names.*%

It is clear from the Jamaican delegation’s remarks that it is believed as
a starting point that new law is needed to protect country names.**® From this

602. WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 309.

603. See WIPQ, WIPO II Report, paras 281-283 (discussing WIPO, Basic Proposals
(Supplement to Document PR/DC/3), Memorandum by the Director-General). See also
WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Submission by the Russian Federation, WIPO Doc. SCT/21/5
Annex 1, para. 1 (2 Mar. 2009) (available at http:/fwww.wipo.int/edocs/mdocs/sci/en/
sct_21/sct_21_5.pdf).

604. See WIPQ, Diplomatic Conference on the Revision of the Paris Convention, WIPO Doc.
PR/SM/9, discussed in WIPO, WIPO IT Report, para, 282,

605. WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Propesal by Jamaica, WIPO Doc, SCT/21/6 (30 Mar. 2009)
(available at http://www.wipo.int/fedocs/mdocs/sct/en/sct_21/set_21_6.pdi).

606. WIPQ Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Reporr Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 309 (reporting the Jamaican delegation as speaking to ‘the clear absence
of provisions specifically prohibiting the use of official State names’ and the proposed
amendment to Art. 6fer being *not only warranted, but timely”). A finding of opinio jurts
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can be extrapolated the view that protection is not already extant. With the
exceptions of the delegations of Brazil and Austria, who expressed the view
that Article 6ter offers sufficient protection to country names,”’ other
members of the WIPO Standing Committee voiced no specific opposition to
Jamaica’s assessment. This can be interpreted as evidence of a general belief
among members of the WIPO Standing Committee that international law on
this issue does not yet exist, though it bears noting that not all members
commented, nor was a vote on this specific point taken, nor was this issue
debated in the General Assembly.

On the specifics of Jamaican delegation’s proposed amendments to
Article 6ter, members were more divided. The delegations of Iran (paragraph
312), Cuba (paragraph 314), Spain (paragraph 316), Greece (paragraph 325),
Serbia (paragraph 328), Kenya (paragraph 329) and India (paragraph 332)
expressed support.5?® The delegations of Colombia (paragraph 313), Austra-
lia (paragraph 315), South Africa (paragraph 317) and Germany (paragraph
318) expressed non-support.®® In light of this it was decided®'® that the next
step would be information-gathering through the drafting and circulation of
a questionnaire®! of members’ domestic laws restricting the registration and
use of country names (specified to include official State names, short-form
names, COIMMON use names, translations, transliterations and adjectival use)
as trademarks.

Responses to this questionnaire evidence a lack of consistency in the
exclusion of country names from registration and use as a trademark, with a
near 60/40 split.®'? That so many Member States responded in the negative
to having in place limitations on country names — through trademark law,

as to existing customary law cannot be based npon such forward-looking assertions:
Michael Akehurst, Custom as a source of international law, 47 British Y.B. Int’l Law 1,
37 (1974-1975).

607. WIPQO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 320 (comments of Brazil that it ‘believed that the existing legal
framework established under the Paris Convention and the TRIPS Agreement already
provided enough grounds for the protection of State names’) and para, 323 (comments
of Austria that it saw ‘no need to amend Article 6ter, the existing legal framework being
-sufficient to protect State names’).

608. Ibid., para. 309.

609, Ibid., paras 308-343 (comments by Austria, Australia, Brazil, Colombia, Denmark,
Germany, and the Republic of Korea).

610. Ibid., para. 343.

611. See WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Draft Questionnaire Concerning the Protection of Names of
States Against Registration and Use as Trademarks, WIPO Doc. SCT/23/4 (15 Feb.
2010) (available at hitp://www.wipo.int/edocs/mdocs/stlt/en/sct_23/sct_23_4.pdf).

612. The results broadly found that 61% of survey respondents exclude country names from
registration and 42% from use as trademarks for goods. In addition, 64% of survey
respondents exclude country names from registration and 41% from use as trademarks
for services.

164



Chapter 6: Rights in Geographic Names as Such

unfair competition law, general tort law or otherwise — supports the
non-existence at this time of protection though Article 6ter (1)(a) for country
names. This also weighs against the existence a general principle of
international law of exclusive State control or ownership of country names.
The revised proposal submitted by Jamaica, which takes into consideration
the survey responses, acknowledges this lack of consistency. Jamaica (joined
by Barbados) proposes that ‘there could be convergence among Members on
an agreed approach to the protection of country names in the trademark/IP
system having regard to differences that now exist in the protection afforded
to country names across Member States,’'

As to those States that have opted to exclude country names from
trademark registration, this is not prohibited under the Paris Convention, but
also not something they are obliged by that instrument or otherwise to do.
The case studies submitted to the Standing Committee by Jamaica, Lithua-
nia, Mexico, Poland, Republic of Moldova, Turkey, Uganda and the United
States®'* evidence the varied ways in which countries which have opted to
protect country names do so. A WIPQO-developed ‘nation branding tool’
intended to guide Member States in developing a nation branding strategy
and inform them of the role of country names within that strategy is projected
to be published in late 2012.5%

It is interesting to note the resemblance between Jamaica’s proposal to
restrict country names from registration as a trademark without government
consent and the recommendation of the Governmental Advisory Committee
(GAC) to ICANN to restrict creation of geographic new gTLDs without
government consent. As to why the consent mechanism has come to be
included in the gTLD Applicant Guidebook (and in less time) but not yet the
Paris Convention, certain distinctions can be made. First, as new gTLD
policy was being drafted, there was only one geographic gTLD already in
existence: .asia. The gTLD Applicant Guidebook’s imposition of a policy of
exclusion of country and territory name new gTLDs and consent to
geographic new gTLDs does not threaten the viability of vast numbers of
existing registrations in the way that existing trademarks would be threatened

613. WIPO Standing Commitiee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Proposal by the Delegations of Barbados and Jamaica, WIPO
Doc. SCT/27/6 para. 8 (18 Jun. 2012) (available at http://www.wipo.int/edocs/mdocs/
sct/en/sct_27/sct_27_6.pdf).

614. Case studies are accessible through the Standing Committee’s electronic forum. See
WIPO, Browse Comments: 2012 Country Names, http:/fwww.wipo.int/sct/en/comments/
(accessed 15 Oct, 2012). See also WIPQO Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, Information on Cases and Case Studies
Relevant to the Protection of Names of States and on Nation Branding Schemes, WIPO
Doc., SCT/27/5, (18 Jul. 2012) (available at hitp://www.wipo.int/edocs/mdocs/sct/en/
sct_27/sct_27_5.pdf) (hereinafter ‘Information on Cases and Case Studies’).

615. See WIPO Standing Commitice on the Law of Trademarks, Industrial Designs and
Geographical Indications, Information on Cases and Case Studies.
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by such a change.®'% It is worth noting, however, that had the gTLD Applicant
Guidebook restrictions on geographic strings applied at the time that the .asia
gTLD was created, the application would have been rejected as an applica-
tion for the name of a macro-geographical (continental) region unless it
secured authorization from the relevant governments throughout that
region.®’

Context is a second major difference: the GAC is an advisory body
within ICANN of representatives who provide advice to a private corpora-
tion’s Board of Directors. The WIPO Standing Committee, by contrast, is an
advisory body within a United Nations specialist agency. There is the
obvious difference (discussed in Chapter 4, above, in the context of non-State
actors in the DNS norm-setting environment) in terms of the law-making
capacity of WIPO and ICANN; the potential for actions of the former to
create binding legal obligations may serve as a disincentive to taking
decisive action, while no such obligations are created by GAC advice.
Different membership, voting procedures, expertise of participants, and the
relative ability of what may be perceived as stronger or weaker members to
influence or drive the recommendation-making process may also contribute
to different outcomes.®'®

A further distinction can potentially be made as to the intended
consequence of restrictions on geographic names from registration as
trademarks or gTLDs. The Jamaican delegation has curiously stated that “the
intention of [its] proposal was not to create proprietary rights for States
but rather to prevent unauthorized use of its name by individuals and
companies.’®!® It is not clear how giving States the exclusive authority to
prevent others’ registration and use as a trademark of country names by
means of a consent requirement underpinned by Article 6zer does not, by
conventional understanding, equate to a property-type right in the name as
such. WIPQ’s own articulation of the purpose of Article 6fer as being ‘to

616. See Mueller, Governments and Country Names, 10 (positing that “WIPO’s caution was
prodded in part by business trademark holders concerned about the potential confusion,
and possible erosion of their rights, that might be caused by proliferating claims to names
by governments, regions, and administrative entities™).

617. See ICANN, gTLD Applicant Guidebook, section 2.2.4.1.2 (4) (referring to the UN’s
*Cornposition of macro geographical (continental) regions, geographical sub-regions,
and selected economic and other groupings® list, at http:/funstats.un.org/unsd/methods/
m49/m49regin.htm).

618. It has been suggested that both ICANN and WIPO suffer from sporadic atiendance at
meetings, particularly as regards developing country members, and this may have an
impact on voting outcomes for both. On WIPO, see Coenraad Visser, Infernational
intellectual property norm setting: Democratising the World Intellectual Property
Organization?, 32 8, Afr. Y.B. Int’1 L. 222, 223-224 (2007). On the GAC, see Froomkin,
When We Say US™, We Mean It/, 865-866.

619, WIPO Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications, Report Adopted by the Standing Committee, WIPO Doc.
SCT/21/8, para. 311.
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protect’®?® emblems falling within its scope is indicative of a proprietary-
type right in the name as such rather than a non-proprietary limitation on the
behaviour of others through, for example, consumer protection or unfair
competition laws. Other provisions of the Paris Convention than 6ter are
directed at behavioural limitations;%*! if the intention were to restrict use that
is likely to confuse, amendment to Article 6rer should not be necessary. By
contrast, no such denial has been expressed in the context of ICANN’s
exclusion/authorization mechanism for geographic new gTLDs. One gets the
sense from GAC members’ comments that the exclusion/authorization
mechanism is driven by a desire to exert control of a proprietary nature over
geographic names at the very least in order to prevent the creation of
property or other rights belonging to others.

In summary, the prevailing view is that Article 6ter does not require
States to prevent the registration of country names as trademarks. Yet neither
does that Article or other provisions of the Paris Convention prevent States
from excluding country names from trademark registration on their own
initiative. A survey of WIPO members’ domestic law reveals a mixed
practice in this regard, lending current support to WIPQO’s interpretation of
Article 6ter (1)(a) as not encompassing a right to protect country names. It
further lends support to the non-existence of a general principle of interna-
tional law of excluding country names from trademark registration and by
corollary, to the non-existence of a general principle of international law of
recognizing exclusivity of States’ rights in country names.

622 ARTICLE 6TER (3): INTERPRETATION

In order to facilitate the exclusion of national emblems from national
trademark registers, Paris Convention Article 6zer (3) establishes a notice
system whereby WIPQO Member States communicate their national emblems
to other members of the Union.®”? Communications pursuant to this
provision are made by completing a ‘Draft Request for Communication
Under Article 6ter 3(a) of the Paris Convention for the Protection of

620. WIPO, Article Oter of the Paris Convention: Protection of State Emblems, and Names,
Abbreviations and Emblems of International Intergovernmenial Organizations, httpf/
www.wipo.int/articie6ter/en/ (accessed 15 Oct. 2012).

621. Unfair competition and related laws limiting commercial behaviour are the focus of
Chapter 8.

622. Paris Convention Art. 6fer

{3Ka) For the application of these provisions, the countries of the Union agree to
communicate reciprocally, through the intermediary of the International Burean, the list of
State cinblems, and official signs and hallmarks indicating control and warranty, which they
desire, or may hereafter desire, to place wholly or within certain limits under the protection
of this Article, and all subsequent modifications of such list, Each country of the Union shall
in due course make available to the public the lists so communicated. Nevertheless such
communication is not obligatory in respect of flags of States.
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Industrial Property by a State’.5*® Consistent with the prevailing interpreta-
tion of Article 6ter (1)(a) just discussed, the request form does not invite
notification of country names.’** Notable, therefore, are the notifications
made in 2008 by Iceland of its name in the English, Spanish/Castilian,
French, Chinese, Arabic and Russian languages as State emblems.®*> The
legal significance of Iceland’s actions is ripe for consideration in light of the
conclusions reached above as to the non-support of Article 6rer for
encompassing country names.

Iceland’s actions could only be supported by a restrictive interpretation
of Article 6ter 3(a) (and thus Article 6rer (1)(a)) giving ‘extreme deference
to the sovereignty of states’.°?° The actual use of the restrictive approach by
the PCIJ and ICJ is, however, limited and on this and other bases its use has
been cautioned against.’*’ Furthermore, the United States is recorded as
having objected to Iceland’s notifications.®*® Given that it is the only State to
have done so, it could be questioned whether this signals tacit acceptance by
other States. This is unlikely given that other States have not availed
themselves of the notification process to notify State name-only emblems,
although notifications have been made in which a country name is the
prominent feature with the addition of a small emblem or sign.® These have
essentially the same effect as name-only notifications because notified
emblems ‘are protected ... against registration and use of trademarks which
are identical to them or incorporate them as elements thereof ©° (emphasis
added). They function as stylized marks, however, and do not unambiguously

623. WIPO, Procedure to be Followed by States Wishing to Avail Themselves of Article 6ter
of the Paris Convention for the Protection of Industrial Property, hup//www.wipo.int/
article6ter/en/states.htm (accessed 15 Oct. 2012).

624. The notification provides: ‘On behalf of the Government of [official name of the
country], 1 would like to request the communication, under Article 6ter(3)(a) of the Paris
Convention for the Protection of Industrial Property (Paris Convention), to the States
party to the Paris Convention and to the Members of the World Trade Organization
(WTO) not party to the said Convention, of the [armorial bearings], [flag], [State
emblem] and/or [official sign or hallmark indicating control and warranty] adopted by
[official name of the country].”

625. Art. 6ter Numbers 188, 189, 1S10Q, I1S11, IS12 and IS513, Notified as State Emblems in
Circular Number 7596, 02 Apr. 2008, available at WIPO, Arricle 6ter Structured Search,
http:/fwww.wipo.int/ipdl/en/6ter/ (accessed 15 Oct. 2012).

626. Richard K. Gardiner, Treaty Interpretation 53 {Oxford University Press 2008).

627. See Hersch Lauterpacht, Restrictive Interpretation and the Principle of Effectiveness in
the Interpretation of Treaties, XXV1 British Y.B. Int’l L. 48, 62-67 (1949), discussed in
Gardiner, Treaty Interpretation, 60-62.

628. Objections by the United States are recorded as having been made on 30 Mar. 2009 for
each of Art. 6fer netification Numbers 188, 189, 1S10, IS11, 1512 and IS13. Available at
WIPO, Article 6ter Structured Search, hitp:/fwww.wipo.int.ipdl/en/6ter/ (accessed 15
Oct. 2012).

629. An example is Canada’s notification of State emblem CA16, available at WIPO, Article
Gter Structured Search, http:/fwww.wipo.int/ipdlen/6ter/ (accessed 15 Oct. 2012).

630. Bodenhausen, 97.
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evidence an intention to reserve a country name as the notification of an
unstylized name only.

Looking beyond treaty obligations to the formation of custom, although
practice by the entire international community of States is generally not seen
as required, and although it may even in certain situations be considered
sufficient that only a minority of States have acted in a particular way,®" it
is surely the case that the action of one State is insufficient evidence of a
general or even specific custom of recognizing rights in country names
through Article 6ter (3). Only if other States were doing so and these
notifications consistently went unchallenged, and further if these actions
were the product a sense of legal obligation and not simply diplomatic
courtesy, could this be a basis for customary law recognizing States’ rights in
country names.

At this time, Iceland’s appears the only example of notification under
Article 6ter (3) of a State emblem featuring only a country name. One reason
for the isolation of this practice may be that States believe it too obvious to
bother with an administrative process of notifying a desire to protect a name
that they view as indisputably their own. Could it be that country names are
so well-known that communication of an intention to assert exclusivity in
them would be considered unnecessary because it is so obvious? Such a
position is not so illogical when one considers that national flags have been
exempt from the process of Article 6ter notification since the 1958 Lisbon
Conference of the Paris Union for precisely this reason.®*? It would likewise
not be unreasonable to suggest that in the modern world order, countries’
names are just as, if not even more well-known than their flags. Perhaps the
very obviousness of the ownership of both belies not merely a desire to
preserve friendly relations but the observance of a legal obligation. Then
again, the opposite may be true, where ‘the absence of legal obligation in
such a context is regarded as self-evident, just as, in municipal law, questions
of good manners are treated as self-evidently not a matter for legal
regulation.”6*?

Article 6ter (3)(a) of the Paris Convention expressly accommodates the
fact that a flag so obviously belongs to the State that adopts it that the
adopting State need not tell other States that it wishes to prevent its use or
registration as a trademark.®** This reasoning depends on an understanding

631. See Vladmir Duro Degan, Sources of International Law 182, Martinus Nijhoff 1997,

632. See Gervais, 503 n. 819, citing Bodenhausen, Guide to the Application of the Paris
Convention, 100,

633. International Law Association, Statement of Principles Applicable to the Formation of
General Customary Intemnational Law: Final Report of the Committe on Formation of
Customary (General) International Law, section 17(i) Commentary.

634. Art. 6ter (3)(a): For the application of these provisions, the countries of the Union agree
to communicate reciprocally, through the intermediary of the International Bureau, the
list of State emblems, and official signs and hallmarks indicating control and warranty,
which they desire, or may hereafter desire, to place wholly or within certain limits under
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that a flag, once adopted, is assumed to be easily and immediately
identifiable as a particular State’s own, not only by other heads of State and
the diplomatic community but by people all over the world near or far from
the State in question who would otherwise have contact with the flag if used
as a trademark, Exclusion of flags from registration as a trademark is justified
because their ‘registration or use would violate the right of the State to
control the use of symbols of its sovereignty’.*® Yet are not country names
symbols of sovereignty just as much as, if not more so than, flags? If so, is
there a custom or general principle of international law recognizing States’
rights in country names, even if the Paris Convention does not explicitly
require this? To answer this question, this study now turns to a fundamental
principle of international law that is the cornerstone of the interational legal
order itself: sovereignty.

6.3 SOVEREIGNTY AND COUNTRY NAMES

Both the proposal made by the Jamaican delegation to the WIPO Standing
Committee to expand the scope of Paris Convention Article 6ter (1) and the
recommendation made by ICANN’s GAC to limit applications for new
geographic gTLDs rely on sovereignty to justify restricting others’ use of
country names.®*® Sovereignty has also been asserted as a basis for national
control of country code top-level domains.®*” Acknowledging the impreci-
sion with which the term ‘sovereignty’ is used, as will be discussed further
below, the impression one gets is that these are assertions of an inherent right
of States to possess and control the use of their representative symbols,
including their name. The seemingly inherent nature of the right suggests that
it is derived from principles of natural law and the very conceptual and
philosophical underpinnings of the international legal order. This is at least

the protection of this Article, and all subsequent modifications of such list. Each country
of the Union shall in due course make available to the public the lists so communicated,
Nevertheless such communication is not obligatory in respect of flags of States.
{emphasis added) '

635. Bodenhausen, 96.

636. See comments of the Delegation of Jamaica ‘that its propesal was intended to protect the
integrity and sovereignty of a State’ in WIPO Standing Committee on the Law of
Trademarks, Industrial Designs and Geographical Indications, Repert Adopted by the
Standing Committee, WIPQ Doc. SCT/21/8 (26 Nov. 2009) para. 311. The GAC’s view
is expressed in the context of Internationalized Domain Names (IDNs) that ‘ICANN
should consuit with the Government or relevant public authority of the territory
concerned to determine whether there may be any potential infringement of their
sovereign rights regarding their country or territory name’. GAC, GAC Communiqueé:
New Delhi, 2, hitps://gacweb.icann.org/display/gacweb/GAC+31+Meeting+New+Delhi
%2C+India+9-14+February+2008 (February 2008, accessed 15 Oct. 2012).

637. See Von Arx & Hagen, 68,
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how the protection of State emblems by means of Article 6fer of the Paris
Convention has been explained.®*®

Even if the protection of State emblems has as its origin the principle of
sovereignty, one need look no further than the Paris Convention in order to
identify international law expressly recognizing States’ rights. It has been
determined in the preceding section of this chapter that country names do not
fall within this ambit; they are not specifically recognized in the Paris
Convention or indeed any other international convention of universal scope
as symbols of sovereignty meriting protection as such by means of an
exclusion from trademark registration or other form of proprietary rights.
States’ names are nevertheless just as powerful and likely more universally
recognizable identifiers than flags or other national symbols. The question
therefore arises as to whether possession and protection of States” rights in
their names can alternatively be based on the status of statehood, either as a
condition of statehood or a consequence of it.

Various sources identify a link between national flags as expressions or
‘emblems’ of sovereignty and national identity,®*® but less clearly articulated
is a link between country names and sovereignty. If it were clear that
sovereignty encompasses a right to possess and prevent others’ use of a
name, the issue of States’ rights in country names would not be the open
question that it is today. An answer can only be reached by piecing together
historical and contemporary understandings of statehood in order to demar-
cate the legal connection, if any, between sovereignty, statchood and country
name. This section of this chapter considers first whether having a name is
a condition of statechood, and second, whether having a name is a right of
statehood.

638. See Bodenhausen, 96.

639. See for example, Am, Jur, 2d Flag §1 (‘A national or state flag is an emblem of that
nation or state’s sovereignty and authority.”); Michael Billig, Banal! Nationalism 40-41
(Sage Publications 1995) (discussing the powerful impact of even unwaved flags as
symbols of nationality and nationheod); Arundhati Virmani, National Symbols Under
Colonial Domination: The nationalization of the Indian flag, March-August 1923, 164
Past & Present 169 (1999); Yael Navaro-Yashin, Confinement and the Imagination:
Sovereignty and Subjectivity in a Quasi-State, in Sovereign bodies: citizens, migrants
and states in the posicolonial world 103-104 (Thomas Blom Hansen & Finn Stepputat
eds., Princeton University Press 2005) (discussing the importance of the flag of the
Turkish Republic of Northern Cyprus to its sovercignty); Sovereignty flag should fby, says
Maori Party, nzherald.co.nz (31 Jan. 2007) (available at http://www.nzherald.co.nz/
waitangi-day/mews/aticle.cfm?c_id=1500878& cbjectid=10421769).
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6.3.1 NAME AS A CONDITION OF STATEHOOD

6.3.1.1 Statehood and Possession of a Name

Foundational historical works on sovereignty and statehood offer little
support for the position that statehood is conditioned on having a name. For
example, Emerich de Vattel, whose seminal work Le Droit des gens; ou,
Principes de la loi naturelle appliqués & la conduit et aux affaires des nations
et des souverains is considered one of the foundations of modern nation-
State theory, saw only self-government as necessary.®*® Yet where specific
territories are identified as having achieved the status of sovereign statehood,
they are commonly referred to by name. For example, Franciscus de Vittoria,
another influential early contributor to international legal theory, described a
‘perfect State’ as ‘one which is complete in itself, that is, which is not a part
of another community, but has its own laws and its own council and its own
magistrates, such as is the Kingdom of Castille and Aragon and the Republic
of Venice and the like’.**! Little can be drawn from this, however, because
the examples to which Vittoria points are States in possession of a name
rather than States lacking names. The latter situation is not contemplated.
Contemporary scholars have experienced difficulty in articulating a
definition or identifying attributes of statehood. This is at least partly due to
the traditionally complex question of the need for recognition; that issue®*?
must be set aside as separate from a possible link between statehood and
country name.®® The definition of ‘State’ provided by Article 3 of the
Montevideo Convention on Rights and Duties of States®** (hereinafter the
‘Montevideo Convention’) is viewed as setting the standard despite that
convention being a regional agreement only.*> From it can be extrapolated

640. Emerich de Vattel, Le Droit des Gens, ou Principes de la loi Naturelle, Appliqués a la
conduite aux gffaires des Nations et des Souverains, vol. 1 Introduction, Bk I, ch 1, §4
(1758).

641, Pranciscus de Vittoria, De Indis et de lure Belli Relectiones, in Relectiones Theologicae
X!l (Emest Nys ed.), reprinted in The Classics of International Law 169 para. 7
§8425-426 (James Brown ed., 1917).

642. On recognition, see James Crawford, The creation of states in international law 38,
80-95 (2d ed., Clarendon Press 2007).

643. See Matthew C. R. Craven, What'’s in a Name? The Former Yugoslav Republic of
Macedonia and Issues of Statehood, 16 Austl. Y.B. Int’l L. 199, 238 (1995) (arguing that
a link between name choice and recognition ‘offends the notion of sovereignty itself’).
See also Louis Henkin et al., International Law: Cases and Materials 253 (3d ed., West
1993).

644. Convention on Rights and Duties of States adopted by the Seventh Intemational
Conference of American States (26 Dec. 1933, entered into force 26 Dec. 1934), 165
L.N.T.S. 19.

645. The definition of ‘State’ in the Restatement (Third) of Foreign Relations Law of the
United States almost precisely mirrors that of the Montevideo Convention, and in
comments to the Restatement it is said that this definition ‘is well-established in
international law’. See Restatement (Third} of the Foreign Relations Law of the United
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four principal criteria: a permanent population; a defined territory; govern-
ment; and capacity to enter into relations with other States.®*® Clearly,
possession of a name is not one of these four criteria. Nor is it one of the
other criteria that have been suggested over time, including permanence,
willingness and ability to observe international law, civilization, and legal
order.**” The requirements of membership in the United Nations are based
first and foremost on having achieved statehood, but even these do not
expressly require that aspiring members have a name.%*®

It is only plausible to take the position that possession of a name is a
condition of statehood if it can be said that having a name, while not an
express criterion of statehood, is a necessary or inherent aspect of a criterion
of statehood. Considering in turn the four criteria identified by the Montev-
ideo Convention as just noted, it could only be possible to interpret
possession of a name as a necessary aspect of having the capacity to enter
into relations with other States; the crux of this argument is that having a
name is a necessary aspect of legal personality.®*® This will now be
considered.

6.3.1.2 Name as a Necessary Aspect of Legal Personality

Having legal personality means being treated by the law as possessing the
capacity to enter into formal relations with other legal persons and be held

States § 201 Comment a (1987). As to the effectiveness of the definidon, see John
Dugard, Recognition and the United Narions 123 (Cambridge University Press 1987)
(‘Although Rhodesia, Transkei, Boputhatswana, Venda, Ciskei and, possibly, the Turkish
Republic of Nerthern Cyprus met or meet the traditional requirements of statehood
expounded in the Montevideo Convention of 1933, it is absurd to contend that any of
these entities [ ... ] acquired the status of “State™,”)

646. Even those who deem it inappropriate to view determinations of statehood as a
checklist-based activity nevertheless tend to accept that certain fundamental character-
istics ‘consttute in legal terms the core of the concept of statehood’. Crawford, 42.
Crawford qualifies this by arguing that the strictmess of the elucidation of these
characteristics in individual cases depends upon context and ‘that the exclusive attributes
of States do not prescribe specific rights, powers or capacities that all States must, to be
States, possess: they are presumpiions as to the existence of such rights, powers or
capacides, rules that these exist unless otherwise stipulated. This must be so, since the
actual powers, rights and obligations of particular States vary censiderably. The legal
consequences of statehood are thus seen to be—paradoxically—matters of evidence or
rather of presumption.’

647. Ibid., 89-95.

648. Art. 4(1) of the Charter of the United Nations requires that applicants: (1) be a state; (2)
be peace-loving; (3) accept the obligations of the UN Charter; (4) be able and willing to
carry out these obligations.

649. See Igor Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the
United Nations System, 93 Am. J. Int’1 L. 155, 160 {1999).
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accountable for one’s actions, as are natural, living persons.5*° States are ‘the
principal examples of international persons.’®*!

Without a name, it has been argued, it is not possible to be identified and
therefore not possible to engage and transact with others:

From the point of view of legal theory, the inherent right of a state to
have a name can be derived from the necessity for a juridical personality
to have a legal identity. In the absence of such an identity, the juridical
person (such as a state) could — to a considerable degree (or even
completely) — lose its capacity to conclude agreements and indepen-
dently enter into and conduct its relations with other juridical persons.
Therefore, the name of a state appears to be an essential element of its
juridical personality and its statehood.®* (emphasis in original)

This use of the term ‘legal identity’ helps to highlight that beyond their
undeniably symbolic function, names primarily play a practical function in
serving to identify things and distinguish them from others. Having some
means by which to be identified and differentiated is certainly facilitative of
engaging in relations with others, and contract law seeks as a general matter
that parties be identifiable. A name is one means of distinguishing a party
from another, but it is certainly not the only means; reference to geographical
location, numbers and symbols could all be used, even if not as easily and
memorably as names.®®® Each State could, for example, be assigned a
number according to its order of accession to the United Nations, or it could
be identified by its longitadinal and latitudinal coordinates or an image of its
national flag. It could also be assigned a completely random and meaningless
number. An analogy can be drawn with transactions between persons, in
which context it is not strictly necessary that a party be referred to by name
as opposed to another identifier or that the identifiers used have semantic
value or be unique as against all others. It is simply necessary to provide
sufficient information to distinguish one from others.5**

650. See Restatement (Third) of the Foreign Relations Law of the United States § 206
comment c.

651. Henkin et al., 241. See also Vattel, 1 §2 (‘{L"Etat] deviant une personne morale, qui a son
etendement et sa volonté propér, et qui est capable d’obligations et de droits’).

652. Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the United
Nations System, 160; Igor Janev, Some Remarks of the Legal Status of Macedonia in the
United Nations Organization, 53 Rev. Int’]l Aff. 1108 (2002).

653. Reference can be made here to domain names and the early decision to assign a name
in addition to a number to identify hosts in the network. This is discussed in detail in Part
I, Chapter 2, secticn 2.1.3 above.

654. See Janev, Some Remarks on Legal Status, 2 (‘In the absence of such an identity, the
juridical person, such as a state, could to a Jarge extent (or even completely) loose [sic]
its capacity to interact with other such juridical persons (e.g., conclude agreements, etc.)
and independently enter into and conduct its external relations. The name of a state is,
thus, an essential element of its juridical personality and, consequently, of its state-
hood.”).
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Nor is a name required of a legal person in order to express consent to
be bound, bearing in mind that the voluntary expression of State consent is
the cornerstone of positive international law. Just as illiterate persons can
indicate their willingness to be bound to a legal instrument by stamping their
fingerprint upon it or inscribing the letter ‘X’, so too could States commu-
nicate consent to be bound in a variety of visible ways. It is the expression
of consent that is of consequence, not the form that expression takes or the
possibility that others’ expression of consent takes a similar form.

Another key aspect of relations between legal persons is participation in
dispute resolution. In the international context one can look to the Statute as
well as the Rules of the ICJ (hereinafter, the ‘ICJ Rules)’,%*® the latter of
which specify the manner in which proceedings are to be initiated and
conducted. Article 38(1) of the ICJ Rules requires in relevant part that an
application to commence proceedings before the Court must ‘indicate the
party making it, the State against which the claim is brought, and the subject
of the dispute’, Considering subject matter first, the Isiand of Palmas Case
(or Miangas)®®® demonstrates that territorial disputes are resolvable even
where the territory the subject of the dispute is referred to by multiple names.

Turning to the naming of State parties, while Article 38(1) of the IC]
Rules does not expressly require that State parties have a name, names are
typically used for this purpose. Article 38(1) does not preclude commencing
proceedings before the Court against, for example, ‘the State whose
application for membership in the United Nations was made’ on a particular
date or in a particular numbered document or ‘the fiftieth State to join the
United Nations’, but these are not things that ordinarily occur in practice.
One need look no fuither than the 1CI’s docket for evidence of the practice
and consistency of the use of States’ names in proceedings.®®’ It must be
noted, however, that not all States have come before the ICJ and its
predecessor, the Permanent Court of International Justice,**® with a name of
their own choosing. An example of this is the ongoing case brought by the

655. Rules of Court (14 Apr. 1978, entered into force 1 Jul. 1978, as amended 14 Apr. 2005),
1.C.J. Acts & Docs 4.

656. Island of Palmas Case (or Miangas), Hague Court Reports 2d. 83 (1932), (Perm. Ct.
Arb. 1928), 2 UN. Rep. Intl. Arb. Awards 829.

657. On the significance of practice in treaty interpretation, see Vienna Convention on the
Law of Treaties, Art. 31(3)(b}. The ICJ docket is available at ICJ, List of Cases referred
to the Court since 1946 by date of introduction: List of contentious cass and advisory
proceedings, http:/fwww.icj-cij.org/docket/index.php?pl=3&p2=2 (accessed 15 Oct.
2012).

658. Publications of the Permanent Court of Intemnational Justice are available at ICJ,
Permanent Court of International Justice: Publications of the Permanent Court of
International Justice (1922-1946), http://www.icj-cij.org/peij/index.php?p1=9 (accessed
15 Oct. 2012).
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‘former Yugoslav Republic of Macedonia’ against Greece,® a dispute which
is comprehensively discussed in the next section of this chapter. The
applicant’s name in that case is a provisional one recommended by the UN
Security Council, and not the name under which that country sought
membership in the United Nations. The relevant question at this point in the
enquiry is whether, without the provisional name, this country would have
been prevented from raising its claim against Greece. In other words, was
possession of a name (provisional or permanent) procedurally necessary to
commencing the case?

Article 38(1) of the ICJ Rules requires identification of ‘the party
making’ the application. It does not demand a particular format that
identification must take. Identification of a party other than by its name
would not run counter to ordinary meaning or defeat the object and purpose
of the treaty as prescribed by Article 31(1) of the Vienna Convention, but the
existence of a consistent subsequent practice ‘in the application of”**° Article
38(1) of the ICJ Rules supports an interpretation of this as calling for use of
a State party’s name.5®' Because all parties before the Court have had names,
it is difficult to envisage what might otherwise occur. Presumably, names are
used unless the party in question does not have a name, in which case some
other identifier must - from a purely practical standpoint — be an acceptable
substitute, Unless otherwise specified in the Rules, standing could not
logically be denied of the basis of non-possession of a name if possession of
a name is not itself a condition of statehood.

This discussion reveals that a distinction must be made between
practical necessity and legal necessity. It is undeniably the case that names
facilitate the functions of the UN, and so much so that this could be
characterized as necessary (as opposed to simply desirable) from a perspec-
tive of operational convenience. Yet from the ease of using names does not
automatically follow a legal obligation. Neither can a general sense of legal
obligation be easily inferred from existing evidence of practice in the
functions of the UN. Rights in country names as such derived from States’
possession of legal personality, or indeed derived from any other condition
or right of statehood, cannot be based upon practicality or ‘(mere) comity
(courtoisie, comitas gentium)’ .55?

Even if it is the case that State parties are required to be referred by
name in ICJ proceedings, this does not equate to a strict prohibition against
nameless parties’ participation in proceedings, nor does it speak to exclusive

659. Case Concerning the Application of Article 11, Paragraph 1, of the Interim Accord of 13
September 1995 (The Former Yugoslay Republic of Macedonia v. Greece), Memorial
({A.C.J. 20 Jul. 2009) {available at htp:/fwww.icj-cij.org/docket/files/142/16354.pdf).

660. Vienna Convention on the Law of Treaties, Art. 31(3)(b).

661. See Gardiner, 225-232,

662. International Law Association, Statement of Principles Applicable to the Formation of
General Customary International Law: Final Report of the Committe on Formation of
Customary (General) International Law, Commentary to section 2(vi).
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rights of States in their names. There is no clear evidence of a felt sense of
legal obligation to possess a name in order to participate as a UN member,
and such a legal obligation is not expressly articulated in UN instruments.
From these things and from the fungible nature of identifiers in legal
transactions it can be concluded that possession of legal personality does not
require possession of a name, and thus that States’ claims to exclusive rights
in country names should not be based upon their possession of legal
personality.

6.3.2 NAME AS A RIGHT OF STATEHOOD

6.3.2.1 A Right of States to Select a Name

Even if not required in order to achieve the status of statehood, possession of
a name may alternatively be a right that accrues as a consequence of having
achieved statehood. This reasoning makes a distinction between the capaci-
ties that must be possessed in order to achieve the status of statehood from
capacities or rights that, once statehood is achieved, are imputed to the State.
This bifurcated approach is reflected, for example, in the Restatement (Third)
of the Foreign Relations Law of the United States®®® (the ‘Restatement’),
which sets out the required elements of statehood in § 201 and then
separately in § 206 the ‘capacities, rights and duties of States’ as:

(a) sovereignty over its territory and general authority over its nation-
als;

(b) status as a legal person, with capacity to own, acquire, and transfer
property, to make contracts and enter into international agreements,
to become a member of international organizations, and to pursue,
and be subject to, legal remedies;

663. The Restatemnents are treatises prepared and published by the American Law Institute on
a variety of legal topics, They have the primary aim of providing guidance to judges and
lawyers by clarifying and explaining fundamental legal subjects. The Third Restatement
of the Foreign Relations Law of the United States captures international law as
applicable to the United States, which ‘stems largely from customary international law
and international agreements to which the United States is a party.’ ALI, Publications
Catalog: Restatements of the Law - Foreign Relations Law of the United States,
http:/fwww.ali.org/index.cfm?fuseaction=publications.ppage&node_id=33 (accessed 135
Oct. 2012). The Restatement of the Foreign Relations Law of the United States of course
offers the perspective of only the United States as to international law, but the high regard
in which its reporters are held mean that it has significance beyond that one country’s
borders: ‘It should and will be consolted by lawyers in all parts of the world. For the
lawyer in the United States, it may be a kind of authoritative codification, For lawyers
in other countries, it is a valuable source of information about the foreign relations power
in the United States and prevailing American views on international law.” Rudolf
Bemnhardt et al., Book Review, 86(3) Am. I. Int'l L. 608, 609 (1992) (reviewing
Restatement (Third) of the Foreign Relations Law of the United States).
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(c) capacity to join with other states to make international law, as
customary law or by international agreement.

The wording of § 206 of the Restatement is illustrative of the general absence
in international law and scholarship of an express attribution to States of a
right to select or use a name. It is necessary, therefore, to consider whether
such a right is implied because it is inherently an aspect of sovereignty,
bearing in mind that sovereign rights derive from the ‘simple fact’ of the
State’s ‘existence as a person under international law.’®%*

In determining whether possession and exclusive use of a name is a
sovereign right of States, the advice offered by Justice Haynes of the High
Court of Australia should be borne in mind: ‘Sovereignty is a concept that
legal scholars have spent much time examining. It is a word that is
sometimes used to refer to very different legal concepts and for that reason
alone, care must be taken to identify how it is being used.”®®* Similar concemn
is expressed, for example, in the comments to § 206 of the Restatement,
which specify that its use in this context of States’ rights ‘implies a state’s
lawful control over its territory generally to the exclusion of other states,
authority to govern in that territory, and authority to apply law there.’® The
exercise of this control is a core right to inhere in all States.

As to whether there are more specifically articulated rights of States
(which could include a right to a name), there are divergent views. Vattel’s
reliance in the eighteenth century on natural law to explain the origin of
States’ rights echoes in modern arguments sué)porting an inherent, ‘inalien-
able right’ of States to select and use a name.®’ These arguments can also be
linked to a right to culture and heritage, similar to what was termed by an
early twentieth century diplomat the right to ‘national distinctiveness’.®
Contrasting with these is the view that ‘statehood does not involve any
inherent substantive rights’ but is ‘rather a form of standing’.°®® The works
of historical and contemporary scholars who support the notion of States’
rights offer little support for a specific right of States to select and use a
name. Nevertheless, it is difficult to oppose the idea that a State may choose
and use a name by virtue of the exercise of sovereignty and further that when
it does so, it is free by virtue of that authority to place restrictions on others’

664. Convention on the Rights and Duties of States, Art, 4.

665. Joosse v. Australian Securities and Investment Commission, 159 ALR. 260, 263-264
(High Ct. Aust’l 1998).

666. Restatement (Third) of the Foreign Relations Law of the United States §206 comment
(b).

667. See for example, Janev, Legal Aspects of the Use of a Provisional Name for Macedonia
in the United Nations System, 160.

668. F.A. Pezet, The Future Relations of the United States with Latin America from the Latin
American Viewpoint, 7(2) Nat'l Conf. Foreign Rel. U.S. 287, 287 (1917).

669. Crawford, 44-45.
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use of its chosen name within its sovereign territory. The same can be said
of national flags and domestic laws prohibiting their desecration.®”

In other words, sovereignty does not require that a State select and use
a name to identify itself, but rather bestows States with the inherent authority
to do so if they so choose.®”’ In practice, States do select a name. This is
evidenced by the United Nations Terminology Bulletin Country Names
(from which, not coincidentally, the names of ¢cTLDs are derived).®”*
Though not expressly required under the UN Charter or the Rules of
Procedure of the General Assembly to do so, applications for UN member-
ship refer to applicants by name:*” indeed, compliance with Rule of
Procedure 134%* would be difficult as a practical matter if this were not
done. The would be UN member is then acknowledged by that name on
acceptance.®

670. An interesting comparative analysis of flag desecration laws is provided by Ute
Kriidewagen, Political Symbols in Two Constitutional Orders: The Flag Desecration
Decisions of the United States Supreme Court and the German Federal Constitutional
Court, 19(2) Ariz, 1. Int’l & Comp. L. 679 (2002).

671. See Janev, Legal Aspects of the Use of a Provisional Name for Macedonia in the United
Nations System, 160 (‘every state paturally has an inherent right to a name’).

672. UN Terminology Bulletin No. 347/Rev. 1, United Nations Terminology Bulletin Country
Names (available at http:/unstats.un.org/unsd/methods/m49/m49alpha.htrm). On the
naming of ccTLDs, see Part I, Chapter 2, section 2.4.2 above,

673, Recent examples include the Application of the Republic of Bosnia and Herzegovina at
U.N. Doc. A/46/921 §23971 Annex (19 May 1992) (‘On behalf of the Presidency of the
Republic of Bosnia and Herzegovina and in conformity with the United Nations Charter,
1 am submitting the request of the Republic of Bosnia and Herzegovina to be admitted
to the United Nations Organization as a full Member State.”); Application of the
Democratic Republic of East Timor at U.N. Doc. A/56/953-5/2002/558 Annex (20 May
2002) (‘In connection with the application by the Democratic Republic of East Timor for
mermbership in the United Nations, we have the honour, on behalf of the Democratic
Republic of East Timor and in our capacities as the President of the Republic and the
Prime Minister, to declare that the Democratic Republic of East Timor accepts the
obligations contained in the Charter of the United Nations and solemnly undertakes to
fulfil them.”); Application of the Republic of Montenegro, U.N. Doc. A/60/890-5/2006/
409 Annex (16 Jun. 2006) (‘In line with the results of the referendum held in the
Republic of Montenegro on 21 May 2006, organized in accordance with Article 60 of the
Constitutional Charter of the State Union of Serbia and Montenegro, in my capacity as
President of the Republic of Montenegro, I have the honour to request the admission of
the Republic of Montenegro to membership in the United Naticns.”).

674. Rule 134 of the Rules of Procedure of the General Assembly of the United Nations
provides; ‘Any State which desires to become a Member of the United Nations shall
submit an application to the Secretary-General. Such application shall contain a
declaration, made in a formal instroment, that the State in question accepts the
obligations contained in the Charter.”

675. Continuing with the above examples, see the Admission of the Republic of Bosnia and
Herzegovina to membership in the United Nations, UN. Doc. A/Res/46/237 (22 May
1992); Admission of the Democratic Republic of East Timor for admission to
membership in the United Nations, U.N. Doc. A/Res/57/3 (2 Oct. 2002); Admission of

179



Heather Ann Forrest

Sovereignty gives the State not only the authority to choose a name, but
also to limit others’ use of the selected name within its territory. There are,
for example, reportedly ‘thousands’ of laws in Canada and ‘probably
millions’ in the United States, that ‘bestow upon “public authorities” (which
are often not elected bodies but government agencies, state-owned corpora-
tions, or non profit organizations) an absolute right to control particular
signifiers.”®’® All States have the authority to select names and regulate their
domestic use in this way, and have this authority equally, as articulated in the
Montevideo Convention at Article 4: ‘States are juridically equal, enjoy the
same rights, and have equal capacity in their exercise.” Yet equality among
States raises certain challenges in this context in that it does not prevent a
State from selecting another State’s name as its own; indeed, equality
suggests that they are each equally entitled to make a particular selection.

The question of States’ rights in country names therefore does not end
with name selection and use within the sovereign territory. It must further be
considered whether States’ authority to select a name is somehow limited by
the rights of other States and relatedly, whether States have a right to be
referred to by their chosen name.

6.3.2.2 A Right of States to Object to Another State’s Name

It is entirely possible that one State might choose to be identified in the same
or similar way as another. This duplication of identifiers could be said to have
a direct impact on the States in question and those transacting with them.
While on the one hand it might be said that the only limit to name choice is
imagination, in practice, geographic name choices are drawn from a
relatively limited field of reference that is, by its very nature, shared with
neighbouring States: “The names of the countries are usually associated with
their geographical location and dimension. Geography, at any rate, political
geography, as reflected in the boundary making and delimitation of frontiers,
territorial, maritime and aerial or atmospheric, changes with time.”®”’ As
borders fluctuate and time passes, so too are history, culture, language and
environmental conditions shared, and it is from this pool of shared
experience that geographic names are often drawn. Thus the very same
reasoning behind one State’s choice of name could also underpin another
(particularly neighbouring) State’s choice of name.

It is clear why a State would prefer that other States not choose the same
name, and this bears out in practice. The relative infrequency with which
naming conflicts have arisen is nevertheless surprising when one considers

the Republic of Montenegro for admission to membership in the United Nations, U.N.
Dac. A/Res/60/264 (12 Jul. 2006).

676. Coombe, 135-136.

677. Sompong Sucharitkul, The Inter-temporal Character of International and Comparative
Law Regarding the Rights of the Indigenous Populations of the World, 50 Am. J. Comp.
L. 3, 10 (2002).
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the frequency with which new States have been created and old ones
extinguished in modern times: it has been noted that more than 125 new
States have been created or reconstituted since the coming into force of the
United Nations Charter in 1945, not including name changes.®”® Even in this
highly dynamic environment, the only major conflict is the ongoing dispute
between Greece and the country provisionally referred to as the ‘former
Yugoslav Republic of Macedonia’, or ‘FRYOM’. This dispute will next be
critically analysed, but first, some comments must be made about its
uniqueness. One conclusion to potentially be drawn from the scarcity of
name choice disputes is that there is a customary rule of avoiding selecting
a conflicting State name. The existence of such a rule is undermined,
however, by the number of States with shared names®™ and the simple fact
that in none of these cases has conflict arisen to the level of the Macedonia
name dispute, What drives name choice (and, by corollary, avoidance of
choosing what others have already chosen) may not be a sense of legal
obligation but rather simply an overriding interest in avoiding confusion with
other States — a practical preference to not be confused with others. Although
(as concluded in the previous section of this chapter) possession of a name
is not a necessary aspect of legal personality, it does make transacting with
other legal persons more convenient. Where similar names can be differen-
tiated, these can be used without serious issue.

‘What then would lead a State to select a name insufficiently distinctive
from or objectionable to others? One possibility already alluded to in the
previous paragraphs is that shared history and experiences could lead
multiple States to select the same or similar representations and symbols of
their sovereignty. Objection on this basis is defensible in principle only for
neighbours or States otherwise currently or historically related. Exemplary of
such a situation are neighbours Greece and the FRYOM, one of the new
nations borne out of dismembered Yugoslavia.

Responding to Greece’s objection to Macedonia’s application® for UN
membership, the UN Security Council recommended that the country be
‘provisionally referred to for all purposes within the United Nations as “the
Former Yugoslav Republic of Macedonia” pending settlement of the differ-
ence that has arisen over the name of the State’.%®! The name is but one

678. See Crawford, 715 and Appendix 1.

679. Examples of identical or materially similar country names include: (a) the Democratic
Republic of the Congo and Republic of the Congo. (b) the Republic of Equatorial
Guinea, the Republic of Guinea, the Republic of Guinea-Bissau, and the Independent
State of Papua New Guinea, (c) the Democratic People’s Republic of Korea and the
Republic of Korea, and (d) Niger and Nigeria.

680. U.N, Doc, A/47/876-8/25147 (1992), discussed in detail in Michael C. Wood, Partici-
pation of Former Yugoslay States in the United Nations and in Multilateral Treaties, in
Max Planck Y.B. UN. L. 236-241 (Armin von Bogdandy ed., Martinus Nijhoff Publishers
1997).
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aspect of this now long-running dispute; in earlier proceedings before the
European Court of Justice (ECJ) Greece complained of large scale efforts to
promote ‘the idea of a unified Macedonia’ through that country’s chosen
name (Republic of Macedonia), the wording of its constitution, and such
activities as ‘the circulation of maps, calendars and car stickers’ and ‘school
history books’ depicting the FYROM as encompassing Greek territory.®®
Also conceming to Greece was the FRYOM's adoption of the ‘Sun of
Vergina® on its flag, this emblem having been discovered in excavations on
Greek territory.%®® Greece demanded that the FRYOM cease use of its chosen
name and symbols and related activities, all of which it interpreted as
territorial claims amounting to a threat of war.®

The ECJ’s decision went not to resolving the name dispute but rather to
interim measures requested by the European Commission to suspend
economic sanctions imposed by Greece against the FRYOM, which request
was ultimately rejected by the Court.®® A subsequent Interim Accord
between Greece and the FRYOM required only undertakings to continue
negotiation ‘with a view to reaching agreement’ on this matter.%% In 2008,
the FRYOM instituted proceedings before the ICJ asserting that the Interim
Accord had been breached by Greece by its objection to the FRYOM's
application to join the North Atlantic Treaty Organization.®*’ In December
2011, the Court found®®® that Greece’s objection violated the Interim Accord.
The applicant’s clear intentions to refer to itself by its constitutionally chosen
name within NATO (which ultimately resolved to delay a decision on
admission pending resolution of the name dispute) was considered not to
render Greece’s objection lawful. The Court seized the opportunity to
highlight the fact that the dispute has been ongoing for sixteen years, and to
remind the parties of their obligation under the Interim Accord to make good
faith efforts towards its resolution.

682. Commission of the European Communities v. Hellenic Republic, C-120/94 R 1-03037
(E.C.J. 29 Jun. 1994), at para. 8.

683. Ibid., para. 9. :

684. Ibid., para. 31.

685. Ibid., para. 48.

686. Interim Accord (with related letiers and translations of the Interim Accord in the
Languages of the Contracting Parties), Greece-the former Yugoslav Republic of
Macedonia, signed in New York 13 Sep. 1995, 1891 U.N.T.S. 1-32193; 34 LL.M. 1461
{13 Oct. 1995).

687. ICI, Press Release, The former Yugoslav Republic of Macedonia institutes proceedings
against Greece for a violation of Article 11 of the Interim Accord of 13 September 1995,
No. 2008/40 (17 Nov. 2008) (available at http://www.icj-cij.org/docket/files/142/
14881.pdf).

688. Application of the Interim Accord of 13 September 1995 (the former Yugoslav Republic
of Macedonia v. Greece), Judgment of 5 Dec. 2011,
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This dispute is a unique constellation® and though it remains unre-
solved, an attempt can be made to draw conclusions from the legality of
Greece’s demand that its neighbour avoid adopting the name ‘Macedonia’ in
order to broadly articulate limitations upon States’ sovereign rights to select
a name. Notably, leading scholars have avoided doing 50.%°° Omne highly
regarded text characterizes the matter as one of ‘political guarantees ensuring
that [the FRYOM] had no territorial claims towards a neighbouring Com-
munity state’.5*' Another sees the dispute as illustrative of the potential
problems inherent in States’ sovereign authority, but makes no statement as
to the legality of Greece’s demands.® The problem, it has been said, is that
this dispute:

both clarifies and obscures the status of country names in international
law. On the one hand, both the UN’s and the EU’s reactions suggest that
Greece's claim that a country’s choice of name could be a form of
aggression was not, as an abstract matter, per se unreasonable. Thus, it
appears that international law recognizes the theoretical possibility that
a country’s choice of name might amount to hostile propaganda against
a neighbour, such as in ‘the use of a denomination which implies
territorial claims.’ In so doing, it suggests that the presumed norm that
countries control their names has been weakened; conversely, it suggests
that the idea that one country has rights regarding another country’s use
of names might theoretically have more merit than many had previously
suspected,®

These comments attribute to States a right to select a name, but posit that this
right is not absolute. This is consistent with the principle of sovereignty,
which gives the State supreme but not absolute authority within its territory.
Interference in domestic matters is permitted by Article 2(7) of the United
Nations Charter, as well as by customary international law. Further, the
Friendly Relations Declaration requires that ‘every State shall refrain from
any action aimed at the partial or total disruption of the national unity or

689. Craven, What’s in ¢ Name?, 238 (characterizing this as ‘the first occasion in which it has
ever been suggested that a State, or for that matter a people, should not be the exclusive
determinants of their own cultural and political symbols”).

690, See Demetrius Andreas Floudas, Pardon? A Name for a Conflict? FRYOM s Dispute with
Greece Revisited, in The new Balkans: disintegration and reconsiruction (George A.
Kourvetaris et al. eds., East European Monographs 2002),

691. Malcolm N. Shaw QC, Internarional Law 452 (6th ed., Cambridge University Press
2008).

692. Colin Warbrick, States and Recognition in International Law, in International Law 241
(Malcom D. Evans ed., Oxford University Press 2006).

693. Froomkin, When We Say US™, We Mean It/, 856, quoting the European Commission’s
16 Dec. 1991 Guidelines on the Recognition of New States in Eastern Europe and in the
Soviet Union, as reprinted in Danilo Tirk, Declaration on Yugosiavia, 4(1) Eur, J, Int’]
L. 73, 73 (1993).
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territorial integrity of any other State or country,’®®* If the right of a State to
select and use a name is based on sovereignty, then this limitation must
correspondingly apply, meaning that one State’s name choice cannot consti-
tute an unlawful interference with the sovereignty of another State. Such an
interpretation is supported by the general principle of abuse of rights, which
serves to limit a State’s choice of name to the extent that the choice had the
effect of ‘inflict[ing] upon another State an injury which cannot be justified
by a legitimate consideration of its own advantage.’®> A link to the general
principle of good faith is equally clear given that ‘[a] state that acts in good
faith is unlikely to abuse its rights.”*® A related principle of ‘good
neighbourliness’ was raised by Judge ad hoc Roucounas and suggested in his
dissenting opinion to have been breached by the FRYOM.%’

The determination of whether one State’s choice of name constitutes an
unlawful interference with the sovereignty of another State or a breach of the
principles of good faith, abuse of rights or good neighbourliness depends
entirely on the facts in question.®*® As a result, it is impossible to develop
universal rules around the selection of country names. In the Macedonia
dispute, the European Commission Declaration on Yugoslavia required each
former Yugoslav republic to declare that it had agreed, inter alia, ‘to adopt
constitutional and political guarantees “ensuring that it has no territorial
claims” against a neighboring E.C. country and that it would not use a name
(e.g., Macedonia) that implied such claims and would conduct “no hostile
propaganda activities” against a neighbouring E.C. country.”®* This is likely
as precise as rules could be articulated. This difficulty, along with the
infrequency with which naming disputes have arisen,”® may help to explain

694. Declaration on Principles of International Law concerning Friendly Relations and
Cooperation among States in accordance with the Charter of the United Nations,
GA/MES/2625(XXV), U.N. Doc. A/8082 (1970).

695. L. Oppenheim, International Law: A Treatise 345 (8th ed., H. Lauterpacht ed.,
Longmans, Green & Co. 1955).

696. M. Byers, Abuse of Rights: An Old Principle, a New Age, 47 McGill L.J. 389, 406
(2002).

697. Application of the Interim Accord of 13 September 1995 (the former Yugoslav Republic
of Macedonia v. Greece), Judgment of 5 Dec. 2011 (Dissenting opinion of Judge ad hoc
Roucounas).

698. See Craven, What's in a Name?, 234, citing Case Concerning Military and Paramilitary
Activities in and Against Nicaragua (Nicaragua v. United States of America), 1.C.J. Rep.
1986 (1.C.J. 27 Jun. 1986).

699. European Community, Declaration on Yugoslavia and on the Guidelines on the
Recognition of New States (Extraordinary European Political Cooperation Ministerial
Meeting, Brussels, 16 Dec, 1991}, 31 1LL.M. 1485 (1992).
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the non-existence of expressly acknowledged, detailed rules of international
law on name selection.

There is no denying the potential for the choice of name by a State and
even the purely internal, domestic use of the name to provoke (intentionally
or unintentionally) changes in the world order. That part of the population in
State A might be motivated by State B’s choice of name to exercise a right
of self-determination is a realistic possibility. Yet self-determination in its
contemporary form is a right of peoples to be involved in a meaningful way
in the constitution and maintenance of the systems that govern their lives.”
The possibility that, as a right of peoples, self-determination encompasses a
right to self- or group-identify using geographic names is explored in
Chapter 9, below, along with other potential human rights bases of rights in
geographic names.

6.3.2.3 A Right of States to be Referred by Their Chosen
Name

A separate but related question is whether States have a right to be referred
to by their chosen name. As discussed above, there is a strong practical and
diplomatic incentive for States to have a name, but this does not necessarily
speak to the existence of a legal obligation to have a name either generally
or for a particular purpose. It has been noted earlier in this chapter that there
is a practice of using names in the functions of the UN, though there are no
provisions in the UN Charter that require members to have a name. The use
of names is directed in certain UN procedures, for example in General
Assembly plenary voting.”® Yet use of @ name is one matter, while use of a
State’s chosen name is another; the issue here is specifically whether, to give
one specific example, the United States of America is obliged to use the name
‘Russian Federation” when referring to that country within or even beyond
the UN context.

For the most part, the practice of using names in the UN is axiomatic.
Names are ordinarily used — and without any special emphasis on their being
used — in accordance with the wishes of the named UN member. One notable
instance of special emphasis is the General Assembly’s pronouncement ‘that,
in accordance with the desires of its people, South West Africa shall
henceforth be known as “Namibia”.’"® Applications are ordinarily accepted
using standardized language,’® and the new member is then referred to by

701. See Rupert Emerson, Self-Determination, 65 Am. 1. Int’l L. 459, 465-466 (1971).
702. General Assembly of the United Nations, Rules of Procedure and Comments, Rule 87.
703. Question of South West Africa, G.A. Res. 2372(XXII), U.N. Doc. AfRes/2372(XXII) (12
Jun. 1968).
704. General Assembly resolutions on administration are worded as follows:
The General Assembly,
Having received the recommendation of the Security Council of [date] that [State name]
should be admitted to membership in the United Nations,
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other members accordingly. The case of the FRYOM is in this context again
a unique constellation: the UN Security Council avoided making use of that
country’s chosen name when resolving on its membership application,
instead recommending admission of the ‘State whose application is con-
tained in document S/25147°, and then recommending the use of a
provisional name.” The General Assembly then admitted the so-called
‘former Yugoslav Republic of Macedonia’ using the standardized language
just noted.

The Russian Federation provides an example of a different situation,
that of an existing UN member changing its name. Leaving aside questions
of continuation of membership’® which lie outside the scope of this study,
the Russian Federation’s assumption of the Union of Soviet Socialist
Republics’ seat at the United Nations was characterized by then-President
Yeltsin as a simple name change. He simply requested ‘that the name
“Russian Federation” should be used in the United Nations in place of the
name “the Union of Soviet Socialist Republics”.””®” There is no record of
objection to this request,’® and the name ‘Russian Federation’ has accord-
ingly since been used in the UN General Assembly and Security Council.™®

Looking beyond these forums to the ICJ, it has been noted in the
previous section of this chapter in the context of legal personality that there
is uniform practice in referring to parties by name in ICJ disputes, and that
this practice is supported at least to some extent by the wording of Article
38(1) of the ICJ Rules. That Article does not expressly require that an official
name be used, but presumably the name of a UN member as per its admission
is the name that will be used. The ‘Macedonia’ case is illustrative: it was
docketed as ‘the former Yugoslav Republic of Macedonia v. Greece’. That
case nevertheless offers no particular support to the existence of a legal
obligation to refer to parties by their chosen name except insofar as it
evidences a sense of felt obligation on the FRYOM’s part to refer to itseif by
its provisional name as recommended by the UN Security Council. More
assistance would have been offered were the roles of the parties in that case
reversed (in other words, it would be interesting to see whether Greece would
identify the respondent as something other than the ‘former Yugoslav
Republic of Macedonia’). Greece’s counter-memorial and rejoinder did refer

Having considered the application for membership of [State name],
Decides to admit [State name] to membership in the United Nations.
See for example, Admission of the Republic of Montenegro to membership in the United
Nations.

705. 8.C. Res. 817, para. 2,

706. On continuation, see Yehuda Z. Blum, Russia Takes Over the Soviet Union’s Seat at the
United Nations, 3(2) Eur. J. Int’l L. 354 (1992).

707. U.N. Doc. 1991/RUSSIA, 1, excerpted in Blum, at 356.

708. See Crawford, 677.

709. See for example, UN.G.A. Res. A/RES/65/281 (17 Jun. 2011).
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to the ‘former Yugoslav Republic of Macedonia’,”'® which is procedurally
sensible, given that Greece was the respondent, but not expressly required by
Article 49 of the ICJ Rules, It is also interesting to note that the respondent
in the case against Greece before the ECJ was not identified as ‘Greece’ but
rather as the ‘“Hellenic Republic’ (the name under which it entered the Treaty
Establishing the European Community).”"!

Of these instances just discussed, the language that is most strongly
supportive of a right of members to be referred to by their chosen name is
that of the UN Security Council in directing other members to refer to the
‘former Yugoslav Republic of Macedonia’ and do so ‘for all purposes within
the United Nations’.”*? This, ironically, is not a case of a State being referred
to by its chosen name, but rather a provisional name to be used pending a
dispute involving the name. Even if this or perhaps the Namibia case or
standard practice offers a basis upon which a right of States to be referred to
by their chosen name can be asserted, this is an extremely limited right which
would prevent only alternative name use within and for UN purposes. This
would not prevent the use of alternative names (e.g., a reference to the United
Kingdom of Great Britain and Northern Ireland by the slang name ‘Old
Blighty’,”* or even a reference to that country as ‘Britain’ or ‘the UK’) by
a member of the GAC in ICANN discourse, a government official from
commenting to the press, or even in international relations outside of the UN
context, while acknowledging the potential detriment such actions might in
some instances have in terms of good international relations. Much of State
conduct around naming appears to have as its basis not clearly identifiable
legal rules but rather good international relations with the aim of avoidance
and resolution of disputes through good faith negotiations. The United
Nations Security Council has encouraged this from Greece and the
FRYOM,”"* though as-yet those States have been unable to achieve
resolution of their dispute.

710. Case Concerning the Application of Article 11, Paragraph I, of the Interim Accord of 13
September 1995 (The Former Yugoslav Republic of Macedonia v. Greece), Counter-
Memorial by Greece (L.C.J. 19 Ian. 2010) (available at http://www.icj-cij.org/docket/
files/142/16356.pdf); Case Concerning the Application of Article 11, Paragraph 1, of the
Interim Accord of 13 September 1995 (The Former Yugoslay Republic of Macedonia v.
Greece), Rejoinder of Greece (I.C.J. 27 Oct. 2010) (available at hup://www.icj-cij.org/
docket/files/142/16356.pdf).

711. Treaty Establishing the European Community (Consolidated Version) (25 Mar. 1957).

712. 8.C. Res. 817, para. 2.

713. Michael Quinion, World Wide Words: Blighty, http:.//www.worldwidewords.org/qa/qa-
blil.htm (accessed 15 Oct, 2012).

714, See 5.C. Res. 817.
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6.4 CONCLUSIONS ON RIGHTS IN GEOGRAPHIC
NAMES AS SUCH

Two related bases have been explored in this chapter as potential sources of
rights in geographic names under international law: Article 6ter of the Paris
Convention for the Protection of Industrial Property and the principle of
sovereignty. First, Article 6ter requires that States prohibit the registrability
as trademarks of State flags and other emblems, as well as the emblems of
IGOs. In this chapter, the interpretation of Article 6zer (1)(a) by WIPO has
been confirmed with reference to recent survey evidence and as-yet unsuc-
cessful attempts to amend that Article. The resuits of the questionnaire
drafted by the WIPO Standing Committee indicate that many States are
reserving country names from trademark registration even though they are
not obliged under Article 6ter to do so. An isolated instance of the use of the
notification procedure specified in Article 6ter (3) by Iceland has also been
highlighted, but other actions in this space suggest that this is a unique
interpretation of Article 6rer which does not constitute evidence of a custom
of reserving rights in country names.

From discussions around proposed amendments to widen the scope of
Article 6ter to include country names can be extrapolated the conclusion that
there currently is no international law recognizing rights in country names as
such that could be called upon to justify their exclusive use by States and the
prevention of their use by others. The analysis documented in this chapter
supports that view. It is only logical to reach the same conclusion as respects
sub-national names. That said, Article 6ter does not prevent States from
reserving rights in geographic names as such; it simply does not require that
they do so. The protection offered by ICANN through the gTLD Applicant
Guidebook is therefore not inconsistent with Article 6fer.

The second basis of rights evaluated in this chapter is the foundational
international law principle of sovereignty. Governments have looked to the
principle of sovereignty in order to justify what they view as an inherent right
to prevent others’ use of ‘their’ names. While there may be a growing body
of examples of conflict over private parties’ use of geographical names,”"*
there are surprisingly few examples of name conflicts between States. As a
result, there are very few constellations from which support of States’ rights
in country names can be drawn. In this chapter it has been considered that
there are actually three rights potentially encompassed in a right of States to
country names: a right to select a name, a right to object to another State’s
name, and a right to be referred to by a chosen name. In relation to none of
these is there an express right contained in any international convention,
though the ICJ Rules do refer to the identification of party names, while the
UN General Assembly Rules refer to plenary voting according to name. At

715. For examples, see discussion of UDRP cases involving geographic names at Part II,
Chapter 3, section 3.3.1.2 above.
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the same time, in relation to none of these is there an express denial of a
corresponding right in any international convention.

From the as-yet unresolved dispute between Greece and the FRYOM
over the name ‘Macedonia’ can be extracted certain conclusions about
States’ rights to select and object to a name, This dispute is the manifestation
of a rational tendency to select a name that happens to be based upon an
identity or history shared with neighbouring States. The escalation of this
dispute into an international legal dispute is, however, unique. From it and
other instances of name similarity not escalated into international disputes it
can be deduced that there is no rule of international law preventing one State
from selecting the same or similar name as another State’s. This dispute
suggests that a State’s right to select a name is not absolute, but rather is
limited by obligations not to encroach upon another State’s sovereignty and
to act in good faith. There are no clear rules to determine when this occurs,
nor is it practicable to attempt to develop rules beyond the general
proscription imposed upon the FRYOM not to interfere with the territorial
integrity of another State, Nor for the same reasons is it practicable to
develop rules around objections to States’ choice of name. These situations
can only be resolved on a case-by-case basis, having due regard to the facts
at issue.

As to the implications of these conclusions in the context of domain
names, conflicting applications for new geographic gTLDs are inevitable:
there are already in existence several constellations of similar country names
which, although they have not previously been disputed in the offline
context, could be the subject of a future challenge in the online context due
to the technical requirement of absolute name uniqueness and the policy
decision to prevent confusingly similar TLD strings. Although conflicting
applications for a .macedonia new gTLD were not made in the initial round
of top-level expansion under the New gTLD Program, these remain a real
possibility in future expansion rounds if the prohibition on applications for
country and territory names is lifted. It would be inappropriate to develop a
single rule of priority on the basis of sovereignty, simply because sovereignty
does not support such a rule. On this basis, as a matter of policy and to
preserve the stability of the internet and its DNS, ICANN should consider
refusing the creation of any geographic new gTLD for which competing
applications have been submitted.

Finally, to the extent that a right to be referred to by one’s chosen name
can be derived from practice within the UN and before the ICI, these are
limited to those specific contexts and will not serve to prevent failures to
properly identify a State in other contexts such as the DNS. Further, the
recognition of a right in that limited context is not alone determinative of the
exclusivity of a State’s rights in a particular name in that particular context,
or certainly in any other context.
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Chapter 7
Rights in Geographical Indications

The protection of geographical indications is not only about the protection
of names. It is about the protection of a certain quality and reputation that
is attributable to a product that is made in a defined place. A mere name
does not necessarily capture that concept of quality.”*®

7.1 GEOGRAPHICAL INDICATIONS AND WHY THEY
PRESENT CHALLENGES

Geographic names that are used to denote the particular geographic origin of
particular comestible products have since the early days of the Paris
Convention for the Protection of Industrial Property held a special legal
status separate from their potential registrability as trademarks. That status is,
however, nowhere near as clearly defined or harmonized as it is for
trademarks. When it comes to the recognition of rights under international
law in geographical indications and related origin-connoting natnes, the
question is therefore not whether rights are recognized, but whether the
extent of their recognition is sufficient to have any impact upon their
unauthorized use in a particular context such as the DNS.

The TRIPS Agreement contains provisions respecting ‘geographical
indications’, but since long before its coming into force there have been two
separate international treaty frameworks directed at the recognition of rights
in origin-connoting geographic names. Entirely different agreements, one
thing they have in common is a low number of signatories, as a result of

716. O'Connor, The law of geographical indications, 18.
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which they can both reasonably be characterized as failures. A different
picture emerges at the regional level, where the European Union in particular
has constructed a robust protection framework out of Member States’
traditions of recognizing rights.”"” Discussions on the issue of international
recognition of geographical indications suggest that efforts are driven by
Europe’s eagerness for other members of the international community to
embrace its framework or something closely resembling it.”'®

All members’'® of the WTO are required by the TRIPS Agreement to
provide the means to protect geographical indications against use that would
mislead the public or constitute unfair competition. It is up to members to
determine how to meet this requirement. There is a vast range of approaches,
including:

unfair competition and consumer protection, passing off, sui generis
protection of geographical indications via registration, passive protec-
tion where the concept of geographical indications is defined and
protection available through courts but no registration system, trade-
marks with geographical references, collective, guarantee and certifica-
tion trademarks, and administrative schemes of protection,’®

What the TRIPS Agreement provides is not a right in geographical
indications as such but rather a limited right to prevent particular kinds of
uses depending on the type of product to which the name relates. Impor-
tantly, as will be explored in detail throughout this chapter, a distinction is
made between indications relating to wine and spirits and indications relating
to other types of products.

This is as much as the WTO has - as-yet — managed to achieve in terms
of reaching agreement among its members, and even getting to this point was
difficult.”?! For those countries whose laws offer greater protection to
geographical indications, including protection of indications as such, the
TRIPS Agreement compromise offers little comfort because they see what is
at stake as being much more than mere names, but national identity.”** On the
other hand, for those countries in which geographical indications have not
traditionally been protected, the TRIPS compromise represents the edge of a
slippery slope; members’ ability to offer greater protection than that required
under the Agreement (the so-called ‘minimum standards framework’) gives

717. Ibid., 123.

718. See for example, Cottier, The Prospects for Intellectual Froperty in GATT, 404.

719. See WTO, Understanding the WTO: The Organization, Members and Observers.

720. O’Connor, The law of geographical indications, 67.

721, See Cottier, The Prospects for Intellectual Property in GATT, 404.

722. See Tomer Broude, Taking ‘Trade and Culture’ Seriously: Geographical Indications and
Cultural Protection in WTO Law, 26 U. Pa. J. Int’] Econ. L. 623, 661-622 (2005).
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rise to ‘a clear risk of excessive protection’ and of needing to make
fundamental changes to existing law.

As with geographic names generally, recent discussions about an
international standard of protection for geographical indications have been
motivated by the use of these names in the online environment. The World
Intellectual Property Organization’s WIPO I Report offered specific ex-
amples of unauthorized registrations of second-level domain names com-
prised of geographical indications, but as with geographic names generally,
it was concluded that the TRIPS Agreement offered insufficient support for
preventing this activity.”** A decade later, the registration of second-level
domain names comprised of geographical indications remains problematic,
With the expansion of the DNS through the New gTLD Program, this
problem will quickly and inevitably spread to the system’s top-level, as well
as into the lower levels of newly created gTLDs. It is therefore imperative to
examine the status of geographical indications under international law in
order to anticipate, and in at least some instances preventatively address,
specific issues with potential to arise during the DNS expansion process.

This chapter begins with an introduction to the legal concept of a
geographical indication and the international framework of protection that
remains in development after more than one hundred years. Mirroring the
way in which geographical indications are separated in this framework, the
analysis of legal rights that follows is divided into two parts, the first
exploring rights in wine and spirit geographical indications, and the second
exploring rights in geographical indications for other products.

7.1.1 GEOGRAPHICAL INDICATIONS, INDICATIONS OF SOURCE
AND APPELLATIONS OF ORIGIN

The term ‘geographical indication’ is one of three legal terms used to
describe geographic names that identify a particular product as originating
from a particular geographical location. ‘Geographical indication’ is the term
used by the TRIPS Agreement, Article 22(1) of which states: ‘Geographical
indications are, for the purposes of this Agreement, indications which
identify a good as originating in the territory of a Member, or a region or
locality in that territory, where a given quality, reputation or other charac-
teristic of the good is essentially attributable to its geographical origin.” Key
to this definition are three points; first, its limitation to ‘goods’; second, the
required nexus of the good with a particular territory; and third, the
demonstration of nexus through a ‘quality, reputation or other characteristic’
being ‘essentially attributable’ to geographical location. These three points

723. Thomas Cottier, The Agreement on Trade-Related Aspects of Intellectual Property
Rights, in Trade and Intellectual Property Protection in WTO Law: Collected Essays 145
(Cameron May 2005).

724. WIPO, WIPO Il Report, paras 223-228 and 237-245.
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differentiate geographical indications from ‘indications of source’ and
‘appellations of origin’, the two other legal terms used to describe geographic
names that identify a particular product as originating from a particular
geographical location,

The precise characteristics of each of these types of names are identified
immediately below, but as an initial matter the existence of significant points
of overlap between the three terms should be emphasized: all *appellations of
origin’ are considered to fall within the definition of ‘geographical indica-
tion’ while at the same time are also ‘considered to be a species of the genus
“indications of source”.”® It is nevertheless unwise to consider ‘geographi-
cal indication’ an ‘umbrella term’; ‘not all indications of source are covered
by the definition of geographical indications since not all of them would
necessarily have the “quality, reputation or other characteristic of the good
which is essentially attributable to its geographical origin”.’"*

Of the three terms, ‘indication of source’ is the broadest and longest in
use at the international level. What started as draft Article 6 at the 1880 Paris
Conference would ultimately take shape in Article 10 of the Paris Conven-
tion for the Protection of Industrial Property as a prohibition on the use of
false indications of the source of goods.™’ This prohibition was limited to the
use of false indications only to the extent that they were used in conjunction
with a false, fictitious, or deceptive trade name.””® Such narrow drafting
provoked a separate agreement in 1891, the Madrid Agreement for the
Repression of False or Deceptive Indications of Source (the ‘Madrid
(Indications of Source) Agreement’), which made actionable any ‘false or
deceptive indication’, whether direct or indirect, of the country or place of
origin.”™ Notably, no nexus to the territory in the form of characteristics or
reputation specifically attributable to the geographical location was required
under the Madrid (Indications of Source) Agreement. More than eighty years
later, the World Intellectual Property Organization’s Model Law for Devel-
oping Countries on Appellations of Origin and Geographical Indications
maintained this position, defining ‘indication of source’ as ‘any expression or
sign used to indicate that a product or service originates in a country or
region or a specific place’.™®

Despite the liberalization of Article 10 achieved at the 1958 Paris
Convention Revision Conference at Lisbon,’®' interest in yet stronger
protection led to another, separate agreement, the Lisbon Agreement for the

725. Bodenhausen, 23 (intemnal citations omitted).

726. O*Connor, The law of geographical indications, 24.

727. See Conrad, 23.

728. Ihid,

729, Madrid Agreement for the Repression of False or Deceptive Indications of Source on
Goods, Art. 1(1) (14 Apr. 1891), 828 U.N.T.S. 163,

730. WIPO, Model Law for Developing Countries on Appellations of Origin, PI/91/2, No.
809(E)(1975).

731, See Conrad, 23.
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Protection of Appellations of Origin and their International Registration (the
‘Lisbon Agreement’).”*? Article 2(1) of the Lisbon Agreement defines the
term ‘appellation of origin’ as ‘the geographical name of a country, region,
or locality, which serves to designate a product originating therein, the
quality and characteristics of which are due exclusively or essentially to the
geographic environment, including natural and human factors’. Unlike the
Paris Convention and Madrid (Indications of Source) Agreement, the Lisbon
Agreement applies only to geographic names and protects them as such;
symbols and other signs are not protected. Thus it offers stronger protection
than the previous agreements, but to a narrower set of indications,

Although Articles 22, 23 and 24 of the TRIPS Agreement were based on
the Lisbon Agreement, its definition of ‘geographical indication’ marks a
return to a broader scope of covered indications. The TRIPS Agreement does
not require that an indication be a geographic name, but where an indication
is geographic, it must relate to a single Member State only: country names
qualify, but cross-border regional names like ‘Caribbean’ do not.”* Further,
the TRIPS Agreement requires that an indication ‘identify” a ‘good’ rather
than ‘designate’ a ‘product’, though it has been concluded that this change in
wording is of no legal effect.”™* Finally, the TRIPS Agreement allows for a
good’s non-physical reputation to be the basis of its nexus to the geographi-
cal location, while the Lisbon Agreement requires a physical tie in the form
of quality and characteristics of a product as directly resulting from its
geographical location.

By reason of its inclusion in the TRIPS Agreement, to which all WTO
members are bound, the term ‘geographical indication’ is the most authori-
tative of these three terms for origin-connoting names. Neither the Madrid
(Indications of Source) Agreement nor the Lisbon Agreement has a critical
mass of contracting parties, the former with thirty-five and the latter with
twenty-seven.”>® In terms of an up-to-date exposition of rights, ‘geographical
indication’ is also the most appropriate term by reason of its use in the TRIPS
Agreement and in the Doha trade round agenda.™® This chapter thus
primarily focuses on ‘geographical indications’ as these are defined in the
TRIPS Agreement, with the goal of determining their status under interna-
tional law at the point of launch of ICANN’s New gTLD Program. Where

732. Lishon Agreement for the Protection of Appellaticns of Origin and their International
Registration (31 Oct. 1958, entered into force 25 Sep. 1966), 923 U.N.T.S. 205,

733. See O’Connor, The law of geographical indications, 52-53.

734. See Gervais, 294 n. 378.

735. WIPO, Lisbon Agreement (Total Comracting Parties: 27), http://www.wipo.int/treaties/
en/ShowResults.jsp?lang=en&treaty_id=10; WIPO, Madrid Agreement (Indications of
Source) (Total Contracting Parties: 35), http://www.wipo.int/treaties/en/ShowResults.
jspang=en&treaty_id=3 (accessed 15 Oct. 2012),

736. Doha WTO Ministerial Declaration, Att. 18, WTO Doc. WI/MIN(C1)/DECI1 (20 Nov.
2001) (available at hitp:.//www.wio.org/fenglish/thewto_e/minist_e/min01_e/mindeci_e.
htm).
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specific issues of overlap or conflict with the other two forms of rights
(‘appellations of origin’ or ‘indications of source’) are present, these are
identified,

7.1.2 THREE CONVENTIONS, THREE GROUPS OF GOODS

The immediately preceding section of this chapter identifies three conven-
tions that specifically address geographic names used to identify a particular
product as originating from a particular geographical location: the Madrid
(Indications of Source), Lisbon and TRIPS Agreements. These three con-
ventions are distinguishable not only by the subject matter they protect
(‘indication of source’, ‘appellation of origin’ and ‘geographical indication’,
respectively) but also by the level of protection extended to their respective
subject matters.

Of the three conventions, the Lisbon Agreement offers the highest level
of protection by recognizing rights in appellations of origin through a
registration system comparable to the trademark system. Members are
required by Article 1(2) to protect through domestic law all appellations of
origin ‘as such’, meaning that only rights in the nature of exclusive property
are recognized and recorded in the register. Mere limitations on the use of
appellations through, for example, consumer protection, tort, unfair compe-
tition law or equitable principles are not sufficient. Specifically, domestic law
must prohibit, pursuant to Article 3, all usurpation or imitation, including
‘style’ or ‘type’ indications. All appellations are treated equally, without
regard to type of product, and appeilations protected in the home country are
immunized under Article 6 from ‘genericization’ in all signatory States. This
means that protection can never be lost on the grounds that the public has
come to equate the geographic name with a general type of product, unless
this happens in the country of origin or for some other reason protected status
is lost there. This high level of protection, and in particular the protection
against genericization, helps to explain the relatively low number of
signatories™ to this agreement of whom several, not coincidentally, are the
strongest advocates of increasing geographical indication protection in the
WTO Doha trade negotiations round. These efforts are discussed in detail
later in this chapter.

The Madrid (Indications of Source) Agreement, by contrast, covers a
broader scope of indications but offers them a lower standard of protection,
preventing only false and misleading use. Use includes representations on a

737. Contracting parties comprise: Algeria, Bulgaria, Burkina Faso, Congo, Costa Rica, Cuba,
Czech Republic, Democratic People’s Republic of Korea, France, Gabon, Georgia,
Greece (not in force), Haiti, Hungary, Iran (Islamic Republic of), Israel, Italy, Mexico,
Montenegro, Morocco (not in force), Nicaragua, Peru, Portugal, Republic of Mcldova,
Romania (not in force), Serbia, Slovakia, Spain (not in force), the former Yugoslav
Republic of Macedonia, Toge, Tunisia, Turkey (not in force). WIPO, Lishon Agreement
(Total Contracting Parties: 27).
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product as well as advertising and related communications — what the
Agreement terms at Article 1(1) ‘direct’ and ‘indirect’. Other than its
broadening of protection to not merely false but misleading indications, there
are few substantive differences between the Madrid (Indications of Source)
Agreement and the protection offered under the Paris Convention.”® On the
issue of genericization, members are prevented by Article 4 from treating any
indications for wine as generic terms. This protection is not extended to other
products.

TRIPS Agreement members, by far the most numerous of these three
conventions, are required to prevent the importation of goods that directly or
indirectly use false indications under Article 10 of the Paris Convention, by
virtue of that convention’s inclusion by reference. This is despite the fact that
Article 10 was not initiaily geared toward origin statements: Article 10(1)
requires no nexus to a geographical location; false indication of the ‘identity
of the producer, manufacturer, or merchant’ is actionable. Given the
necessarily commercial nature of this right and its broader applicability to
geographic names other than geographical indications, Article 10 is dis-
cussed in the next chapter, which focuses on unfair competition and related
rights arising out of the commercial use of geographic names.

Articles 22 through 24 of the TRIPS Agreement are, on the other hand,
specifically focused on geographical indications and are set out in that
Agreement under a separate heading of that name. Nexus to territory is
required, but ‘any aspect or element of geographical origin, known or
unknown, physical or human, may underpin a quality, reputation or other
characteristic of a good identified as originating in a particular place.’”®
More clearly than the Madrid (Indications of Source) Agreement but unlike
the Lisbon Agreement, protected indications are divided into two groups by
the type of product they identify: wines and spirits, and other products. The
scope of protection afforded under the TRIPS Agreement to these two groups
of products is explored next, and areas of conflict between this protection and
the use of protected names in the DNS are identified.

72 RIGHTS IN GEOGRAPHICAL INDICATIONS
UNDER THE TRIPS AGREEMENT

7.2.1 SCOPE OF PROTECTION FOR WINE AND SPIRIT
GEOGRAPHICAL INDICATIONS

There has long been a practice in Europe of identifying wines by the name
of the region from which they originate. Chianti has been identified as

738. See O'Connor, The law of geographical indications, 31.
739. Ibid., 54.
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possibly being the first legally defined geographical indication, its status
having been declared by a Decree of Grand Duke Cosimo III dé Medici in
1716.7*® The name ‘Champagne’, the globally-recognized icon for the many
issues and questions surrounding the recognition of rights in geographical
indications at an international level, is said to have been formally recognized
in 1887 by the Angers Court for use only in connection with wines produced
and grown in the Champagne region of France.”! This was not the first
recognition of a geographical indication in France, but rather the start of a
period of momentum in which courts ‘confirmed that the name of a locality
belonged to all the inhabitants that had interest to exploit it to make the
situation of their establishment known, and the place of origin or of
manufacturing of their products.’”*?

The concern in early cases recognizing geographical indications seems
not to have been the identification of particular characteristics of products as
a nexus to the territory of origin; rather, the names served purely to link
geographical location of fabrication with product.”® Today, Article 22(1) of
the TRIPS Agreement requires that there be a deeper nexus between territory
and product: it is not sufficient that a good simply originate from a defined
geographical location. For all products, not just wines and spirits, it must be
shown that ‘a given quality, reputation or other characteristic of the good is
essentially attributable to its geographical origin.” In meeting this standard,
‘any aspect or element of geographical origin, known or unknown, physical
or human, may underpin a quality, reputation or other characteristic of a good
identified as originating in a particular place.””*

A nod to their longstanding use in the ‘Old World’, Article 23 of the
TRIPS Agreement accords a higher level of protection to wine and spirit
geographical indications than it does to indications for other goods. Specifi-
cally, Article 23(1) sets a standard of absolute protection, meaning that it
requires Member States to prevent all uses of a wine or spirit geographical
indication on wines or spirits not originating in the identified geographical
location, ‘even where the true origin of the goods is indicated or the
geographical indication is used in translation or accompanied by expressions
such as “kind”, “type”, “style”, “imitation” or the like.” Article 23(2) further
prevents registration and requires invalidation of trademarks containing or
consisting of a geographical name of a wine or spirit for wines or spirits.

To wines alone, the TRIPS Agreement directs further refinements in
their current and future recognition. As to their current recognition, Article

740. See Broude, 666.

741. See Alessandre Stanziani, Wine Reputation and Quality Controls: The Origin of the
AOCs in I9h Century France, 18 Eur. 1. L. Econ. 149, 157-8 (2004).

742. Ibid., 157 (internal citations omitted).

743. Ibid., 157-158.

744. O’Connor, The law of geographical indications, 54.
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23(3) recognizes homonymous geographical indications, thus acknowledg-
ing the potential for a ‘New World’ wine region to have been named by its
inhabitants after the ‘Old World’ wine region from which they emigrated. As
to future recognition, Article 23(4) directs that negotiations be undertaken
regarding the establishment of a ‘muitilateral system of notification and
registration of geographical indications for wines eligible for protection’ in
their home country. This is the highest level of protection (and potential for
future protection) offered to geographical indications under the TRIPS
Agreement, and yet it still leaves many gaps into which unchallengeable uses
may fall.

7.2.2 ISSUES FOR WINE AND SPIRIT GEOGRAPHICAL
INDICATIONS AS GTLD STRINGS

7.2.2.1 Top-Level Domains Offer a Service, Not Goods

The WIPO II Report highlighted ‘two fundamental problems in endeavoring
to apply the existing international legal framework to prevent the bad faith
misuse of geographical indications in the DNS.’?** The first of these is the
limitation of protection to geographical indications used to identify goods. In
respect of second-level domain names, it was concluded:

The mere registration of a geographical indication as a domain name by
someone with no connection whatsoever with the geographical locality
in question, however cheap and tawdry a practice, does not appear to be,
on its own, a violation of existing international legal rules with respect
to false indications of source and geographical indications. Such a
registration may violate existing standards if it is associated with
conduct relating to goods. ... one can imagine various hypothetical uses
of domain name registrations with respect to goods which might be
considered to constitute violations of the provisions on the protection of
geographical indications in the TRIPS Agreement. However, there are
many circumstances in which a domain name registration, even though
constituting a false or unauthorized use of a geographical indication,
may not constitute a violation of existing international rules because
there is no relationship between the domain name and goods.”*®

An obvious corollary to the limitation to goods is the exclusion of services,
which has been subjected to scrutiny. The term ‘good’ notably replaces
‘product’, the term used in the Lisbon and Madrid (Indications of Source)
Agreements and the Paris Convention, and this has been interpreted as
evidence of the drafters’ intention to exclude services from Articles 22 and

745. WIPO, WIPO II Report, para. 239.
746, Ibid., para. 240.
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23: ‘It seems that where negotiators wanted to indicate that a rule in respect
of indications applied to services as well as goods, they said so.””*” Others
have also reached this conclusion.”™® Thus, for example, a registration of the
domain name www.champagne.com must be prevented pursuant to Article
23(1) if the website operated under that name purported to sell or offer for
sale sparkling wines not originating in Champagne, France or ‘Champagne-
type’ sparkling wines. It could not be prevented if the website offered
information about such products not in the context of advertising their sale
or if it offered other services (such as hospitality and tourism services offered
by a hoteliers’ association in the Champagne region). The existing interna-
tional legal framework thus offers, in the words of the WIPO IT Report, ‘only
a partial solution to the problem of” registration of geographical indications
as second-level domain names.”®

By contrast, the existing international legal framework offers no
solution at all at the top-level of the DNS. The explanation for this lies in the
fundamental differences between the top and lower levels of the DNS, which
have been comprehensively discussed in Chapter 2. To summarize that
discussion, second and lower level domain names have come to be used to
identify the content of the websites to which they point. Use of a
geographical indication in connection with goods is possible (though not
inevitable) in that environment, where the domain name serves to identify
goods offered for sale by means of an associated website. Use of a
geographical indication in connection with goods is not possible, however,
where the domain name serves to identify a communications portal for use
by others for a variety of purposes (offering goods or services, expressing an
opinion, reporting news, etc.) as top-level domains do. Top-level domains are
themselves a service: the registry’s primary function is to maintain an
up-to-date listing of all of the second-level domain name registrations within
them. This facilitates access to and between the registrants of those domain
names, the registrants of domain names in other top-level domains and
internet users. In short, top-level domain registries have no inherent
connection to goods. They provide an environment in which others can
self-identify and make available information which may or may not be
connected to goods. A .football top-level domain, for example, would have
only an indirect connection, if even any, to footballs. Rather, .football
identifies itself as a space in which web users are able to communicate with

747, Gervais, 298. As an example of an explicit application to services, Gervais points to Art.
24(6) of the TRIPS Agreement.

748. See for example, O’ Connor, The law of geographical indications, 53. It is also interesting
to note the reference to Art. 22 in the Jamaican delegation’s proposal regarding the scope
of Art. 6ter of the Paris Convention, in which concern 1s expressed at that provision’s
failure to cover services. See WIPQ Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications, Report Adopted by the Standing
Committee, para. 311, SCT/21/8.

745. WIPO, WIPO I Report, para. 240,
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others, most likely about things having to do with ‘football’, which term has
multiple interpretations (an item of sports equipment as well as various forms
worldwide of a sport called ‘football’). The same can be said of a
.champagne or a .parmigiano-reggiano top-level domain.

This means that Article 23 of the TRIPS Agreement offers no protection
against uses of geographical indications for wines and spirits at the top-level
of the DNS, Even to the extent that the second ‘fundamental problem’
identified in the WIPO II Report — the lack of harmonization as to the
recognition of geographical indications™® — was somehow resolved, this
would not change the outcome as regards geographical indications’ use as a
top-level domain. To impute a connection with goods to a top-level domain
is to deny the very structure of the DNS. For this reason, expansion at the
top-level cannot simply mirror the geographical indjcations community’s
attempts at managing growth at the second-level; the issues are similar, but
clearly not the same,

7.2.2.2 Homonymous Wine Geographical Indications Possible,
TLDs Impossible

Another issue that can be managed at the second-level of the DNS but proves
insurmountable at its top-level is that of homonyms. Article 23(3) of the
TRIPS Agreement recognizes homonymous geographical indications for
wines by requiring that they be protected and also that the States involved
resolve conflicts by establishing means of differentiation. In so doing, States
are to ensure not only that consumers are not misled, but also that the
producers involved are treated equitably. This recognition is made ‘subject to
the provisions of paragraph 4 of Article 22, which prevent the use of
geographical indications that are ‘literally true as to the territory’ but
nevertheless ‘falsely represent to the public that the goods originate in
another territory’. Recognition of homonyms enables, for example, the
co-existence of Rioja as a geographical indication identifying wines from the
Rioja region of Spain as well as a geographical indication identifying wines
from the Rioja region of Argentina.”

750. Ibid., para. 241.

751. Based on the example offered by Daniel Gervais of Rioja regions and wines in both
Argentina and Spain in The TRIPS Agreement: Drafting history and analysis, 306 n. 419.
This example is also used in Irene Calboli, Expanding the Protection of Geographical
Indications of Origin under TRIPS: ‘Old’ Debate or ‘New’ Opportunity?, 10(2) Marq.
Imtell. Prop. L. Rev. 182, 192 (2006) (citing Felix Adder & Alexandra Grazioli,
Geographical Indications beyond Wines and Spirits: A Roadmap for a Better Protection
for Geographical Indications in the WTO/TRIPS Agreement, 5 1. World. Intell. Prop.
865, 879 (2002)). See also Iris V. Quadro & Martin Chajchir, Nineteenth Yearly Review
of International Trademark Jurisprudence, 102 Trademark Rep. 455, 468-469 at
‘Argentina: I1.C.3. Geographical Indications/Appellations of Origin’ (2012).
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The sorts of ‘creative solutions’’? that might be employed to distin-
guish wines identified by homonymous names to achieve their co-existence
as ‘offline’ geographical indications are of some assistance at the second-
level of the DNS, but of no effect at the system’s top-level. Domain names
require only absolute uniqueness, so variation at the second-level, even
minor, can serve to distinguish a www.riojaspain.com from a www.riojaar-
gentina.com. Even easier, and indeed in direct acknowledgement of the
territorial nexus of geographical indications, would be to distinguish hom-
onym wines through the use of country code top-level domains: www.rio-
ja.es and www.rioja.ar. Yet this sort of variation is not possible at the
top-level of the DNS, where concerns about user confusion are captured in
the gTLD Applicant Guidebook via rejection and objection on grounds of
confusing similarity.”® In other words, the bar is set higher than absolute
uniqueness for top-level domain strings, and there is simply no way to
accommodate homonyms for wines or indeed for any other products even if
these were at some point to receive a consistent level of protection under
international law. Put simply, there cannot be more than one .rioja internet
top-level domain.

Even the availability of IDNs (domain names in non-Latin language
scripts) is unlikely to offer a satisfactory answer to this problem given the
likelihood that in addition to retaining the name of their ‘Old World’ region,
emigrants also retained the language of their country of origin or at least a
version of it insufficiently distinguishable from the original to survive
objection on grounds of confusing similarity. Whether the States involved in
a conflict over homonymous geographical indication new gTLDs could reach
the sort of compromise called for by Article 23(3) is questionable. Also
questionable is two States reaching agreement to share a gTLD, with the
result that resolution of conflicting applications will be left to community
priority evaluation and/or auction.”* The result under either all-or-nothing
approach is a losing party’s exclusion from the top-level of the DNS. Even
if a sufficiently different {(and agreeable) alternative string exists, the gTLD
applicant must wait until a subsequent DNS expansion round to apply for it.

Member States likely to find themselves in this position should consider
that ‘if the solution adopted by a Member prejudiced the producers of
another Member or could objectively mislead consumers, it could be argued
that that Member had failed to comply with’™® Article 23(3). Applying this
logic to the New gTLD Program, a State’s authorization of a geographical
indication new gTLD application would violate Article 23(3) of the TRIPS
Agreement if it ‘prejudiced the producers’ of products in another State
identified by an identical geographical indication. It is not difficult to come

752. Gervais, 307.

753. ICANN, gTLD Applicant Guidebook, section 3.2.2.1.
754. Ibid., section 4.1,

755. Gervais, 307.
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to the conclusion that exclusion from the DNS root would indeed prejudice
the holders of a competing geographical indication. Although likely to be few
in number, conflict between homonymous geographical indications has the
potential to be extremely problematic. It is imperative that the States likely
to be embroiled in such conflicts (which should be easy to identify given that
they would already presumably have taken action in the offline context
pursuant to Article 23(3)) give consideration to this issue and develop
strategies for addressing it.

In conclusion, it appears impossible to extend the protection offered by
Article 23 of the TRIPS Agreement to geographical indications for wines and
spirits at the top-level of the DNS. Geographical indications for other
products receive an even lower level of protection, and in the next section it
will be shown that these are also unable to be protected against unauthorized
use as gTLDs,

7.23 SCOPE OF PROTECTION OF OTHER PRODUCT
GEOGRAPHICAL INDICATIONS

While geographical indications for wine and spirits receive what is charac-
terized as ‘absolute’ protection under the TRIPS Agreement, indications for
all other products are said to receive only ‘relative’ protection.”*® Specifi-
cally, Article 22(2) requires that Members prevent any use of a geographical
indication that is misleading as to the true geographic origin of the goods. It
does so by requiring Member States to take steps to prevent any communi-
cation ‘that indicates or suggests that the good in question originates in a
geographical area other than the true place of origin’. Acts of competition or
confusion with goods of a competitor are notably not limited, but this
provision ‘would seem to require at least trying to benefit from or denigrate
the reputation of an industrial sector.””*’ Article 22 also brings geographical
indications meeting the TRIPS definition of that term within the scope of
Article 10bis of the Paris Convention, effectively expanding the scope of

756. See Stephen A. Bowers, Location, Location, Location: The case against extending
geographical indication protection under the TRIPS Agreement, 31(2) ALPL.A. Q. 1.
129, 131 (2003); Thomas Cottier & Marion Panizzen, Traditional Knowledge and
Geographical Indications: Foundations, Interests and Negotiating Positions, in Trade
and Intellectual Property Protection in WTO Law: Collected Essays (Cameron May
2005); Lynne Beresford, Geographical Indications: The Current Landscape. But see
Dwijen Rangnekar, Demanding Stronger Protection for Geographical Indications: The
Relationship between Local Knowledge, Information and Reputation, #2004-11 United
Nations University-INTECH Discussion Paper Series (2004} (arguing that it is inappro-
priate to consider Art. 23 as ‘absolute’ protection).

757. Gervais, 301.
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Article 10bis since it does not otherwise apply to origin statements.”® The
effect of this is explored in detail in Chapter 8.

As noted in the preceding section of this chapter, the TRIPS Agreement
preserves the origin-connoting nature of geographical indications: specifi-
cally, Article 22 permits the nexus between good and territory to be not only
particular physical characteristics but the intangible attribute of reputation.
This is a significant point of departure from the Lisbon Agreement, which
limits protectable appellations of origin to those whose quality and charac-
teristics are attributable to geographical location. The TRIPS Agreement
broadens the scope of protectable indications, but this does not impact upon
the level of protection offered. Unlike the protection offered by Article 23 to
geographical indications for wines and spirits, Article 22 does not require the
prevention of ‘kind’, ‘type’, ‘style’, ‘imitation’ or similar uses of geographi-
cal indications for other products. This is subject only to the limitation in
Article 22(4) prohibiting indications that are ‘literally true as to the territory’
but nevertheless ‘falsely represent to the public that the goods originate in
another territory’.

Like unauthorized wine and spirit geographical indication TLD strings,
unauthorized use of geographical indications for other products is not
preventable. This is not simply because they receive a lower level of
protection under the TRIPS Agreement relative to wine and spirit geographi-
cal indications, but because the protection they do receive is limited, as with
wine and spirit geographical indications, to names identifying goods. As
recognized in the WIPO II Report more than a decade ago, the use of
geographical indications as second-level domain names to lure prospective
consumers to a website offering products other than those true to geographi-
cal origin could fall within the scope of Aricle 22(2)(a).”® Top-level
domains’ lack of connection to goods renders TLD strings comprised of
non-wine or spirit geographical indications in all cases unpreventable.

This conclusion can be reached without consideration of another a key
impediment to the recognition of rights at the international level in
geographical indications, which is the lack of harmonization of protection at
the international level. This was characterized as one of the ‘fundamental
problems’ in the WIPO II Report.”® In practical terms, the lack of
harmonization means that a name protected in one jurisdiction may not be
protected in others. This is the heart of the divide between countries that
support recognition and those that do not, a division that has only become
further entrenched in the negotiations called for by Article 23(4) of the

758. See Conrad, 35-36 (further arguing at 36 that the TRIPS Agreement ‘extends the purview
of Ariicle 10bis for the members of GATT/TRIPs without revealing that it is not simply
the incorporation of a parallel treaty, but an extension of its scope’ (internal citations
omitted)).

759. See WIPO, WIP(O II Report, para. 240,

760. Ibid., para. 241.
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TRIPS Agreement. In the remaining section of this chapter, the status of
those negotiations is explored as a foundation for considering the possible
effect that the New gTLD Program will have on the future recognition of
rights in geographical indications. Two other issues are additionally taken up
given their relevance to new gTLD applications: the impact of an interna-
tional register on the recognition of rights in the DNS and issues of priority
between trademarks and geographical indications.

7.3 OTHER ISSUES FACING GEOGRAPHICAL
INDICATIONS IN THE DNS

7.3.1 INTERNATIONAL NOTIFICATION AND REGISTRATION
SYSTEM

A primary reason offered in the WIPO II Report for not including
geographical indications within the scope of the Uniform Domain Name
Dispute Resolution Policy (UDRP) was the lack of harmonization at the
international level on the recognition of rights and, therefore, the inability to
point to one clear international owner of any given geographical indica-
tion.”s! In the TRIPS-plus environment, side agreements might, if sufficient
in number of signatories and patched together, offer geographical indications
the subject of those agreements a level of recognition that comes closer to
being equivalent to a universal convention,”® but this would require a
significant amount of research to discern which indications these might be,
if any. An international register would remove this problem, putting all on
clear notice of the existence and owner of recognized geographical indica-
tions. This is the solution proposed by Article 23(4) of the TRIPS Agreement
for geographical indications for wines.

The Lisbon Agreement’s establishment of an international notification
and registration system has far broader application in that it incorporates
geographical indications for all products, not only wines. That agreement has
already established an International Register which is maintained by WIPO
on behalf of the twenty-seven signatories. Despite that relatively low
number, the involvement of ‘Old World’ countries such as France, the Czech

761. Ibid., at Executive summary para. (iv) and paras 241-243,

762. See Peter Drahos, BITS and BIPS: Bilateralism in Intellectual Property, 4 1. World Intell.
Prop. 791, 802 (2001) (‘The key point is that the MFN principle in TRIPS, when
combined with bilateralism on intellectual property, will have the effect of spreading and
setting new minimum standards of intellectual property faster than would have happened
otherwise.”). See also Lucas S. Michels, A Blueprint for International TRIPS-plus
Geographical Indications Protections? An analysis of geographical indication protec-
tion proposals in the European Union — India Bilateral Trade and Invesiment Agreement,
15 Gonzaga J, Int'l L. 2 (2011-2012).
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Republic, Italy, Portugal and Spain makes the total number of registrations
significant; France alone has more than five hundred.” Appellations of
origin registered under the Lisbon Agreement stand to benefit from their
higher level of recognition in the New gTLD Program by reason of their
being ‘protected by a statute or treaty’ and thus eligible for inclusion in the
Trademark Clearinghouse,”® the database of authenticated legal rights that
underpins several rights protection mechanisms available in new gTLDs.
While the International Register is the Lisbon Agreement’s most
significant contribution to the cause of protecting geographical indications at
the international level, it is equally a deterrent for those who oppose
recognition. This explains the absence of ‘New World’ wine producing
countries such as the United States, Australia, Chile and Argentina from the
ranks of Lisbon Agreement signatories. This dichotomy continues to mani-
fest itself in the negotiations called for by Article 23(4). Those negotiations,
considered part of the TRIPS Agreement’s ‘built-in agenda’,’®* commenced
in 1998, The intervening years have seen little progress beyond a volley of
proposals authored on the one side by the European Community”®® and on
the other by Japan and the United States, later joined by Canada and Chile.”’
Since the year 2000, these proposals have focused on two issues: first, the
international notification system for wines and second, the extension of the
additional degree of protection offered to wines and spirits to other products.
For a time, the latter issue seemed to dominate discussions, with a surprising
number of ‘New World’ countries joining in support’® of extension amidst
confusion as to whether the Doha Ministerial Declaration mandated this
debate.’®® The Doha Ministerial Declaration set a deadline for decisions
regarding the establishment of an international notification and registration
system for the Fifth Session of the Ministerial Conference held in Cancun,

763. See WIPO, Appellations of Origin, hitp:/fwww.wipo.int/ipdi/en/lisbon/lisbon-map.jsp
{accessed 15 Oct. 2012).

764. ICANN, New gTLD Applicant Guidebook, Trademark Clearinghouse, section 3.2.5.

765. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Report (1996)
of the Council for TRIPS, Part IHl, (1996) IP/C/8 96-4704.

766. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Implementation
of Article 23.4 of the TRIPS Agreement relating to the establishment of a multilateral
system of notification and registrazion of geographical indications, (2000) IP/C/W/107
Communication from the Buropean Communities and their Member States, Rev, |
00-2521,

767. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Proposal for a
multilateral system for notification and registration of geographical indications based on
Article 23.4 of the TRIPS Agreement, (1999) IP/C/W/133/Rev.]1 Communication from
Canada, Chile, Japan and the United States, Rev. 1 99-3125,

768. WTO Council for Trade-Related Aspects of Intellectual Property Rights, Proposal from
Bulgaria, Cuba, Czech Republic, Egypt, Iceland, India, Jamaica, Kenya, Liechienstein,
Mauritius, Nigeria, Pakistan, Slovenia, Sri Lanka, Switzerland, Turkey and Venezuela
{Revision), (2001) IP/C/W/247/Rev.1 01-2491.

769. See Gervais, 46-47. To clarify, ‘the Doha Declarations do not add to or diminish legal
obligations. The question to be considered is whether there is flexibility within the WTO
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in late 2003.77° That deadline has come and gone, and although progress was
reportedly made in early 2011 in drafting a ‘composite text’ that sets out all
of the views thus far expressed,””' no agreement has been reached. Nor has
agreement been reached on the issue of extension of protection.””?

Were it not the case that geographical indications’ connection to goods
otherwise barred the applicability in the DNS of the protection afforded them
under the TRIPS Agreement, an international notification and registration
system would greatly facilitate the allocation of geographical indication new
gTLDs. Such a system already exists to a certain extent at a domestic level
even in countries that do not protect geographic indications as such.”” This
occurs through trademark law in cases where geographical indications are
able, most commonly as a collective mark, to satisfy registration criteria.”’*
The availability of collective mark registration is but one of the many ways
that TRIPS members have fulfilled their obligations to prevent misuse of
geographical indications.””

One can envisage a notification system for rights in geographical
indications functioning in a manner similar to the Trademark Claims service
developed through ICANN’s New gTLD Program. This service is intended
to put would be domain name applicants on notice of existing rights and offer
them the choice of either terminating or continuing with a domain name
application.”” Owners of marks in the Trademark Clearinghouse are to be
notified of completed registrations, thus putting them in a better position to
challenge such registrations. The term ‘owners’ is not entirely appropriate in

legal regime for binding legislative decisions that do not change obligations.” Steve
Chamovitz, The Legal Status of the Doha Declarations, 5 1. Int’l Econ. L. 207, 210
(2002).

770. Doha WTO Ministerial Declaration, Axt. 18, WI/MIN(01)/DEC1, 20 Nov. 2001
(available at htp:/www.wto.org/english/thewto_e/minist e/min01_e/mindecl_e.htmy).

771. WTOQ, Multilateral system of notification and registration of geographical indications for
wines and spirits: Report by the Chairman, Ambassador Darlington Mwape (Zambia) to
the Trade Negotiations Committee, TNAP/21, (21 Apr. 2011) (available at http:/
www.wto.arg/english/tratop_e/dda_e/chair_texts11_e/ftrips_e.doc).

772. See WTO, Issues related to the extension of the protection of geographical indications
provided for in Article 23 of the TRIPS Agreement to products other than wines and
spirits and those related to the relationship between the TRIPS Agreement and the
Convention on Biological Diversity: Report by the Director-General, WT/GC/W/633
and TN/C/W/61 (21 Apr. 2011) (available at http://docsonline. wto.org/fimrd/directdoc,
asp?DDFDocuments/t/ WT/GC/W633.doc).

773. See Justin Hughes, Champagne, Feta, and Bourbon: The Spirited Debate about
Geographical Indications, 58 Hastings L.J. 299, 331 (2006) (discussing the level of
regulatory intervention in France’s protection of appellations and the United States’ use
of trademark law).

774. Collective marks are discussed in Part IIT, Chapter 5, section 5.3 above.

775. See n. 720 above and accompanying text. On the protection of geographical indications
as collective marks under US law, see Beresford, 984,

776. The Trademark Clearinghouse is discussed in detail in Part II, Chapter 3, section 3.2.2
above.
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the context of geographical indications given their communal rather than
individual nature,””” but this fact does not impede the development of a
register. The entrenched position of a number of States against more specific
international protection of geographical indications makes the establishment
of such a system unlikely, however, without a broader consideration of where
they fit within the WTO Agreement framework and other issues arising under
the Doha trade negotiations mandate.””

732 CONFLICT BETWEEN TRADEMARKS AND GEOGRAPHICAL
INDICATIONS

While it is certainly the case that registration as a standard, collective or
certification mark has advantages for geographical indications, the availabil-
ity of multiple forms of protection raises the potential for conflict between
them, Despite having been considered conceptual ‘eqnivalents’ in the context
of a comparison of European Union and domestic legislation,””® geographi-
cal indications and trademarks (all forms) are distinctly separate subject
matter under international law, and the legal rights in them do not in all
circumstances align.

The first problem lies in the issue of priority as between trademarks and
geographical indications. In other words, where one rights holder claims
rights in a trademark and another in the same name as a geographical
indication, which one prevails? While the Paris Convention operates from a
“first in time, first in right’ principle, it has been considered that this is limited
to trademarks as against other trademarks.™® This does not resolve the
conflict but rather re-characterizes the issue to be resolved in terms of ““who
has the better right to use a geographical name?”, and not “who used a
geographical name first?”7®!

The Lisbon Agreement, perhaps unsurprisingly given that it offers the
highest level of protection of the existing international conventions, gives a
measure of priority to protected appellations of origin. Article 5(3) of that
agreement requires that States protect an internationally registered appella-
tion unless it is declared within a year that the State is unable to ensure
protection. Grounds for such a declaration are not specifically provided in the
agreement, but it is presumed that an appellation’s treatment as generic or the

777. See Conrad, 12; Calboli, 185.

778. See Cottier & Panizzon, Traditional Knowledge and Geographical Indications.

779. Lionel Bently & Brad Sherman, The Impact of European Geographical Indications on
National Rights in Member States, 96 Trademark Rep. 850, 877-878 (2006). Bently and
Sherman further note that the authors of Kerly’s Law of Trade Marks and Trade Names,
Britain’s leading treatise on trademark law, support this view.

780. See O'Connor, The law of geographical indications, 115.

781. Ibid.
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existence of prior rights would fall within this ambit.”®> Where a declaration
is not made, conflicting prior rights must be phased out within two years
pursuant to Article 5(6).

The presumed prevailing position on priority under the TRIPS Agree-
ment is that Article 16 confers priority on a first registered trademark,”® but
this is not a universally held view.”®* Under the heading ‘Rights Conferred’,
Article 16(1) gives trademark owners the exclusive right to prevent the use
of ‘identical or similar signs’. The loose definition of ‘signs’ in Article 15
(headed ‘Protectable Subject Matter’) suggests that this priority is conferred
only as against other trademarks. Article 24(5), on the other hand, provides:

Where a trademark has been applied for or registered in good faith, or
where rights to a trademark have been acquired through use in good faith
either:

a. before the date of application of these provision in that
Member as defined in Part VI; or

b. before the geographical indication is protected in its country
of origin;

measures adopted to implement this Section shall not prejudice eligibil-
ity for or the validity of the registration of a trademark, or the right to use
a trademark, on the basis that such a trademark is identical with, or
similar to, a geographical indication.

On its face, Article 24(5) suggests a reprise of the ‘first in time, first in right’
principle, whereby one party is able to use and the other not. Advocates of
this interpretation call upon Article 16(1) for support, positing:

[A] right to use must include the minimum rights in respect of
trademarks under the Agreement. As such, this right to use would not
simply mean a right to register and continue to use in spite of the
presence of an identical or similar geographical indication, but in fact a
right to exclude the geographical indication concerned.”?

The important question is not only one of priority, but of whether the TRIPS
Agreement permits co-existence between trademarks and geographical
indications. It is very clearly the case that the TRIPS Agreement permits
some co-existence of conflicting geographical indications due to its allow-
ance for homonymous indications for wines in Article 23(3). The effect of
Article 24(5) is greatly reduced if, read in conjunction with the reference to

782. Ibid., 115-116.

783. See Burkhart Goebel, Presentation, Geographical Indications and Trademarks: The
Road from Doha 8 (WIPO & USPTO Worldwide Symposium on Geographical
Indications 9—11 Jul. 2003) WIPO/GEO/SFO/03/11.

784, See for example, O’Connor, The law of geographical indications, 118 (concluding that
trademarks and geographical indications receive equal protection under TRIPS).

785. Gervais, 315-316.
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it in Article 24(1), it is interpreted as establishing a ‘first-in-time, first-in-
right’ principle in respect of wine and spirit geographical indications only.
The use in Article 24(5) of the term ‘Section’, however, suggests that it refers
to the entire section 3 of the TRIPS Agreement, comprised of Articles 22, 23
and 24, *and not to a “section” in the sense of an “article” as that term is used
in the national laws of several countries.’’®® An alternate interpretation of
Article 24(5) permits co-existence of conflicting geographical indications
and trademarks as the natural consequence of Article 24(5) not obliging
TRIPS members to:

provide the protection of geographical indications if an identical or
similar trademark has been registered in good faith. However, if this
protection is provided (and there is clear possibility to provide this
protection), it should not ‘prejudice eligibility for or the validity of the
registration of a trademark, or the right to use a trademark.’ (emphasis
in original)’®’
Neither interpretation can be supported by evidence of a relevant intention on
the part of the TRIPS Agreement drafters, but both sides assert compatibility
with the text of the Agreement itself.”®® While there are ways of avoiding or
resolving conflict using the legal frameworks in place,’® in the specific
context of the DNS it has been shown earlier in this chapter that co-existence
at the top-level is extremely difficult — if not impossible — due to the technical
requirement of absolute uniqueness braced by ICANN’s disallowance of
confusingly similar TLD strings. Conflicts can potentially be managed in
second and lower level domain names through differentiation (unless a TLD
registry operator implements policy to disallow confusingly similar domain
name registrations by registrants, a policy that would be burdensome to
police), but just as there cannot be two .rioja TLDs to represent both of the
regions referred to by that name, there cannot be two .rioja TLDs to represent
each of a geographical indication and a trademark.
The need to decide on priority as between applicants for new gTLDs
will inevitably arise in top-level expansion. Where conflicts arise within a
country, national laws can be relied upon. Where conflicts arise between
applicants in different countries that treat geographical indications differ-
ently, some means of resolution is patently needed. Drawing from existing
means of conflict resolution, the two clearest options that take into
consideration the legal interest involved rather than simply resolving a

786. Ibid., 315.

787. O’Connor, The law of geographical indications, 63,

788. Ibid. See also Gervais, 315-316.

789. See European Communities — Protection of Trademarks and Geographical Indications
for Agricultural Products and Foodsiuffs — Complaint by Australia, Report of the Panel,
150 para. 7.686, WT/DS290/R 05-0936 (W.T.O. D.3.B. Panel 15 Mar. 2005) (finding that
co-existence is a limited exception under TRIPS Art. 17); O’Connor, The law of
geographical indications, 119-121,
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dispute in favour of the party able to pay the most as in an auction are (i) to
adopt a “first in time, first in right’ rule; or (ii) to apply unfair competition
principles. The latter are discussed in detail in the next chapter, though it can
be said as an initial point that this is administratively the more complex
approach. From the perspective of ease and efficiency of domain name
registration, it is likely preferable to base priority on timing, although this
creates inequities between countries with protection of geographical indica-
tions and countries without such protection.”® ICANN’s having undertaken
to ensure that new gTLDs do not conflict with existing legal rights
recognized under international law means that unfair competition issues must
be considered.

7.3.3 IMPLECATIONS FOR LISBON AGREEMENT SIGNATORIES

A further issue arises with respect to new gTLDs for strings meeting the
definition of ‘appellation of origin’. Members of the Lisbon Union are
required pursuant to Article 1 to protect appellations of origin ‘as such’.
Article 3 demands absolute protection ‘against any usurpation or imitation,
even if the true origin of the product is indicated or if the appellation is used
in translated form or accompanied by terms such as “kind,” “type,” “make,”
“imitation,” or “the like”.” This level of protection contrasts sharply with that
offered to geographical indications under Article 22 of the TRIPS Agree-
ment, which requires that Member States prevent only uses in connection
with goods and constituting an act of unfair competition pursuant to Article
10bis of the Paris Convention.

The greater level of protection offered by the Lisbon Agreement
operates to prevent the making of a new gTLD application for a string
comprised of an appellation of origin notified under that agreement by an
unauthorized party because the signatories are, as WIPO explains, ‘under the
obligation to provide a means of defence against any usurpation or imitation
of an appellation of origin in their territory.’”' It is plausible that the
registration of a new gTLD comprised of a notified appellation by a party not
associated with the notification would be deemed to constitute a ‘usurpation
or imitation’. In order to comply with the Lisbon Agreement, signatories’
domestic law must therefore prevent the registration of new gTLDs by those
not otherwise entitled to do so.

This creates an uneven playing field in ICANN’s New gTLD Program.
A new gTLD applicant in France must be prevented from applying for a

790. See Conrad, 42-43, See also Rimmer, 12 (highlighting problems of free riding).

791. WIPO, The Lishon Agreement for the Protection of Appellations of Origin and their
International Registration: Objective and Main Features, Protection fo be Accorded,
http://www,wipo.intlisbon/en/general/ (accessed 15 Oct. 2012),
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.tequila new gTLD,”? for example, but an applicant in China, not a signatory
of the Lisbon Agreement, need not be so prevented. Similarly, a new gTLD
applicant in Slovakia must be prevented from applying for a .pilsner’™ new
gTLD, but an applicant in the United States, a country with a recognized beer
industry but not a signatory of the Lisbon Agreement, need not be so
prevented, and so on for all of the notified applications currently in the
International Register of Appellations of Origin. ICANN’s gTLD Applicant
Guidebook does not itself give rise to a violation of the Lisbon Agreement,
but Lisbon Union members must be aware of their obligations under that
agreement in order to ensure that actions taken in the context of ICANN’s
New gTLD Program are not in breach.

7.4 CONCLUSIONS ON RIGHTS IN GEOGRAPHICAL
INDICATIONS

All top-level domain strings constituted of geographical indications, regard-
less of the type of goods they identify, fall outside of the limited scope of
protection offered to geographical indications under the TRIPS Agreement.
This is a different conclusion than the one reached in the WIPO II Report,
which found that the TRIPS Agreement was insufficient to prevent registra-
tions of second-level domain names lacking a connection to goods. Criti-
cally, top-level domains represent a service. They facilitate interaction
between second-level domain name registrants and therefore do not have a
direct connection to goods. While the establishment of an international
register could facilitate the registration of domain names constituted of
geographical indications, this would benefit only second- and lower level
domain names the use of which is directly connected to goods. The
much-disputed international register, regardless of what form it could
ultimately take, is of no consequence to geographical indications’ use at the
top-level of the DNS. This conclusion does not have any bearing on the
presumed exclusive right of governments to geographic names in ICANN’s
gTLD Applicant Guidebook.

The holders of ‘offline’ legal rights in geographical indications are not,
however, entirely foreclosed from exercising their rights in the New gTLD
Program. Geographical indications ‘protected by a statute or treaty’””* are
eligible for inclusion in the Trademark Clearinghouse, making them eligible

792. This is due to the existence of the registration TEQUILA: Netification No. 699 by the
Government of Mexico, accessible through WIPO Lisbon Express searchable database at
http://www.wipo.int/ipdl/en/search/lisbon/search-struct.jsp (accessed 15 Oct. 2012),

793. This is due to the existence of the registration PLZEN/PILSEN PILS/PILSENER/
PILSNER: Notification No. I by organizations in the Czech Republic, accessible through
WIPQ Lisbon Express scarchable database at htip://www.wipo.int/ipdl/en/search/lisbon/
search-struct.jsp (accessed 15 Oct. 2012).

794. ICANN, New gTLD Applicant Guidebook, Trademark Clearinghouse, section 3.2.5.
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to participate in sunrise and the Trademark Claims service in new gTLDs.
Further, the gTLD Applicant Guidebook, UDRP and Uniform Rapid Suspen-
sion procedure do not differentiate standard trademarks from other forms of
trademark. Registration of a geographical indication as a standard, collective
or certification mark in countries in which registration criteria can be
satisfied has the effect of elevating an indication to a higher level of
recognition in DNS policy.

Finally, special care must be taken by Lisbon Union members to take
steps to prevent the ‘usurpation or imitation’ of notified indications through
their registration as a new gTLD by someone other than a notifying party. At
a minimum, this is an issue that GAC members should consider within the
purview of the ‘early warning’ review process available to them under
ICANN’s gTLD Applicant Guidebook.
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Chapter 8

Unfair Competition and Related
Commercial Rights in Geographic
Names

What is honest is not dishonest.”*

8.1 UNFAIR COMPETITION LAW PRINCIPLES
APPLIED TO GEOGRAPHIC NAMES

8.1.1 THE POTENTIAL OF UNFAIR COMPETITION LAW

Unfair competition law has high potential as a source of rights in geographic
names given its traditional role as ‘gap filler’ where rights are not recognized
in subject matter as such under intellectual property law or related sui generis
regimes.”® Bven where intellectual property rights are recognized, in many
jurisdictions it is common practice to raise claims in the nature of unfair
competition in addition to intellectual property infringement claims. That
said, one must be careful to recognize the different natures of protection
offered by these distinct sources of rights: in the specific context of the
protection of names, trademark law protects a private property interest in a
name as such, while unfair competition law regulates commercial behaviour

795. Bowen, L] in Angus v. Clifford, 60 L.J. Rep. (N.8.) C.D. 456 (1891).
796. On the traditional role of unfair competition law, see Gustavo Ghidini, Intellectual
Property and Competition Law: the innovation nexus 112 (Edward Elgar 2006).
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affecting competitors or consumers.”’ In other words, unfair competition
law does not confer an exclusive proprietary right on an individual party, but
rather aims to benefit the market as a whole, Whether this difference has any
effect in actual practice is, however, questionable; it is said that ‘there are
overlaps for which a convincing theory has yet to be found.’”®

Unfair competition law is based on a fundamentally simple understand-
ing ‘that dealings based on deceit are legally wrong.”’®® It is primarily
addressed at the intemational level by the Paris Convention for the Protection
of Industrial Property, Article 1(2) of which identifies ‘the repression of
unfair competition’ as one of that convention’s express objects.**® Accord-
ingly, Article 10bis (1) requires that members of the Paris Union provide
‘effective protection against unfair competition’, which Article 10bis (2)
defines broadly as ‘[a]ny act of competition contrary to honest practices in
industrial or commercial matters’. Relatedly, Article 10 requires members to
prevent the ‘direct or indirect use of a false indication of the source of the
goods or the identity of the producer, manufacturer, or merchant.’

This definition of ‘unfair competition’ in the Paris Convention uses
fairly broad, general terms, leaving Paris Union members to determine how
best to meet their obligations in domestic law. The analysis undertaken in this
chapter shows this nevertheless to be the most inclusive attempt to target
unfair competition in an international convention to date. The TRIPS
Agreement is notably silent on unfair competition save for limited references
to Article 10bis of the Paris Convention: Article 22(2)(b) in the context of
prohibited uses of geographical indications and Article 39 in the context of
protecting undisclosed confidential information. Article IX:6 of the GATT
Agreement, which is discussed below in this chapter, merely requires
members to ‘co-operate’ to prevent false representations of product origins.

Problematic from the perspective of protecting rights in geographic
names is the fact that — as with the law of trademarks — the law of unfair
competition has at its heart commercial activity. Indeed, it is said that ‘the
first prerequisite [of unfair competition] is that the conduct must not be
private, social or political, but must be commercial.”®" This and other core
principles of unfair competition law place considerable strain on its ability to
offer all geographic names (not simply sub-sets such as geographical

797. See WIPO, Protection against wnfair competition: analysis of the present world
situarion, WIPO Publication No. 725, 10 (1994).

798. Frauke Henning-Bodewig, Unfair competition law: European Union and Member States
3 (Kluwer Law International 2006).

799. Black's Law Dictionary 1667 (Bryan A. Gamer & Henry Campbell Black eds., West
2009) (definition of ‘unfair competition’).

800. Alternatively it has been posited that ‘the aim of the PC was the international protection
of industrial property rights and not the protection against unfair competition,” Law
against unfair competition: towards a new paradigm in Europe? 54 (Reto M. Hilty &
Frauke Henning-Bodewig eds., Springer 2007).

801. Henning-Bodewig, 1.
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indications or geographically-named certification marks) blanket protection
against unfair use. Gap filler it may be, but unfair competition law is not the
solution to every problem. This is true even if the problem is a squarely
commercial one (which for geographic names is frequently not the case)
because ‘[n]ot everything that is regarded as “unfair” in the commercial
sector falls under unfair competition law.’*%

The aim of this chapter is to determine whether governments or others
have rights under unfair competition law that justify preventing the regis-
tration of geographic names as new gTLDs. It begins with an examination of
the purposes and general principles of unfair competition law and their
application to geographic names, then turns to an evaluation of four specific
categories of commercial behaviour in order to identify situations in which
registration of geographic new gTLDs could potentially be prevented. It is
also pointedly considered whether the lodging of an application for a new
gTLD without the authorization of an ‘offline’ rights holder constitutes an act
of unfair competition such that limitations should be implemented in
top-level domain policy in respect of geographical indications.

8.1.2 PURPQOSES OF UNFAIR COMPETITION LAW

Unfair competition law has long played a key role in the resolution of
domain name disputes, albeit in a somewhat disguised form: the Uniform
Domain Name Dispute Resolution Policy (UDRP) draws heavily from the
unfair competition provisions of the Paris Convention.*® The applicability of
that policy to domain names constituted of trademarks (the only type of name
actionable under the policy) should not, however, be automatically imputed
to other subject matter, particularly when proposals to widen the scope of the
UDRP have previously been rejected due to lack of support in international
law.®%* Rather, it should be questioned as a starting point whether limiting the
use of geographic names in the DNS on the basis of unfair competition —
whether through the UDRP or otherwise — is consistent with the principles
and purposes of unfair competition law.

There is no universally agreed singular purpose of unfair competition
law, nor an all-inclusive enumeration of acts that constitute unfair competi-
tion.’% Rather, this is an area of law that is ‘deeply rooted’ in domestic law
and, as a result, has developed in different ways to prevent different forms of

802. Jbid., 1.

803. See WIPO, WIPO [ Report, paras 172-174,

804. See n. 362 above and accompanying discussion on the scope of the UDRP.

805. See Henning-Bodewig, 19 (observing that ‘relatively scant attention has been paid ...
to the international competition law anchored in Article 10bis and 10ter of the Paris
Convention’).
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commiercial behaviour in different jurisdictions.®®® The Paris Convention
preserves these differences by leaving to its members the decision of how to
identify and remedy unfair competition. In some countries, this means
protecting competitors from each other’s unscrupulous practices. Unfair
competition law in the United States and England, for example, has as its
general focus the defendant who ‘poaches upon the commercial magnetism
of [a] symbol’.®”" Other countries, such as Spain and Germany, take a
broader view of unfair competition law and use it to control not only acts that
harm competitors but those that harm consumers.*® This dual-headed
protection is recognizable in Article 22 of the TRIPS Agreement, which sets
out the protection available to geographical indications: while Article
22(2)(a) ‘is aimed at representations misleading the public, i.e., consumers’,
Article 22(2)(b) ‘protects the interests of producers and merchants’ through
the application of Article 10bis of the Paris Convention.®®

An understanding of the types of behaviour captured by unfair
competition law first requires an understanding of the purposes of unfair
competition law. Identifying behaviour that is ‘unfair’ requires ‘taking into
account particularly the interests of those “concerned” by it, namely the
parties involved in the operation of the marketplace.’3' When one considers
these interests, four central purposes of unfair competition law emerge.
When geographic names are tested against these, there is reason to question
the appropriateness of relying on unfair competition law to protect them.

8.1.2.1 Promote Honesty in Commercial Dealing

At the heart of unfair competition law is the notion of fairness and, by
corollary, the prevention of unfairness, which Article 10bis (2) of the Paris
Convention characterizes as acts ‘contrary to honest trade practices’.
Honesty in this context is less a moral concept than a normative concept
derived from the marketplace in question. As such, it is measured according
to ‘what is actually usual in business life (“trade practices™),” and then
‘corrected by the ethical aspect of “honest”.”®!!

The focus on commercial dealings in unfair competition law is
problematic for geographic names because many of their uses are non-
commercial in nature (e.g., maps, signs, official documents and news
reports). For these sorts of uses there is not a relevant trade or marketplace

R06. Introduction o Intellectual Property: Theory and Practice 246-248 (WIPQ ed., Kluwer
Law International 1997).

807. Mishawaka Rubber & Woolen Mfg. Co. v. 8.5. Kresge Co., 316 U.S. 203, 205 (Sup. Ct.
1942),

808, See Henning-Bodewig, 2-3. See also WIPO, Protection against unfair competition,
15-17,

809. Conrad, 36.

810. WIPQ, Protection against unfair competition, 24-25,

811. Henning-Bodewig, 9.
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from which to draw the requisite standard of honesty in business. There can
be no commercial unfairness in the activity of providing information outside
of trade in goods or services. This is not to suggest that honesty and fairness
have no place in non-comumercial contexts, but rather to highlight the fact
that unfair competition laws cannot be relied upon to control that sort of
behaviour.

Where unfair competition law has traditionally been applied in the
context of geographic names is in the regulation of origin statements. Across
trades and industries it has long been the expectation that where information
is provided to convey the origin of a product, that information must be
truthful. To behave otherwise cuts against the basic notion of honest trade
practices; this is equally the case online as it is offline. Some statements are
easily identifiable as connotative of origin, such as ‘Made in the USA’ and
‘Swiss chocolate’. Geographic domain names at any level of the DNS are
less easily discernible as per se connotative of origin, however. There are
several reasons for this. The DNS is a global communications system the
structure of which is not organized along territorial lines. Some ¢cTLDs are
operated outside of the country represented by the country code and are
targeted at domain name registrants with no connection to that country.®?
There is no general rule in generic or country-code TLDs that applicants of
geographic second-level domain names must be physically present in the
geographic territory named. Whether geographic domain names constitute a
dishonest statement of origin is therefore one of the core questions to be
explored in detail in the next section of this chapter.

8.1.2.2 Promote and Protect Investment by Business

Consistent with justifications of intellectual property law on the basis of
reward theory,®"® unfair competition laws are grounded in the belief that
offering protection to intangible business assets such as goodwill and
confidential information against unfair usurpation is a necessary incentive to

812, Tuvalu’s .tv ccTLD is an example. Recognizing the unique online oppertunities inherent
in its ISO 3166-1 country code, the Tuvaluan government commenced a tender process
for the marketing of .tv ccTLDs in the mid-1990s. See Stephen Boland & Brian Dollery,
The Value and Viability of Sovereignty-Conferred Rights in MIRAB Economies: The
Case of Tuvalu, University of New England Working Paper Series in Economics
2005-2009, 17 (available at htp://www.une.edu.aw/business-school/working-papers/
economics/1999-2007/econ-2005-9.pdf). Verisign has operated the .tv domain since its
acquisition of The .tv Corporation at the end of 2001, Verisign Acquires The .tv
Corporation, PR Newswire (7 Jan. 2002) (available at http://www.prmewswire.com/
news-releases/verisign-acquires-the-tv-corporation-75291122.html). See also IANA,
Delegation Record for TV, http:/fwww.iana.org/domains/root/db/tv.html (accessed 15
Oct. 2012).

813. See for example, Justin Hughes, The Philosophy of Intellectual Property, 77 Geo. L.J,
287, 305-310 (1988-1989).
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ensure their creation.®'* Protection by means of unfair competition law is all
the more important to businesses when their assets are not able to be
characterized (and therefore protected) as intellectval property. Justifying
protection for geographic names on this basis is not, however, an easy fit.

Outside of their use as brands, it is difficult to conceptualize the creation
of geographic names as occurring through some sort of planned, strategic,
commercial process of asset generation. It is likewise difficult to characterize
the creation of new geographic names as an activity that requires regulatory
intervention to ensure its continuation. What immediately distinguishes the
name ‘France’ from the name ‘Polaroid’ is that the latter has been created in
a commercial environment for use in a commercial environment, and
logically therefore derives its value from commercial attractiveness. The
name ‘Polaroid’ must be distinctive — in other words, able to distinguish the
goods or services on which it is used as originating from a particular trader
— if it is to succeed in the marketplace. That distinctiveness can arise because
the name is coined and has no other connotation or because it develops a
reputation through use; either way, a certain degree of ‘investment, labor, and
strategic dissemination’ is required in order to ‘createf] a set of unique
meanings in the minds of consumers’.®'® This is the primary function of a
brand, the legal protection of which takes the form of a trademark.

Geographic names, by contrast, are not products of a commercially-
oriented development process and their primary function is not to create a
link in consumers’ minds between particular goods or services and a
particular trader. Their primary function is to identify a particular geographic
location. Even if no other connotation is generated in a person’s mind by a
geographic name, if the name serves to identify the correct place on the map
to which it is attributed, it is a success. Achieving this sole purpose has not
traditionally involved focus groups or market surveys; the choice of a
geographic name is not tested for its ability to attract consumers, These
observations are not made with the intention of suggesting that strategy has
no role to play in the choice of geographic names; the dispute between
Greece and the former Yugoslav Republic of Macedonia over the name
“‘Macedonia’®'® offers ample room for speculation about motives in coun-
tries’ naming decisions. Rather, the intention here is to highlight the fact that
businesses and countries take different things into consideration and do so for
different reasons when making naming decisions. These differences call into
question the appropriateness of justifying the protection of geographic names
under unfair competition law on the basis of ensuring geographic names’
continued use and creation.

814. See Restatement of the Law (Third): Unfair Competition §1 Comment f (1995).

815. Coombe, 61 (internal citations omitted).

816. The “Macedonia’ name dispute is discussed in detail in Part ITI, Chapter 6, section 6.3.2
above.
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Where investment in a corporate sense is being made in the context of
geographic names is in goodwill. Countries are increasingly seen as
brands,®'” with reputations that can be managed with a view to creating ‘a
desirable identity which consumers can relate to and want to build a repeat
purchase relationship with’.5'® This is not a new phenomenon; governments
and tourist bureaus have long been using reputation to entice the tourist
consumer. What is new, however, is that more attention is being paid to
geographic brands, whose effectiveness and value are now measured on an
annual basis similar to the way in which the world’s most valuable
tradernarks are ranked each year.®

In many countries, unfair competition law steps in to protect investment
in goodwill, but protecting goodwill is not the same as protecting a name.
This is because names and goodwill are two distinct (though related)
concepts: goodwill is comprised, according to an oft-cited Australian judicial

opinion, of ‘elements’,**® of which the name is but one:

As the differential profit advantage of a firm, goodwill may arise from
superior efficiency, from convenience, from confidence, from nepotistic
connections, from persuasive advertising, from successful infringement
of a persuasive symbol, from threats of violence, and so on into a range
of conduct entirely beyond the pale of the law.®?!

Correspondingly, the goodwill of a country or other geographic location (and
thus its attractiveness to consumers) is likely to be influenced not only by its
name but by its exports, the stability and form of its government, its culture
and heritage, the friendliness of its people, its tourism, its topography, its
propensity to experience natural disasters, etc.**” The name is a powerful
symbol which encapsulates these qualities and brings them to the public
mind similar to the way in which the ‘Polaroid’ brand ‘through much effort
and the expenditure of large amounts of money had acquired a widespread
reputation and much goodwill’.***

817. See FutureBrand, Country Brand Index 2011-2012, http:/fwww.futurebrand.com/think/
reports-studies/chi/2011/overview/ (accessed 15 Oct. 2012). Sec generally, Forrest, The
new frontier, 133-134,

818. Allan Bonsall & John Harrison, Brand Aid: The Secrets of Consumer Speak 26 n, 21
(Esstee Media 2006).

819. See for example, FutureBrand, Country Brand Index 2011-2012; GfK. Custom Research
North America, The Anholt-GfK Roper Nation Brands Index 2012, htpif
www.gfkamerica.com/practice_areas/roper_pam/nbi_index/index.en.html (accessed 15
Oct. 2012).

820. Comumissioners of Inland Revenue v. Muller & Co's Margarine, Ltd, A.C. 217, 223 (H.L.
1901).

821. Ralph S. Brown Jr., Advertising and the Public Interest: Legal Protection of Trade
Symbols, 57 Yale L.J. 1165, 1199 (1948) (internal citations omitted).

822. See GfK Custom Research North America, The Anholt-GfK Roper Nation Brands Index
2012,

823. Polaroid Corp. v. Polaraid, inc., 319 F.2d 830, 837 (7th Cir. 1963).
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Geographic names are and have for ages been created and used despite
a lack of clear protection for them under international law. While there may
be need of unfair competition law to protect governments’ investments in
goodwill, there is little need of unfair competition law to ensure the
continued creation and use of geographic names. For this reason, protection
of geographic names under unfair competition law can be more transparently
characterized as fuelled by a desire to preserve a monopoly in a name than
a desire to encourage more names’ creation and use.

8.1.2.3 Promote Competition and Efficiency in the Market

There is a great paradox inherent in unfair competition law, which is that the
exercise of a right to demand that others not engage in anti-competitive
conduct in the name of promoting competition has inherently and unavoid-
ably anti-competitive consequences. Unfair competition law must strike a
balance between ‘protect[ing] the competitive position of the enterprise’ and
preventing ‘business practices that hinder rather than promote the efficient
operation of the market.’®** It is not controversial to propose that a certain
degree of competitive behaviour is needed to promote a healthy marketplace.
It would not be appropriate, therefore, for unfair competition law to be
overzealous in quashing acts aimed at gaining a competitive advantage. A
seminal American text on unfair competition law succinctly explains the
sitnation in this way:
Every competitor seeks to win trade that would otherwise go to someone
else. The ultimate end point of that process could conceivably be the
complete elimination of one or more rivals as effective competitors. Yet
there is no violation of the law so long as the rules of the ‘game’ are
observed. Thus it is not the injury suffered by the complainant which
makes competition unfair, it is the competitor’s violation of a duty to
keep his competition within certain bounds.®®

The striking of those bounds is made all the more difficult when the
behaviour at issue is potentially non-commercial in nature, as in the case of
geographic names. Although they can be used commercially, geographic
names’ primary function as informational identifiers makes it difficult to
distinguish competitive uses from anti-competitive uses, It is inappropriate to
simply presume that all uses of geographic names are anti-competitive unless
proven otherwise: such a drastic measure would have the benefit of
preventing free riders, but could also seriously impinge upon the rights of the
public to use geographic names in non-competitive, non-commercial ways.

824. Restatement (Third) of the Foreign Relations Law of the United States §1 Comment g.
825. Rudolf Callmann & Louis Altman, Callmann on unfair competition, trademarks and
monopolies §1:9 (4th ed., Thomson-West 1997).
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The intention of unfair competition law is said first and foremost to be
to protect the market as a whole, while ‘the protection of monopolies in
names is but a secondary and limiting policy.”®*® When potentially non-
commercial subject matter such as a geographic name is involved, special
consideration must be given to the balance between protecting the interests
a government may have in a name and protecting the public’s right to use that
name in a non-commercial context. If the use at issue is non-commercial,
then unfair competition law is not the appropriate means of regulating that
behaviour.

Commercial use is not in question for geographical indications due to
their origin-connoting role and direct link to products, making unfair
competition law particularly relevant to this specific type of geographic
names. Accurate origin information can help consumers identify, distinguish
and select goods and services, and it has been suggested that these things
have a significant impact on the operation of a market.**’ Geographical
indications are a specifically defined type of geographic name, however, and
the assumption that all uses of all geographic names — commercial and
non-commercial, online and offline, origin-connotative and otherwise — by
someone other than relevant governments are unfair places unjustified
impediments on many uses of names not falling within the scope of unfair
competition law.

If the balance in unfair competition law is tipped in entirely favour of
a government asserting rights in a geographic name to the exclusion of
others’ use of the name, it is difficuit to fulfil any of the other purposes of
unfair competition law. At greatest risk are consumers, who suffer the effects
of a legally-supported monopoly.®® The result of the great paradox of unfair
competition law is that in the name of encouraging a competitive market-
place, consumers end up with fewer choices. That said, the law has long
questioned consumers’ ability to make choices, and in some countries,
ensuring their protection is itself considered a purpose of unfair competition
law.

8.1.24 Protect Consumers

Not all jurisdictions view unfair competition law as an appropriate means of
protecting consumers from the unscrupulous behaviour of merchants. The
aim of consumer protection law from an economic point of view is to reduce

826. Eastern Wine Corp. v. Winslow-Warren Lid., 137 F2d 955, 959 (C.C.A. 2d. 1943)
{(opinion of Frank, I).

827. See Bowers, 135, Compare Broude, 662-678.

828. See Coombe, 65-66. Coombe highlights the anti-democratic effect of control over names
in the context of trademarks, but her remarks could also logically apply to geographic
names.
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the knowledge and experience gap between buyer and seller.’®® This aim
must be balanced with, inter alia, the right of freedom of expression, albeit
with the recognition that commercial speech may be deemed to warrant less
protection than non-commercial speech.®*® There is no universal standard as
to what constitutes commercial speech, and the particular challenges of
distinguishing commercial and non-commercial use in relation to domain
names have been discussed in detail in Part III Chapter 5.2.2, above.

The long-held assumption that the consumer ‘always aspires to follow
the lead of the advertiser, and to have his hand guided in the supermarket’®*!
has morphed almost seamlessly from the offline environment to the online
environment. In fact, early cases of online confusion deemed it even more
likely that consumers would suffer confusion on the internet than in the
bricks-and-mortar environment because of the difficulties of determining the
identity and legitimacy of a website’s owner.*** The comical aphorism, ‘On
the internet, nobody knows you’re a dog’,®*® precisely identifies this problem
as well as the public’s consciousness of it. It is this concern that motivated
ICANN’s Governmental Advisory Committee to limit registration of country
names as second-level domain names in the newly delegated .info gTLD.**
As to whether consumers actually require this sort of protection is, however,
debatable.

Not ali courts or scholars have assumed the gullibility of the {(offline or
online) consumer. In 1925 it was argued that there were many consumers for
whom ‘complete indifference reigns. The buyer cannot be deceptively
confused if he does not care whether he gets Thinsies or Thins.”®*® Yet the
way in which modern consumers use the internet to find information makes
it unlikely that ‘complete indifference reigns’. To the average contemporary
online shopper may even be attributed more savvy than ignorance; the vast
numbers of results yielded by existing internet search methods and tools
suggest that users may reasonably be presumed to have even lower
expectations of immediately finding what they seek online than offline. In the
California case of The Network Network v. CBS, Inc.®* it was provocatively
suggested more than a decade ago:

829. See John Vickers, Lecture, Economics for consumer policy 8-9 (British Academy Keynes
Lecture, 29 Oct. 2003) (available at http://www.oft.gov.uk/shared_oft/speeches/
spe0403.pdf).

830. See for example, Hertel v. Switzerland (59/1997/843/1049) Eur. Ct. H.R. (1998).

831. Brown Ir, 1197 (internal citations omitted).

832. See for example, Brookfield Communications, Inc. v. West Coast Entertainment Corp., 50
U.S5.P.Q.2d (B.N.A.) 1545, 1559-1560 (9th Cir, 1999).

833, Peter Steiner, 69(20) New Yorker 61 (5 Jul. 1993},

834. The reservaton of country names in the .info TLD is discussed in detail in Part II,
Chapter 3, section 3.2.1.1 above.

835. Brown Jr, 1197 (internal citations omitted).

836. The Network Network v. CBS, inc,, 54 US.P.Q.2d (B.N.A.) 1150, 1155 (C.D. Cal. 2000).
See also Bruce Springsteen v. Jeff Burgar and Bruce Springsteen Club, Case No.
D2000-1532 (WIPO Arbitration and Mediation Center 25 Jan. 2001) (available at http://
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There is a difference between inadvertently landing on a website and
being confused. Thousands of Internet users every day take a stab at
what they think is the most likely domain name for a particular website.
Given the limited number of letters in the alphabet, and the tendency
toward the use of abbreviations in commerce generally and in domain
names in particular, it is inevitable that consumers will often guess
wrong.

Similar views have been expressed outside of the United States,**’ but they
have not taken hold in domain name policy. That the WIPO II Report was
aimed specifically at ‘misleading’®® uses of names in the DNS suggests that
those who call for a measure of common-sense and caveat emptor to be
applied in the wilderness that is the internet are outnumbered by those who
believe the average web user to be at a disadvantage. If such a disadvantage
truly exists, then unfair competition law may indeed be a useful tool to
address this problem in those countries that ascribe to unfair competition the
purpose of protecting consumers. As the internet and our dependence upon
it as an everyday means of communication grow, it is difficult to say whether
users have become savvier and adjusted their expectations accordingly, or
whether the potential for confusion has increased along with the volume of
information available, The future applicability of unfair competition law to
online commercial behaviour will depend heavily upon the way in which the
DNS develops and is used following the addition of hundreds of new
top-level domains into the root through ICANN’s New gTLD Program.

In conclusion, it can be said that the protection of geographic names is
not a natural fit within unfair competition law. It is difficult to draw analogies
between countries and businesses, and geographic names’ primary function
as non-commercial identifiers means that to the extent that their protection
under unfair competition law can be justified, that protection must necessar-
ily be limited to preventing only those unfair uses that are distinctly
commercial in nature and falling within the sorts of activities deemed
‘unfair’. Unfair competition law has proven not to be needed to ensure the
continued creation and use of geographic names, but it may have a role to
play in protecting online consumers against being misled in countries that

www.wipo.int/amc/en/domains/decisions/himl/2000/d2000-1532 html) (remarking that
4it is relatively unlikely that any user would seek to go straight to the internet and open
the site <brucespringsteen.com> in the optimistic hope of reaching the official Bruce
Springsteen website. If anyone sufficiently sophisticated in the use of the internet were
to do that, they would very soon realise that the site they reached was not the official site,
and consequently would move on, probably to conduct a fuller search’).

837. See for example, Ueli Buri, Doctoral Dissertation in Law, Bem, Die Verwechselbarkeit
von Internet Domain Names nach schweizerischem Firmen-, Marken-, Namens- und
Lauterkeitsrecht (2000).

838. WIPO, WIPOQ II Report, v (Executive Summary).
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attribute to it that aim and where likelihood of being misled actually does
exist.

Governments’ interests in geographic names are not primarily commer-
cial, though they may include certain commercial aspects as a result of the
increased attention to country branding. Ultimately, the multiple purposes of
unfair competition law lend support for the view that the protection of
governments’ interests in geographic names should not automatically prevail
over all other interests. Further, where government interests are protected
through unfair competition law, this must be strictly limited to commercial
uses of geographic names that fall within accepted understandings of what is
‘unfair’.

8.1.3 ACTS OF UNFAIR COMPETITION

It is next relevant to consider whether the act of registering a geographic
domain name falls within the definition of an ‘act of unfair competition’
provided by the Paris Convention. Article 10bis (2) sets up a two-part test to
determine whether an act of unfair competition has occurred, seeking first to
determine whether there is an “act of competition’ and then if so, whether that
act is generally ‘contrary to honest practices’.

8.1.3.1 Geographic TLDs: An ‘Act of Competition’?

Unfair competition law seeks to control the unfair behaviour of commercial
competitors for the benefit of the various parties identified in the preceding
section of this chapter. As a starting point, there must be competition,
because ‘[w]herever there is competition, there is unfair competition.’®*® The
‘act of competition’ sought to be prevented by Article 10bis (2) is conduct of
a commercial nature which is likely to affect the players within a market.
Most often such conduct is directed at a competitor, though it has been shown
above that the harm occasioned by unfair conduct may have a wider impact.
The question thus arises: are there competitors and competition of the sort
envisioned by Article 10bis (2) at the top-level of the DNS?

It is certainly the case that applicants for domain names at all levels of
the system compete against other applicants for the ability to identify
themselves by a particular name in the DNS. Since the system’s earliest days,
it has been possible at the second and lower levels for competing applications
for a single name to be made. This led to the early adoption of a ‘first come,
first served’ registration policy.**® Competing applications at the top-level of
the DNS have likewise been made, though the instances of such conflicts are
far fewer than at lower levels of the system due to the tightly controlled path

839. Callmann & Altman, §1:1.
840. See n. 301 above.
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of development at the top-level.**! Open and uncapped top-level expansion
rounds are certain to generate an increase in the number of conflicting
top-level domain applications. This is borne out by the applications received
by ICANN in the New gTLD Program: of the 1,930 new gTLD applications
filed during the application period of January to May, 2012, ICANN’s
analysis identified 751, nearly 40%, in direct contention.**

Even so, competition in the context of gTLD applications is not quite
competition for market share in the traditional sense. Domain name
applicants are competitors in that they vie for control of a unique resource.
Allocation of the unique resource has the effect of granting the right of entry
into the market, similar to the effect of the granting of a business license or
permit in a regulated inarket. To the extent that an applicant engages in unfair
acts in the course of preparing or submitting its application for a new gTLD
string, this could have the effect of harming other applicants, web users, and
even the functionality and perceived legitimacy of the system as a whole.

It is less easy to characterize the situation as competitive once new
gTLDs are created, however, because it is not quite clear that the registries
of delegated new gTLD strings are actually in competition with other TLD
registries. On the one hand, it could be said that the availability of far greater
numbers of top-level domains in which to register domain names will
increase competition among top-level domain registries. This was precisely
the aim of the two “proof of concept’ top-level expansion rounds, but it has
yet to fully bear out in practice.** On the other hand it must be questioned
whether new gTLDs do in fact compete with each other, particularly in the
case of ‘sponsored’ or ‘community based’ gTLDs that are targeted at or are
even restricted to a defined segment of the internet community. Will a new
.paris top-level domain compete, for example, with a new .eco top-level
domain ~ or even any of the existing top-level domains save the universal
generic .com, .net and .org — for domain name registrants?

Article 10bis of Paris Convention notably requires action only when
there are competitors, and it is not clear that competitors exist in this context.
Member States have the freedom to ‘grant protection against certain acts
even if the parties involved are not competing against each other’,*** but this
is not required under the Paris Convention or other international law.

8.1.3.2 Geographic TLDs: ‘Contrary to Honest Practices’?

The most fundamental question in the application of unfair competition law
to geographic domain names is whether the simple act of registering a

841. Top-level DNS development is discussed in Part I, Chapter 2, section 2.4 above.

842. ICANN, Program Statistics, http://newgtlds.icann.org/en/program-status/statistics {ac-
cessed 15 Oct, 2012).

843. See n. 188 above.

844. WIPO, Protection against unfair competition, 18,
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geographic domain name or applying for a TLD string is inherently ‘contrary
to honest practices’ when that act is carried out by anyone other than the
relevant government or public authority (in the case of a geographic name)
or the geographical indication holder (in the case of a geographical
indication). Governments in particular have been quick to assume that the
only legitimate interests in geographic domain names are their own. This
point has been made not only in international law fora but in domestic courts
and UDRP disputes. A group of such cases involve a United States-based
company called Virtual Countries, which registered during 1999 and 2000
various country names as second-level domain names and operated thirty-
one websites under those names.®** The complaint made by the government
of New Zealand against Virtual Countries’ registration of www.newzealand-
.com is illustrative of governments’ gencral sentiment in this situation:
*Virtual Countries has no rights or legitimate interests in respect of the
domain name [newzealand.com] because only the Complainant as Head of
the Sovereign State of New Zealand, or its agencies, can have those rights or
interests,’ %4

If the government is the only party with ‘rights or legitimate interests’
in geographic domain names, it must logically follow that the registration of
geographic domain names without government authorization is inherently
‘contrary to honest practices’. Yet as a umiversal rule this is problematic,
because what are deemed honest practices in one country may not be so
deemed in another. To the extent that ‘*honest practices’ can be identified from
international trade norms, then these should be considered,®” but agreed
standards of honesty in commercial behaviour have proven elusive even at a
regional level.®®

It is difficult to prove the existence of agreed standards of honesty at a
global level given their wide use in a variety of contexts. The use of
geographic names in non-commercial contexts in the offiine environment is
ordinarily not subject to a requirement of government approval. There are, of
course, bound to be variations in domestic approaches, but teachers,
schoolchildren, journalists, researchers and politicians in free speech-
promoting societies usually need not seek government clearance before
speaking or writing geographic names. Further, as the recent survey
conducted by the WIPO Special Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications evidences, many countries

845. See for example, Virtual Countries, Inc. v. Republic of South Africa and South African
Tourism Board, No, 00 Civ, 84888 U,S. Dist. LEXIS (5.D.N.Y. 2001); New Zealand v.
Virtual Countries, WIPO Case No. D2002-0754; Puerto Rico Tourism Company v.
Virtual Countries, WIPO Case No. D2002-1129, See also discussion in Rimmer, Virtual
Countries, 126.

846. New Zealand v. Virtual Countries, WIPO Case No. D2002-0754,

847. Sce Bodenhausen, 144,

848. See Henning-Bodewig, 20.
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have taken steps to limit proprietary rights in geographic names as trade-
marks.®*® This has the practical effect of ensuring that geographic names
remain accessible for public commercial use.

In the online environment, responses to third party use of geographic
names are inconsistent. In some cases governments have been unable to
convince UDRP panelists that unauthorized geographic domain name
registrants have no legitimate interest in the names in question. The
earlier-mentioned dispute between the government of New Zealand and
Virtual Countries over the domain name www.newzealand.com is a notable
example. The panel in that dispute considered it unnecessary to specifically
address the question of Virtual Countries’ legitimate interest in the domain
name, but it was nevertheless pointed out that the use of the name on an
operative, ‘genuine’ website ‘although sketchy and badly in need of being
updated’ weighed in the registrant’s favour.®*

Further insight is provided by a subsequent dispute involving the
domain name www.andalucia.com, in which the panel relied upon consensus
views that had by that point emerged from UDRP decisions. In response to
the question, ‘Does a respondent automatically have a legitimate interest in
a domain name comprised of a generic (dictionary) word(s)?’**! the panel
found:

While the general rule is not necessarily, there is an exception, that is
stated thusly: ‘However: If a respondent is using a generic word to
describe his product/business or to profit from the generic value of the
word without intending to take advantage of complainant’s rights in that
word, then it has a legitimate interest.’

The Panel finds that where, as here, a respondent is using a geographic
indication to describe his product/business or to profit from the
geographic sense of the word without intending to take advantage of
complainant’s rights in that word, then the respondent has a legitimate
interest in respect of the domain name.%?

849. This survey is discussed in detail in Part 11, Chapter 6, section 6.2.1.2 above.

850. New Zealand v. Virtual Countries, WIPO Case No. D2002-0754.

851. WIPO, WIPO Overview of WIPQ Panel Views on Selected UDRP Questions: 2.2 Does
a respondent cutomatically have a legitimate interest in a domain name comprised of a
generic word(s)?, hitp://www.wipo.int/amc/en/domains/search/overview/index.html#15
(accessed 15 Oct. 2012).

852. Junta de Analucia Consejeria de Turismo, Comercio y Deporte, Turismo Andaluz, S.A.
v Andalucia.com Limited, Case No, D2006-0749 (WIPO Arbitration and Mediation
Center 13 Oct. 2006) (available at http://www.wipo.int/amc/en/domains/decisions/html/
2006/d2006-0749.html). See also Asphalt Research Technology, Inc. v. National Press &
Publishing, Inc., Case No. D2000-1005 (WIPO Arbiwration and Mediation Center 13
Nov. 2000) (available at http://www.wipo.int/amc/en/domains/decisions/html/2000/
d2000-1005.html); Porto Chico Stores, Inc. v. Otavio Zambon, Case No, D2000-1270
(WIPO Arbitration and Mediation Center 15 Nov. 2000) (available at htip://
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Similar questions have arisen in respect of domain names comprised
of geographical indications. The registrant of the domain name www.
parmaham.com, for example, was not found to have a legitimate interest in
the name ‘parma ham’,** but the result may have been different had the
domain name at issue resolved to an active website. Taking a slightly
different approach, the sole panelist in that dispute found that possession of
the domain name by the respondent, who was not otherwise affiliated with
the holder of the geographical indication, nevertheless did not constitute bad
faith. It was noted that this finding would not necessarily preclude a finding
of unfair competition under domestic law. An issue is potentially also raised
in relation to Article 22 of the TRIPS Agreement, but only, as concluded in
the previous chapter, if the website was related to goods (in the immediate
example, Prosciutto di Parma).

As to whether the global online public perceives the registration of a
geographic domain name by a registrant other than the relevant government
as ‘contrary to honest practices’, this would be difficult to determine in a
global marketplace. Despite concerns about globalization and a resultant
homogenization of consumer tastes and preferences, there remain significant
cultural and other differences that prevent the formulation of a single
perception or interpretation of most names. It has already been argued in the
previous chapter that this divergence of consumer interpretation remains one
of the greatest challenges to recognizing rights in geographical indications at
the international level. The same problem hinders their protection under
unfair competition law at the international level: terms which are in some
countries protected as identifying a particular product originating from a
particular geographical location are in other countries considered generic. As
such, their use in the latter countries by someone other than producers of the
product in the named location could not be considered dishonest.

Accordingly, if protection of geographic names is to be based on Article
10bis of the Paris Convention, this must result from a name-by-name,
country-by-country determination of whether or not use of the name by a
particular party without government authorization is ‘honest practice’. This
would be a resource-intensive undertaking, since not just the substance of the
standard of honesty but even how it is determined that something is an
‘honest practice’ differs from. country to country. Even ex post analysis of
disputes involving similar names arising in multiple territories would present
challenges, given the differing standards of ‘unfaimess’ that may have been
applied. Further, if it is the case that ‘[t]he most important factor for

www.wipo.int/amc/en/domains/decisions/html/2000/d2000-1270.html), Gorstew Lim-
ited v. Worldwidewebsales.com, Case No. D2002-0744 (WIPO Arbitration and Media-
tion Center 23 Oct. 2002) (available at http://www,wipo.int/amc/en/domains/decisions/
html/2002/d2002-0744.html).

853. Consorzio del Proscuitto di Parma v. Domain Name Clearing Company, LLC, Case No.
D2000-0629 (WIPQO Arbitration and Mediation Center 18 Sep. 2000) (available at
http:/fwww.wipo.int/amc/en/domains/decisions/html/2000/d2000-0629.html).
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determining “unfairness” in the marketplace ... is derived from the purpose
of unfair competition law’,*** there is little hope of arriving at any universal
standard because the differing purposes of unfair competition law in various
jurisdictions will lead to differing standards. In particular, what is considered
fair in countries that carve consumer protection out from unfair competition
law will differ from those countries that do not.?*®

It should thus not simply be assumed that the registration of a
geographic domain name by a non-government registrant or the registration
of a geographical indication domain name by a non-local producer falls
squarely within the broadly worded definition of ‘unfair competition’
provided by Article 10bis (2) of the Paris Convention. Deeper consideration
is needed to determine whether unauthorized registrations of geographic
domain names fall within any of the specifically enumerated acts of unfair
competition provided for under the Paris Convention. This will now be
explored.

8.2 SPECIFIC ACTS OF UNFAIR COMMERCIAL
BEHAVIOUR

Paragraph (1) of Article 10bis of the Paris Convention is of a general nature,
not obliging States to create new law ‘if their existing general legislation ~
for example, provisions of civil law directed against torts, or principles of
common law — suffices to assure effective protection against unfair compe-
tition,’®>® Paragraphs (2) and (3) are less general in nature; while neither
provides a comprehensive, authoritative list of impermissible acts of unfair
competition, paragraph (2) offers the broad definition just discussed and
paragraph (3) identifies three specific acts which, at a minimum, must be
prohibited by members’ domestic law. These acts seek to prevent unfair
competition, on the one hand by stopping an enterprise from disparaging its
competitors, and on the other hand by attempting to narrow the knowledge
and experience gap between enterprise and consumer. Of these three acts that
the convention specifically identifies as unfairly competitive, it is said that
they share one aspect in particular:

The common aspect of these most important, but by no means
exhaustive, examples of unfair market behavior is the attempt (by an
entrepreneur) to succeed in competition without relying on his own
achievements in terms of quality and price of his products and services,
but rather by taking undue advantage of the work of another or by
influencing consumer demand with false or misleading statements.

854. WIPO, Protection against unfair competition, 24-25.
855. See Henning-Bodewig, 21.
856. Bodenhausen, 143.
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Practices that involve such methods are therefore doubtful at the outset
as to their fairness in competition,®”’

It must be borne in mind that although Article 10bis (3) specifically identifies
three behaviours as unfairly competitive, this list is not exhaustive; members
are required to target all acts which would fall within the broad definition of
unfair competition set out in Article 10bis (2), the relationship of which to
geographic names generally and geographic domain names particularly has
been discussed in the immediately preceding section of this chapter. Further,
although geographic domain name registration is not expressly addressed by
Article 10bis (3) and even to the extent that this provision is interpreted as
not covering geographic domain name registration, there is nothing to
prevent members from creating domestic law to that effect.

In addition to Article 10&is, which is specifically headed ‘Unfair
competition’, Article 10 of the Paris Convention also addresses commercial
behaviour that has the effect of harming competitors, consumers, or both. It
makes actionable the use of false indications of source and thus is
particularly relevant to the use of geographical indications. It is likewise
applicable to other geographic names the use of which could be interpreted
as connoting origin. The remainder of this chapter is devoted to an
examination of these provisions in order to determine whether any of them
offers grounds for restricting the registrability of geographic names as new
gTLD strings.

8.2.1 FALSE INDICATIONS OF SOURCE

The first attempt to control unfairly competitive acts at the international level
took the form of preventions against false indications of source. At the 1880
conference that would result in the drafting of the Paris Convention, it was
declared a priority that:

Tout produit portant illicitement soit la marque d’un fabricant ou d’un
commergant établi dans 1’un des pays de I'Union, soit une indication de
provenance dudit pays, sera prohibé 4 I’entrée dans tous les autres Etats
contractants, exclu du transit et de 1’entrep6t, et pourra étre 1’objet d’une
saisie suivie, s’il y a lieu, d’une action en justice.®*®

The prohibition against false indications of origin took shape as Article 10,
in which indications were actionable only to the extent that they were used
in conjunction with a false, fictitious, or deceptive trade name.®* Since
revision at the 1958 Lisbon Conference, Article 10 applies to all direct or

857. WIPO, Protection against unfair competition, 24.

858, Ministere des Affaires Etrangeres de la France, Conférence Internationale pour la
Protection de la Propriéié Industrielle, 14,

859. See Conrad, 23.
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indirect uses of a false indication of the source of goods. It is not expressly
limited to geographical source, but that is identified as its most common
application.®®®

Two things seriously hinder the applicability of Article 10 to geographic
domain names. First, the indications of source covered by Article 10 are
confined to those relating to goods, with the result that this provision is
relevant only to second-level domain names corresponding to a website
dealing in goods. Article 10 has no application to top-level domains because
they bear no direct connection to goods. Rather, top-level domains represent
the service of providing an online communications portal that others may, if
they so choose, use to engage in commercial activity involving goods.

Second, even for those second-level domain names having a direct
nexus to goods, or if a nexus between top-level domains and goods were
thought to exist, Article 10 has no practical effect because the remedy for its
breach is seizure of the falsely identified goods upon importation. This would
have no effect on a domain name at any level of the DNS. Article 10 targets
the cross-border movement of falsely identified goods; geographic domain
names do not fall within this ambit.

Similar limitations arise in the application of Article IX:6 of the GATT
Agreement, which deals with ‘marks of origin’. It provides:

The contracting parties shall co-operate with each other with a view to
preventing the use of trade names in such a manner as to misrepresent
the true origin of a product, to the detriment of such distinctive regional
or geographical names of products of the territory of a contracting party
as are protected by its legislation. Each contracting party shall accord
full and sympathetic consideration to such requests or representations as
may be made by any other contracting party regarding the application of
the undertaking set forth in the preceding sentence to names of products
which have been communicated to it by the other contracting party.

As an initial matter, the obligations imposed by this provision are signifi-
cantly weaker than those imposed by Article 10 of the Paris Convention,
requiring only ‘co-operation with a view to’ preventing false representations
of origin. As with Article 10, the application of GATT Article IX:6 is not
applicable to services. This likewise renders it only partially applicable to
second-level domain names and entirely inapplicable to top-level domain
strings. In addition, the capability of this provision to protect geographic
names is hindered by its having been given a very narrow interpretation in
the case of Japan — Customs Duties, Taxes and Labelling Practices on
Jmported Wines and Alcoholic Beverages.*®' The Panel in that case found

860. See Bodenhausen, 139.
861. Japan — Customs Duties, Taxes and Labelling Practices on Imported Wines and
Alcoholic Beverages, L6216 adopted 10 Nov. 1987, BISD 345/83 (GATT Panel Report).
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that the use of terms such as ‘Riesling’ or ‘chateau’ by Japanese manufac-
turers was not detrimental to the names of products produced by the
European Communities.

Like the Paris Convention, the GATT Agreement does not expressly
prevent members from offering greater protection to origin statements under
domestic law than is required by their treaty obligations. On the contrary,
GATT Article XX(d) allows contracting parties to adopt or enforce measures
‘necessary to secure compliance with laws or regulations which are not
inconsistent with the provisions of this Agreement, including those relating
to [ ... ] the protection of patents, trade marks, copyrights and the prevention
of deceptive practices’. The term ‘deceptive practices’ has notably been
interpreted to include ‘false marking of geographical origin.’®? There is,
however, no scope for protection of non-commercial names under the GATT.

Neither Article 10 of the Paris Convention or Article IX:6 of the GATT
specifically offers rights that enable one party to prevent another’s registra-
tion and use of a geographic top-level domain string. Some scope exists
under these provisions for restricting registration of second and lower level
domain names, but this is limited to the use of specifically origin-connoting
geographic names used to identify websites offering goods. Member States
are not prevented from enacting specific legislation preventing unauthorized
registration of domain names as a false statement of origin, but any such
rights would be enforceable only in the jurisdiction in which they are
granted.

822 ACTS CREATING CONFUSION WITH A COMPETITOR

Turning now to the first of the three acts that are specifically identified as
unfairly competitive by the Paris Convention, Article 10bis (3)(i) prohibits
‘all acts of such a nature as to create confusion by any means whatever with
the establishment, the goods, or the industrial or commercial activities, of a
competitor’. The term ‘all acts’ is sufficiently broad to be interpreted as
including the registration and use of a name at any level of the DNS. The
following two elements must additionally be satisfied for Article 10&is (3)(i)
to justify a general rule of preventing their delegation to applicants without
government authorization:

— The acts of applying for and operating a geographic gTLD, irrespec-
tive of the registrant’s intent,® are likely to create confusion with the
government.

862. Gervais, 7, citing WTOQ Guide to GATT Law and Practice 583 (6th ed., 1995).

863. See WIPO (ed.), Introduction to Intellectual Property, 254 (nothing that while irrelevant
to the determination of whether an act of unfair competition has taken place, intent may
be deemed relevant to the determination of sanctions.)
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— Unauthorized geographic gTLD applicants and relevant governments
are competitors.

These steps are analysed in the sub-sections that follow.

8.2.2.1 Likelihood of Creating Confusion

It has been argued that society has become conditioned to ‘assume that all the
iconic indicia of consumer culture must be owned, and thus that any
appearance of them must be approved by their official owners.”®* If this is
50, confusion is likely to result from the use of geographic names in the DNS,
fuelled by the authoritative or official status of their presumptive owners.
There are various means of determining confusion in domestic law, but most
commonly it is established using a ‘likelihood of confusion’ test derived from
trademark law.®$® This test has played a major role in trademark owners’
efforts to extend their offline rights into the online environment, The standard
applied is ordinarily that of ‘an average (reasonable) consumer, having
normal attentiveness with regard to the nature of the product or service or the
place where it is offered’.’®® In the context of this study the following
question arises: would the average, reasonable, normally attentive internet
user be likely to be confused by geographic domain names registered by or
delegated to parties other than governments? The following two fabricated
examples are illustrative of this issue:

— When the average internet user in Country A sees the top-level
domain .uruguay, do they understand it to be delegated to or affiliated
with the country of Uruguay?

— When the average internet user in Country A sees the domain name
‘mombasa.visit’, do they understand this second-level domain in the
.visit top-level domain to be registered by or affiliated with the city of
Mombasa?

The answers to these questions depend on a range of factors, of which several
.867

can be borrowed from trademark law:
— The similarity between the geographic name and geographic domain
name/string.
— The reputation or degree of distinctiveness of the geographic name/
string and the location it names.
— The reputation of the government/s relevant to the name/string.

864, Coombe, 65 (internal citations omitted).

865. See AIPPI, Effective protection against unfair competition under Article 10bis Paris
Convention of 1883, AIPPI Y.B. 1954/11, 398, 6.3. (1594)

866, Ibid., 6.5.

867. See WIPO (ed.), Introduction 1o Intellectual Property, 255.
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- Internet wser sophistication regarding the DNS (e.g., some users will
know that not all country code TLDs are operated by or formally
affiliated with the government of the territory represented).®®®

— The relationship of the reasonable internet user to the name (local
familiar names may be interpreted differently than non-local unfamil-
iar names).

— The existence of other, non-geographic meanings of the name (the
names ‘Turkey’ and ‘Orange’, for example).

— The existence of multiple geographic locations having the sarne name
(Oxford, Ohio, USA and Oxford, England, for example).

— The relationship, if any, between a second-level domain name and the
top-level domain in which it is registered (e.g., tokyo.japan may be
assumed by the reasonable person to be associated with the govern-
ment while cooking.japan may be understood differently).

Reliance upon the ‘reasonable person’ standard in the global context presents
significant challenges because of the widely varied experience and knowl-
edge of internet users across the globe. The reasonable internet user in one
jurisdiction may be affected by the factors noted above in a different way
than the reasonable internet user in another jurisdiction. Identifying a global
standard would require capturing the many domestic standards and finding
among them sufficient consistencies, to the extent that any exist. There is thus
scant support for a general rule that any registration of a geographic domain
name by a non-government registrant is likely to confuse.

There is greater scope for consistency in findings of likelihood of
confusion when the domain name or string in question is a distinctive
geographical indication.®®® The identification of a global ‘reasonable person’
standard is influenced by the fact that the ordinary use of a geographical
identification is as an identifier of source. Consistent use of wine and spirit
geographical indications resulting from the higher level of protection
afforded them under Article 23 of the TRIPS Agreement increases the
capacity for likelihood of confusion. The intemational register as proposed
by Article 23%7° could, if it were to be established, have the effect of
strengthening the public’s awareness of the indications recorded by it.
Certain geographical indications may also benefit from widespread recogni-
tion through a patchwork of bi- and multilateral agreements between the
origin country and trade partners. The European Union in particular has

868. Country-code TLD administration is discussed at Part 1, Chapter 2, section 2.4.2 above.
The example of Tuvalu’s .tv ccTLD, which has no territorial restrictions and operates as
if it were an open gTLD, is provided in n. 812 above.

869. See WIPO (ed.), Introduction to Intellectual Property, 256-257.

870. The proposed international register is discussed in Part III, Chapter 7, section 7.3.1
above.
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made the recognition of geographical indications a key issue in recent
agreements with its trade partners.®”!

In countries in which a geographical indication is interpreted as
identifying a type of (rather than a particular) product, there is no connotation
of origin and thus no likelihood of confusion. Courts tend to rely on the
meaning of a term to the relevant public, as ascertained from such things as
dictionary definitions, telephone directories, media sources and other publi-
cations, along with the use of the term made by the party claiming
ownership, its competitors and others.®’* It would be interesting to consider
whether the convention of using lower-case letters in domain names has any
effect on public perception, given that geographical indications are often
identified in written expression with capital letters following the convention
of proper (i.e., non-generic) names.

These issues lead to the conclusion that name-by-name, jurisdiction-
by-jurisdiction analysis is needed to determine whether registration as a
domain name or delegation as a gTLD of geographical indications or other
geographic names falls within the scope of Article 10bis (3)(1). It is
overreaching for States to prevent registration of geographic domain names
on the basis of the existence of a general rule among all Paris Union
members that this activity is inherently likely to confuse.

8.2.2.2 Confusion with a Competitor

In cases in which likelihood of confusion is found, unauthorized registration/
delegation of a geographic domain name will not fall within the scope of
Article 10bis (3)(i) if the registrant/registry operator and government or
geographical indication holder are not competitors. To clarify, the likelihood
of confusion must exist between two parties in a market, with advantages
accruing to one competitor because consumers believe that competitor to be
another competitor. General confusion about a market is not sufficient.

As noted earlier in this chapter, competition exists in the DNS but not
in a clear, conventional sense. All new gTLD applicants compete against
each other for monopoly control of a uniguely named domain. In the

871. A summary of key EU bilateral agreements on geographical indications made in the ten
years following the implementation of the TRIPS Agreement is provided in O’Connor
and Company & Insight Consulting, Geographical indications and TRIPs: 10 Years
Later ... A roadmap for EU GI holders to ger protection in other WTO Members, http:
Mtrade.ec.europa.eu/doclib/docs/2007/june/ftradoc_135088.pdf. Recently-signed agree-
ments addressing peographical indication protection include the Trade Agreement
between the Buropean Union and Colombia and Peru (Annex XIIT) and the EU-South
Korea FTA (Chapter 10, sub-s. B). See Trade Agreement between the European Union
and Colombia and Peru (26 Jun. 2012) (available at http://trade.ec.europa.eu/doclib/
press/index.cfm?id=691); EU-South Korea Free Trade Agreement (6 Oct. 2010) (avail-
able at http://eur-lex.europa.eu/JOHtml.doturi=0J:L:2011:127:SOM:EN:-HTML).

872. See Xuan-Thao N, Nguyen, Nationalizing Trademarks: A new international trademark
Jurisprudence?, 39 Wake Forest L. Rev. 729, 744-745 (2004).
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application process, a non-State geographic gTLD applicant is in competition
with a government applicant. Once the string is delegated to a successful
applicant, the focus turns to operation of the TLD registry and the relevant
question becomes whether the non-State geographic gTLD registry operator
is in competition with the government of that geographic location. This
depends upon the gTLD and its operator, in particular what the mission and
purpose of the gTLD are and whether these are likely to cause confusion with
the ‘establishment, the goods, or the industrial or commercial activities’ of
the government.

Qutright rejection of gTLD applications lacking government authori-
zation is unsupportable under Article 10bis (3)(1) because this fails to take
into account the mission and purpose of the proposed domain and whether
this gives rise to a competitive relationship. Further, it is certainly the case
that not all geographic gTLD operators will be in competition with relevant
governments. Domain names comprising a proprietary name and the
derogatory word ‘sucks’ (so-called ‘sucks sites’) provide clear examples of
potentially non-competing, non-commercial domains. This issue had not yet
presented at the top-level of the DNS prior to the New gTLD Program, but
two applications were made in the program for the top-level string
* sucks’.¥”® Even if these applications are not successful,*™ they serve as an
example of what is often non-commercial speech that cannot be considered
confusion with a competitor.

The absence of a likelihood of confusion in all cases and the potential
for confusion outside of a competitive relationship support a conclusion that
Article 10bis (3)(i) does not oblige Paris Union Member States to prevent the
unauthorized registration of geographical indications and other geographic
names as domain names, Neither does Article 10kis (3)(1) prevent States
from adopting and enforcing such a universal rule through domestic law.

823 FALSE ALLEGATIONS DISCREDITING A COMPETITOR

As the second specifically identified act of prohibited unfair competition,
Article 10bis (3)(ii) of the Paris Convention targets ‘false allegations in the
course of trade of such a nature as to discredit the establishment, the goods,
or the industrial or commercial activities, of a competitor’. It is essentially a
provision that protects a commercial enterprise from harm to its commercial

873. See ICANN, Reveal Day 13 June 2012: New gTLD Applied-For Strings, http://
newgtlds.icann.org/en/program-stams/application-results (13 Jun. 2012, accessed 15
Oct. 2012).

874. Kevin Murphy, Governments probe domain land-snatch: many.gTLDs.suck, The Regis-
ter (29 Jun. 2012) (available at http://www.theregister.co.uk/2012/06/29/domain_land_
grab_under_the_microscope/). Murphy comments that the ‘companies that have applied
for .sucks ... face an uphill battle selling their proposed benefits to the GAC and to
ICANN’s influential intellectual property lobby.’
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reputation. With that in mind, it may be of even greater use to online
businesses than offline businesses, because online reputation is potentially
more difficult to build and therefore more valuable to the enterprise.®”® Yet
while this may be the case for businesses and their brand-oriented domain
names, it should not automatically be assumed to be so for those interested
in geographic domain names.

It is helpful to begin by distinguishing Article 10bis (3)(i) from Article
10bis (3)(ii): misleading the public into confusion involves communicating
something (usually positive) about one’s own identity or products, while
making a false allegation involves communicating something negative about
another market player. In order for Article 10bis (3)(ii) to be called upon to
prevent the unauthorized registration of geographic domain names or
application for a geographic gTLD, the act of registration/application must
be interpreted as the making of a false allegation. Additionally, that false
allegation must be of a discrediting nature. It is difficult to see how the simple
act of registering a geographic domain or applying for a TLD string could
satisfy either of these elements.

8.2.3.1 False Allegations

Making an application for a geographic gTLD such as .london or for a
geographic second-level domain such as champagne.com cannot on its own
be characterized as the making of a false allegation. That these actions should
even be characterized as an ‘allegation’ is not at all obvious given the
ordinary meaning of that term as ‘a claim that someone has done something
wrong, typically an unfounded one.”®® There may be some scope for
interpreting a geographic gTLD string as a claim the applicant makes about
itself, but it is not logical to characterize a geographic gTLD as a claim about
another party.

Even if domain names generally or geographic domain names specifi-
cally are understood in this manner, it is inappropriate to assume that the
claim they make is false, Geographic names can be interpreted in a variety
of ways, including most obviously as the identifier of a particular geographic
location. Only false allegations are expressly prohibited by this provision,
and it is indubitably not the case that all of the possible interpretations of a
geographic name are inherently false. The same can be said of domain names
more generally. Here it helps to return to the discussion of what a domain
name is, first and foremost the identifier of a particular location in the DNS.
It is true that domain names have taken on initially unintended semantic

875. See Dan Jerker B. Svantesson, The right of reputation in the Internet era, 23(3) Int’l Rev.
L. Comp. & Tech. 169, 170 (2009) (positing that reputation has a much greater role to
play online than off because ‘online you simply do not have the same possibilities of
building trust through means such as location, shop structure, etc.”).

876. The Concise Oxford English Dicionary 34 (Catherine Scanes & Angus Stevensen eds.,
11th ed. revised, Oxford University Press 2008).
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significance, but to consider the act of applying for a top-level domain name
the making of a false allegation is to push that significance to illogical limits.
It should, however, be acknowledged that Paris Union members remain
free to prohibit through domestic law true but nevertheless disparaging
statements.®”’

8.2.3.2 Discrediting a Competitor

Even if it is found that a geographic domain name or string constitutes a false
allegation, that allegation must be ‘of such a nature as to discredit the
establishment, the goods, or the industrial or commercial activities, of a
competitor’, what WIPQ characterizes as an ‘attack’ on one’s competitor.®’®
The ordinary meaning of the verb form of the word ‘discredit’ as ‘harm the
good reputation of, cause (an idea or account) to seem false or unreliable’®"
serves to emphasize that the allegations at issue in Article 10bis (3)(ii), unlike
the misleading activity targeted by Article 10bis (3)(i), are specifically
directed at others in the market.

The act of filing an application for a geographic domain name cannot,
on its own, be said to constitute an attack on others. Such a finding could
only be reached by considering the context in the geographic domain name
is used, for example in conjunction with pejorative words. It could be said
that a top-level domain such as .australiasucks or the domain name *australia’
registered in a new .sucks TLD (‘australia.sucks’) discredits everything about
Australia, including its ‘establishment’, ‘goods’, and ‘industrial or commer-
cial activities’. Opinions are not actionable,*® however, and it can be argued
that registrants of such domain names are using the domain name system to
express an opinion rather than an objective fact.

Furthermore, discrediting though it may be, the use of a name in a
‘sucks site’ may be non-commercial in nature and made by a party not
constituting a ‘competitor’, Like Article 10bis (3)(i), Article 10bis (3)(ii)
does not require that States prevent acts, however undesirable, against those
who are not competitors. Accordingly, most countries limit disparagement to
‘cases where there is at least some sort of competitive relationship between
the plaintiff and the defendant.’®®! Countries that do extend the scope of this
provision are not required by Article 10bis (3)(ii) to do so, but neither are
they prevented from doing so.

Restrictions on the registration of geographic domain names on the
basis of their constituting a false allegation that discredits a competitor thus
lack support from Article 10bis (3)(ii). Paris Union members are not obliged

877. See AIPPI, 7.1.

878. WIPO (ed.), Introduction to Intellectual Property, 266,

879. Soanes & Sievenson (eds.), The Concise Oxford English Dictionary, 409-410,

880. See Lisa P. Ramsey, Free Speech and International Obligations to Protect Trademarks,
35 Yale 1. Int’l L. 405, 421 (2010).

881. WIPO (ed.), Introduction to Intellectual Property, 266,
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to prevent the registration of geographic names as domain names or strings,
and it is difficult to see how Member States can rely on Article 10bis (3)(ii)
as a basis for domestic law to that effect. A State’s claim to rights on this
basis appears less motivated by a desire to prevent unfair competition than a
desire to foreclose all competition in order to prevent any slights against or
encroachments upon the State’s reputation. If that is the true intention, a
more appropriate source of rights to consider is the trademark theory of
dilution, the potential application of which to geographic names is discussed
in the final section of this chapter.

824 INDICATIONS OR ALLEGATIONS LIABLE TO MISLEAD THE
PUBLIC

Article 10bis (3)(iii) of the Paris Convention sets out the last of the three
specifically prohibited acts of unfair competition, ‘indications or allegations
the use of which in the course of trade is liable to mislead the public as to the
nature, the manufacturing process, the characteristics, the suitability for their
purpose, or the quantity, of the goods.’ The Austrian proposal from which this
provision originated included the word ‘origin’, but its removal was
motivated by objections raised by the United States.?®? Origin statements or
indications going to ‘the identity of the producer, his establishment or his
industrial or commercial activities’ (emphasis in original) were thus beyond
the reach of Article 10bis, and to the extent not covered by Article 10,
relegated to domestic law.%* The International Association for the Protection
of Intellectual Property (AIPPI) has observed, however, that ‘in general, all
kinds of allegations, not restricted to those listed in Article 10bis, are covered
by such protection, including allegations referring to the geographical origin
of the products’.®® Furthermore, despite the inapplicability on its face to
geographical indications, this provision nevertheless ‘became a launching
point for’3® the drafting of Articles 22, 23 and 24 of the TRIPS Agreement
respecting geographical indications. The end result is a curious one, in that
section 22(2) of the TRIPS Agreement effectively extends the scope of
protection under Article 10bis of the Paris Convention by bringing geo-
graphical indications, which are by definition origin statements, within its
scope. 58 '

882. See J. Thomas McCarthy & Veronica Colby Devitt, Protection of Geographical
Denominations: Domestic and International, 69 Trademark Rep. 199, 201-203 (1979).

883. See Bodenhausen, 146 (intemnal citations omitted).

884. AIPPI, 8.1.

885. Hughes, Spirited Debate, 312.

886. See Conrad, 33-36,
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8.2.4.1 Misleading

As with standards of truthfulness and fairness, the question of whether an
indication or allegation is misleading inevitably varies from jurisdiction to
jurisdiction.®®” Some countries tolerate exaggeration up to a point, but there
is no universal agreement as to where that point lies.*® This makes it difficult
to enumerate specifically misleading acts at the international level. It is
generally the case that in order to fall within the scope of Article 10bis
(3)(iii), the indication or allegation in question need not be inherently false
or actually result in a false impression in the consumer’s mind. Rather, its
misleading character is determined by the consumer’s reaction, which ‘may
differ from country to country and may also depend on the kind of addressee
(consumers or traders) and the type of goods or services. The Paris
Convention leaves this question to member States’ .

The question in the context of geographic names’ use in the DNS is
whether their delegation to (top-level) or registration by (second or lower
level) an applicant other than a government or geographical indication holder
is inherently misleading to the average, reasonable internet user. As dis-
cussed in the context of the prohibition through Article 10bis (3)(i) of ‘all
acts of such a nature as to create confusion by any means whatever with the
establishment, the goods, or the industrial or commercial activities, of a
competitor’, global reasonableness standards are difficult if not impossible to
identify. It is extremely difficult to gauge public perception on a global scale,
and attempts to do are very likely to reveal that the savvy and experience
attributed to the average internet user differs from country to country and
perhaps even within a country.

8.24.2 Limited to Goods

Even if geographic top-level domains are considered inherently misleading,
there is an insurmountable obstacle to the application of Article 10&is (3)(iii),
which is the limitation of that provision to ‘indications or allegations’ made
about goods. As has been argued in the context of geographical indications
in the previous chapter, unlike second-level domains (which may, although
need not, have a direct connection to goods), top-level domains and their
operators have no such connection. Rather, they provide a service by making
available a communications portal. A .champagne gTLD, for example, could
be a space in the DNS for domain name registrants to communicate
commercial and non-commercial information about Champagne the region,
Champagne the product originating from that region, or other things.
While Article 10bis (3)(iil) may offer protection against the registration
of geographic second- and lower level domain names to the extent that these

887. See AIPPI, 8.2.
888. See WIPO (ed.), Introduction to Intellectual Property, 261-262 and 264.
889. Ibid., 262.
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are a) used in connection with goods and b) deemed misleading under
domestic law as regards those goods, no such protection is afforded in the
context of top-level domain strings. For the same reasons for which it was
concluded the previous chapter that there are no preventable uses of
geographical indications at the top-level of the DNS, it can be concluded that
Article 10bis (3)(i1i) does not oblige Paris Union Member States to prevent
geographic gTLD applications by non-State applicants. It is open to members
to deem the registration of a geographic domain name at any level of the
DNS by a party other than the relevant government or geographical
indication holder inherently misleading, but this is not required by the Paris
Convention. Nor is there any evident consistency amongst States adopting
this broader approach.

8.3 PROTECTION OF REPUTATION

Although it seems logical to link a desire to prevent reputational harm with
unfair commercial behaviour, the preceding analysis of Paris Convention
Articles 10 and 10bis illustrates the very limited protection available to
reputation through international unfair competition law. The concemns of
govemments and geographical indication holders about misappropriation of
identity by others’ use of geographic names are not limited to actions of
competitors, nor does the term ‘competitor’ have much traction in this
context. Even to the very limited extent that Articles 10 and 10bis protect
these interests, they are clearly not sufficient bases for broader claims to
exclusive rights in geographic names. Two further, related doctrines of rights
protection will now be considered to determine their potential for filling the
gaps left by unfair competition law: dilution and personality rights.

8.3.1 DILUTION

Dilution sits uneasily alongside unfair competition principles because its
prevention of the use of a trademark in connection with even unrelated goods
or services effectively makes competition in that sector impossible. Put
simply: ‘How could there be unfair competition when there was no
competition?’®® Dilution is therefore logically addressed in the Paris
Convention not in Article 10bis, but rather separately in Article 6bis, which
applies only to ‘well-known’ trademarks.

The function of the doctrine of dilution is to prevent the erosion by
anyone — direct competitors or otherwise — of the reputation of famous

890. Brown Jr, 1192,
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trademarks.®' The broader range of preventable acts fills in some of the gaps
identified in the previous section of this chapter in terms of the applicability
of unfair competition law to geographic names’ use in the DNS, It has
already been suggested that dilution may be usefully applied at the
second-level of the DNS “if a customer became confused about the owner of
the domain name, purchased goods from a cybersquatter thinking they were
made by the brand and lost confidence in the brand, thereby harming its
reputation and value.’®?

There is precedent for protecting geographic names under Article 6bis
even where they are not registered as trademarks: Article 6bis has success-
fully been relied upon to support a claim to rights in the name of the
government of the Spanish region of Catalunya, ‘Generalitat de Catalunya’.
In a UDRP dispute brought by the local government, the name in question
was found to be protected on the basis of its well-known status and Spanish
law’s recognition of unregistered well-known marks.?** The key in this and
similar cases is domestic law’s recognition of a geographic name as a
trademark, which has the automatic effect of bringing the name within the
scope of the UDRP. If domestic law does not consider the name a trademark,
then the UDRP is inapplicable and the party asserting rights in the name can
rely only on whatever other rights might be available under domestic law.

Setting aside the possibility of bringing a UDRP claim, the domestic
applicability of dilution theory may extend beyond trademarks. This has
significant potential for the protection of geographic names as a possible
future development in international law. The protection of geographical
indications in some European jurisdictions, for example, has been compared
to the protection against dilution afforded to famous trademarks in the United
States,®™* which is where trademark dilution theory originated. Not coinci-
dentally, then, have the European Commission’s proposals for increased
protection of geographical indications under the TRIPS Agreement been said
to resemble a dilution or ‘dilution plus’ type of protection.®®®

In its 1996 Model Provisions on Protection against Unfair Competition,
the World Intellectual Property Organization proposed amending Article
10bis (3) to include acts that damage goodwill or reputation.®”® Such an
amendment would increase support for the protection of geographic names,
in particular by eliminating the need for a competitive relationship between

891. See Callmann & Altman, 22:15. On well-known marks and their potential reservation
from domain name registrability, see Part II, Chapter 3, section 3.2.1.3 above.

892, Elizabeth C. Woodard, The UDRE, ADR, and Arbitration: Using proven solutions to
address perceived problems with the UDRP, 19 Fordham Intell. Prop. Media & Ent. L.
J. 1169, 1176 n. 31 (2009).

893. Catalunya v. Wolf, WIPO Case No, D2002-1124.

894. Sec Hughes, Spirited Debate, 347-349.

895. Ibid., 319.

896. See WIPO, Model Provisions on Protection Against Unfair Competition, WIPO Pub. No.
832 (1996).
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the parties, with the operative situation being ‘any act or practice in the
course of industrial or commercial activities’.®’ Interpreted broadly, as
instructed by the accompanying Notes, this would include ‘activities of
professionals and non-profit making activities.”®*

In summary, the proposed amendment to Article 10bis (3) has as-yet not
been agreed upon and the ‘model’ provisions, which are directed at countries
that are as an initial matter introducing unfair competition laws into national
legislation in order to comply with their obligations under the TRIPS
Agreement, are not binding. Nevertheless, these things are indicative of a
desire at the international level to broaden the protection offered by dilution
and to bring geographic names within the scope of unfair competition law.*”
Currently, the protection against dilution offered by Article 6bis of the Paris
Convention is available only to geographic names recognized under domes-
tic trademark law. Nor is Article 10bis (3), in its present wording, able to
prevent damage to reputation except by competitors and in the very limited
constellations identified in its sub-sections (i), (ii) and (iii).

8.3.2 (GEOGRAPHIC NAMES AND PERSONALITY RIGHTS

There are strong conceptual links between unfair competition and the
protection of personality or identity. Like individuals, governments are
concerned about identity theft in the online environment. The recognition of
personality rights in' geographic names could address States’ concerns by
preventing unauthorized parties from holding themselves out as the govern-
ment or its authorized representative on the internet. This sort of protection
ordinarily has as its focus the reputation of persons; it must therefore be
questioned whether international law recognizes personality rights of States
such that these rights might be called upon by governments to prevent
unauthorized applications for geographic gTLDs.

WIPO has considered this question in the context of protecting personal
names from unauthorized registration as second-level domain names, and
concluded that the domestic nature of personality protection and the diversity
of domestic approaches are obstacles to the existence of an international
norm of protection of personal names.”® In jurisdictions where protection
exists for personal names, this gerierally takes the form of personality law,
which derives from individuality and personhood.”®® Such a theory could
recognize that a State’s identification with a symbolic name gives rise to a
‘personality stake’®®? in that name; the use of that name by another could

897. Ibid., 62 Art, 1(1).

898. Henning-Bodewig, 24.

899. See Gervais, 298-299.

900. See WIPQ, WIPO II Report, para. 178.

901. See Melville B. Nimmer, The Right of Publicity, 19 Law & Contemp. Probs. 203 (1954).
902. Hughes, The Philosophy of Intellectual Property, 340-341.
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plausibly be interpreted as analogous to appropriation of an individual’s
interest in his or her personality.’® Yet the characteristics of individuality and
personhood underpinning protection are unique to human beings and lacking
in other forms of legal person. On this basis, personality theory has been
deemed to be of limited application to protecting corporations’ trade-
marks.*** The same logic refutes governments’ claims to geographic names
on the basis of personality.

Even where human personality rights are recognized in domestic law,’®
they cannot be characterized as rights in a name as such.’® First, they are
limited to protecting commercial value in a name,”’and ordinarily this
stands to benefit only famous persons. Even then, not all uses of the famous
person’s name can be prevented; in particular, non-commercial, informa-
tional uses are not preventable where the right to free speech is protected.’®®
In the context of domain names, it is certainly not the case that any person
can object to a registration of his or her name as a domain name on the basis
of personality theory, and in any event the multiplicity of names will make
it virtually impossible for every person with a common name to have his or
her own domain name.

If a personality theory of statehood exists, to the extent that it is based
upon existing personality doctrines respecting persons, the protection it
offers is likewise limited. Though their relatively low numbers and global
notoriety create commercial value in States’ names, the benefit to States of a
personality theory would be limited to preventing commercial uses of a
country name. Most sub-national geographic names will have more difficulty
in demonstrating requisite fame than country names, Non-commercial use of
geographic names in diplomatic, official, descriptive or informative contexts
— realistically a large proportion of the possible uses of geographic names —
cannot be prevented. A complete prohibition on the unauthorized registration
of geographic domain names on this basis would require as a conceptual first
step deeming the act of registration, irrespective of the nature of the proposed
use of the domain, an inherently commercial activity.”®

The internet has undeniably given rise to concerns about misappropri-
ated identity and corresponding harm to reputation. There is nevertheless no

903. See Leon Green, The Right to Privacy, 27 Iil. L. Rev. 237 (1932).

904. See Anupam Chander, The New, New Property, 81 Texas L. Rev. 715, 748 (2003), citing
Margaret Jane Radin, Reinterpreting Propertry 12-13 and 112 (University of Chicago
Press 1993).

905. See Madow, 132 n. 23 and n. 24,

906. See WIPQ, WIPQ II Report, para. 172.

907. See Madow, 130. '

908. See WIPO, WIPO If Report, para. 196 (conternplating the ‘chilling effect on free speech’
if personal names were to be protected under the UDRP).

909, On the inherently commercial nature of internet transactions and the effect that such a
determination would have on DNS law and policy, see Part III, Chapter 5, section 5.2.2
above.

246



Chapter 8: Unfair Competition and Related Commercial Rights

international legal framework currently in place to prevent the harm that
could potentially result from the registration of a geographic domain name
by a party not authorized to do so by a relevant government. There are
conceptual obstacles to applying human personality rights to non-human
interests, and even if this were not the case, human personality rights are not
recognized as an international norm, A theory of State personality is not yet
extant, and its future development would likely require significant departure
from existing notions underpinning personality protection available to
persons.

8.4 CONCLUSIONS ON COMMERCIAL RIGHTS IN
GEOGRAPHIC NAMES

This chapter has challenged justifications of restrictions on geographic
names in the DNS on the basis of international unfair competition law.
Governments’ claims to rights in geographic names on this basis appear to be
grounded more in a desire to exercise control than to promote honesty in
commercial dealing, promote and protect commercial investment, promote
competition or protect consumers. One is ultimately inclined to agree with
the comments made in a 1945 decision of the United States Second Circuit
Court of Appeals that ‘the doctrine of so-called “unfair competition” is really
a doctrine of “unfair intrusion on a monopoly”.”**°

As a starting point, the notion of ‘competitors’ in the context of the
top-level of the DNS is strained. It is prudent to question whether an
applicant for a new geographic gTLD is a competitor, in the ordinary sense
of that term, with existing TLD registries, other applicants for new gTLDs,
or governments relevant to a geographic name. If not, unfair competition law
as provided for in Article 10bis of the Paris Convention is inapplicable to
geographic gTLDs. Yet even if this challenge is overcome, there remain other
considerable obstacles to applying international unfair competition law at the
top-level of the DNS.

Preventing the registration of geographic gTLDs cannot be justified on
the basis of all registrations being a false indication of the source of goods
or an indication or allegation liable to mislead the public about goods,
because top-level domains and the registries that operate them lack the
requisite connection to goods. The then-Director General of WIPO pursued
the inclusion of services in Article 10bis (3) in 1977,”!! but the attempt was
unsuccessful. This provision remains applicable only to goods and therefore
cannot be applied to the top-level of the DNS.

910. Standard Brands v. Smidler, 151 F2d 34, 40 (C.C.A. 2d 1945) (concurring opinion of
Frank, 1.).

911. See McCarthy & Devitt, 204. Services were included in the first TRIPS negotiation draft,
but later removed. See Conrad, 34 1. 101.
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Whether a TLD string can on its own constitute an allegation discred-
iting a competitor is doubtful. Dilution theory, which is conceptually at odds
with unfair competition law but relatedly targets commercial behaviour that
causes harm, is recognized in international law, but at this stage applies only
to trademarks. 1t remains to be seen whether this form of protection will
ultimately be extended to geographical indications through the TRIPS
Agreement or some other instrument. Nor is there a norm in international law
recognizing personality rights in respect of states.

There is scope for protecting the rights of geographical indication
holders (which unlike government interests do have a clearly and directly
commercial application) by preventing their registration as top-level domain
strings, but this protection depends in large part on the distinctiveness of the
indication. Until awareness is achieved more broadly, whether through an
international register or otherwise, few names will benefit from this
protection. Like geographic names generally, geographical indications are
subject to a name-by-name, jurisdiction-by-jurisdiction analysis as to their
distinctiveness and likelihood of creating confusion.

These considerations lead to the conclusion that neither Article 10 nor
Article 10bis of the Paris Convention obliges Paris Union members to
prohibit as acts of unfair competition the unauthorized registration of
geographic names or geographical indications as top-level domain strings.
The same conclusion is reached with respect to Article 6bis of the Paris
Convention and GATT Article IX:6. It is important to emphasize, however,
that Article 10bis (3) is not exhaustive; the broader definition of ‘unfair
competition’ provided in Article 10bis (2) makes this clear. While the three
specifically enumerated acts of unfair competition ‘are important examples
of unfair competition and may even cover the majority of acts committed in
practice ... there exist manifold other ways and means to commit unfair
competition which do not fall into any of these three categories.”®'> WIPO’s
Model Laws are evidence of a view that the unfair competition provisions of
the Paris Convention require clarification and strengthening.

It is also important to emphasize that although the Paris Convention
does not specifically oblige States to prevent the registration of geographic
domain names as false indications of origin or as acts of unfair competition,
it does not prevent members from enacting domestic law to that effect. Unfair
competition law remains a domestic source of rights with the subject matter
protected as well as the means of protection left open for States to decide.
Greater protection for geographic names generally and geographical indica-
tions specifically, through unfair competition or anti-dilution law, may
motivate the marketplace to provide better, more accurate information or
perhaps even better quality products. In the context of the DNS, this may
upset the delicate balance between laws protecting commercial signs,
competition law and free speech. Although there was found in 1925 ‘no

912. AIPPI, para. 1.
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substantial precedent to indicate the degree of control of an industry through
trade symbols which would be held a restraint of trade or an attempt to
monopolize any part of trade or commerce’, the process of evaluating new
¢TLD applications and delegating new gTLDs could just bring about the sort
of ‘scheme of industrial dominion’®*? that was then speculated of.

913. Brown Jr, 1202.
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Chapter 9
Human Rights in Geographic Names

What are we? A nation? A region? In the Internet we are a community of
914

interest.
9.1 LINKING GEOGRAPHIC DOMAIN NAMES WITH
HUMAN RIGHTS
9.1.1 HumMaN RIGHTS, INTERNET ACCESS, AND IDENTITY

In the relatively short time since its being made accessible to the public, the
internet has come to play an integral role in peoples’ daily lives. This is so
much the case that it can now be plausibly argued that obstacles impeding a
person’s ability to access and use the internet have the effect of impinging
upon that person’s ability to survive and thrive in the modern world. Much
has been written about the potential benefits of technology to humankind and
the continuation and development of cultures, languages and communi-
ties;”'s indeed, this has been a prime reason for expanding the top-level of the
DNS since the privatization of the internet with the formation of ICANN, a
corporate body specifically charged by the United States government with
reflecting in its decision-making processes ‘the functional, geographic and

914. Gerrand, Cultural diversity in cyberspace, quoting Amadeu Abril i Abril.

915. See for example, Celia Lury, Cultural rights: technology, legality, and personality
(Routledge 1993); Kyra Landzelius ed., Narive on the net (Routledge 2006); Intellectual
Property and Traditional Cultural Expressions in a Digital Environment (Christoph Beat
Graber & Mira Burri-Nenova eds., Edward Elgar 2008).
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cultural diversity of the Internet’.*'® As ICANN proceeds with expansion of
the top-level of the DNS, an argument can be made that rejecting an
application for a new gTLD can have the practical effect of denying the
applicant (and, to the extent that the application is made on behalf of a
community, that community) from expressing itself online and having an
online identity. Given the fundamental nature of the internet to contemporary
humanity, it is therefore imperative that any restrictions placed by ICANN on
the creation of new generic top-level domains is closely examined with the
rights of the persons and communities affected by them in mind.

The implications of the technology underpinning the DNS, in particular
the requirement of absolute name uniqueness, have been discussed in earlier
chapters of this book in the context of internet governance issues, but there
are also major societal implications embedded in the decision-making
processes that will result in a greater number of gTLDs. Conceptual links can
be drawn between the societal implications of these decisions and the
fundamental attributes of humanity that are acknowledged and protected
through human rights law. The aim of this final chapter is to explore those
implications and the potential of human rights as a basis for challenging
States’ assumptions of exclusive rights in geographic names and control over
their use in the DNS.

The relevance of human rights to new gTLD policy has been recognized
within ICANN from the start of the policy development process: in its 2007
recommendations to the Board of Directors the Generic Names Supporting
Organization (GNSQO) expressly identified the Universal Declaration of
Human Rights and the International Covenant on Civil and Political Rights
as potential sources of existing legal rights, conflict with which it advised
avoiding.®'” These instruments and others are considered in this chapter as
possible sources of human rights in geographic names which may conflict
with a policy that gives States exclusive control over their use in the DNS.

Some human rights lack a precise definition, making it difficult to
determine whether particular actions fall within their scope. This can be seen
as an advantage or a disadvantage to those who seek to challenge States’
rights in geographic names. It is on the one hand an advantage that human
rights treaties and customs are in a state of development; if a claim can
plausibly be based on any of the universal aspects of humanity protected by
human rights law, it may be more favourably received than a claim to rights
based on capitalistic attitudes to property ownership.”'® It is nonetheless a
disadvantage that no specific human right to possess, control or use a
geographic name has been codified or crystallized in international law.
Standing in the way of such a precisely articulated right coming into

916. ICANN, Bylaws, Article 1 section 2(4).

917. GNSO, Final Report on the Introduction af New Generic Top-Level Domains, Recom-
mendation 3.

918. See Michael F. Brown, Who Qwns Native Culture? 40 (Harvard University Press 2003).
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existence is a reluctance to interpret the term ‘human rights’ too liberally for
fear of diluting the effectiveness of human rights law in redressing major
wrongs.”'® Yet even without such specificity, certain internationally recog-
nized human rights of a broader nature, such as the rights to national identity,
self-determination, freedom of expression, culture, language and property, as
well as the doctrine of common heritage of mankind, may potentially be
called upon in support of a right of persons to use geographic names.

Precisely because of the lack of specificity in articulating the bounds of
human rights, the intention here is not to catalogue all of the rights that could
potentially be interpreted as encompassing a right to geographic names.
Rather, the intention is to focus on key rights for which there is a compelling
connection to geographic names and explore the strengths and weaknesses of
those connections. Before commencing this analysis, it is important first to
identify the core concepts of the international human rights law framework
into which this discussion fits. This chapter thus begins with a discussion of
the subjects and sources international human rights law, explaining their
particular relevance to geographic names and their use in the DNS. This
foundation is then built upon by examining five specific human rights: the
right to self-determination, the right to national identity, the right to freedom
of expression, the right to culture and the right to language. The substance of
each of these rights is discussed in order to evaluate their potential for
encompassing a right of persons or peoples make use of a geographic name
in the DNS.

Recalling earlier chapters’ consideration of the links between geo-
graphic names and property rights, the third section of this chapter explores
the potential for geographic names’ recognition as the property or non-
property of mankind. It begins with a discussion of the recognition in
international law of a right to property, then progresses to consideration of
the intellectual property-based concept of the public domain. This chapter
ends by turning to natural resources law to consider the applicability the
concept of the common heritage of mankind. Conclusions on human rights
relating to geographic names are then summarized.

9.1.2 DISTINGUISHING HUMAN RIGHTS AND INTELLECTUAL
PROPERTY RIGHTS

There ‘is little doubt’ as to the intention of human rights law as ‘endow[ing]
individuals directly with basic rights’**° under international law. These rights

919. See Richard B. Bilder, An Overview of International Human Rights Law, in Guide to
International Human Rights Practice 15 (Hurst Hannum ed., Transnational Publishers
2004).

920. Rene Provost, International Human Rights and Humanitarian Law 18 (Cambridge
University Press 2002).
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‘apply always and everywhere’,**! but an individual’s being acknowledged
as having the capacity to possess rights ‘does not necessarily imply the
capacity to exercise those rights oneself’.**? Rather, human rights law
imposes obligations on (in some cases, all) States to respect and promote
human rights on the individual’s behalf. In addition to the obligation upon
them mnot to infringe human rights, States are obliged to protect these rights
against interference by private parties.”” Increasingly, international law
recognizes not just individual but collective or community rights, as it comes
to be acknowledged that modern State theory and the fundamental precepts
of international law derived from it inadequately capture ‘the multiple,
overlapping spheres of community, authority, and interdependency that
actually exist in the human experience.’®** Identity (whether online or
offline) is not purely individualistic: rights affecting identity must take into
account individual and collective interests, and these must be balanced not
just between individuals as against other individuals and communities, but
between the individual and his or her own community.”*

This tension is also inherent in intellectual property law, with its
traditional aim of protecting the creative efforts and outputs of identifiable
individual creators. The almost-complete ignorance in the TRIPS Agreement
of community-generated creative works has provoked debate about the need
for sui generis protection regimes based on or beyond the existing intellec-
tual property law framework.** In the meanwhile, human rights law offers

921. Ibid., 19, quoting Report on Human Rights in Armed Conflict, U.N, Doc. A/8052 (1970)
13, para. 25.

922. Peter Pdzmdny University v. Czechoslovakia, PCLJ. Reports Ser. A/B No. 61, 231
(P.C.LJ. 1933).
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explored in this study, this gives rise o an interesting possibility that the United States
has an obligation under human rights law to compel ICANN, an American corporation,
to revise its policy of requiring government consent or non-objection to applications for
geographic new gTLDs. This issue lies beyond the scope of this study but is identified
here for later consideration, On the obligation to protect, see generally, Manfred Nowak,
U.N. Covenant on Civil and Political Rights: CCPR Commentary 448 (2d ed. revised,
N.P. Engel 2005). s

924. S, James Anaya, Indigenous Peoples in Internarional Law 101 (2d ed., Oxford
University Press 2004}).

925. As an example of a situation requiring balancing of the rights of individuals vis-a-vis
their community, Anaya points (at 136) to the Human Rights Committee’s decision in the
case of Kitok v. Sweden, Communication No, 197/1985, Report of the Human Rights
Committee, UN. GOAR, 43rd Sess., Supp. No. 40, at 207, U.N. Doc. A/43/40, Annex
T(G) (1988) (views adopted 27 Jul. 1988).

926. See for example, Thomas Cottier & Marion Panizzon, Legal Perspectives on Traditional
Knowledge: The case for intellectual property protection, 7 J. Int’l Econ. L. 371 (2004);
Jeannette Mwangi, TRIPS and Agricultural Biotechnology: Implications for the Right to
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an alternative means of protecting and preserving communities’ culture,
language and ways of life.”’

Despite this apparent overlap, it must be borne in mind that the aims of
intellectual property law and the rights it protects are not equivalent to the
aims and protections afforded by human rights law. The United Nations’
Committee on Economic, Social and Cultural Rights makes this clear in its
General Comment No. l'i,928 which explains the rationale of Article 15(1)(c)
of the International Covenant on Economic, Social and Cultural Rights
(ICESCR). That provision sets out the ‘right of everyone to benefit from the
protection of the moral and material interests resulting from any scientific,
literary or artistic production of which he or she is the author’. In
distinguishing this right from the rights that accrue to authors and inventors
under intellectual property laws, the Committee explained:*®

The right of everyone to benefit from the protection of the moral and
material interests resulting from any scientific, literary or artistic
production of which he or she is the author is a human right, which
derives from the inherent dignity and worth of all persons. This fact
distinguishes Article 15, paragraph 1 (c), and other human rights from
most legal entitlements recognized in intellectual property systems.
Human rights are fundamental, inalienable and universal entitlements
belonging to individuals and, under certain circumstances, groups of
individuals and communities. Human rights are fundamental as they are
inherent to the human person as such, whereas intellectual property
rights are first and foremost means by which States seek to provide
incentives for inventiveness and creativity, encourage the dissemination
of creative and innovative productions, as well as the development of
cultural identities, and preserve the integrity of scientific, literary and
artistic productions for the benefit of society as a whole.

Human rights are further distinguished from intellectual property rights by
their indefinite duration and the essentially personal, rather than financial,
interests they protect.

These fundamental differences offer unique perspectives when human
rights are considered in the interpretation of laws recognizing intellectual
property rights. These differences also give rise to a clear potential for
conflict in the exercise of human rights with the exercise of intellectual

927. See Dominic McGoldrick, Culture, Cultures, and Cultural Rights, in Economic, Social
and Cultural Rights in Action 454 (Mashood A. Baderin & Robert McCorquodale eds.,
Oxford University Press 2007).

528. The right of everyone to benefit from the protection of the moral and material interests re-
suiting from any scientific, literary or artistic production of which he or she is the author
(Article 15, paragraph l(c), of the Covenant) UN. Doc. E/C.12/GC/17 (available at
http://www.unhchr.ch/tbs/doc.nsf/%285ymbel %29/E.C.12.GC.17.En?OpenDocument).

929, Ibid., para. 1.
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property rights; protection afforded to one party in respect of a particular
aspect of culture or identity or product of intellectual effort (a geographic
name, for example) under one system could be afforded to a different party
under the other, or a right recognized under one may not be recognized at all
under the other. Prominent scholars have found evidence of this in case law,
yet this issue is not effectively addressed by either the TRIPS Agreement or
human rights instruments.**®

9.1.3 SOURCES OF HUMAN RIGHTS LAW

The sources of international human rights law are the same as those relied
upon in other areas of international law and are identified in Article 38(1) of
the Statute of the International Court of Justice. Of the three principal sources
set out in Article 38(1) it bears noting that treaties possess a special relevance
in the human rights context; there are now a significant number of treaties in
force between States regarding matters of human rights, and leading scholars
characterize treaties as being of ‘paramount importance’®®! to international
human rights law. Particularly significant among these is the United Nations
Charter, to which nearly all States throughout the world are bound and by
which they are united to the common general purpose of ‘promoting and
encouraging respect for human rights and for fundamental freedoms for all
without distinction as to race, sex, language, or religion’.*** In addition to
this broadly worded obligation there are a number of ‘core’”? treaties of
global effect that deal with specific aspects of human rights.”>* Beyond these,

930, On the lack of a general cultural exception in WTO agreements, see Mary E. Footer &
Christoph Beat Graber, Trade Liberalization and Cultural Policy, 3(1) 1. Int’] Econ, L.,
115 (2000); Deborah Z. Cass, The constitutionalization af the World Trade Organization,
legitimacy, democracy, and community in the international trading system (Oxford
University Press 2005). On the balance between free speech and free trade, see Hurnan
Rights and International Trade (Thomas Cottier, Joost Pauwelyn & Elisabeth Biirgi
Bonanomi eds., Oxford University Press 2006).

931. Bruno Simma & Philip Alston, The Sources of Human Rights Law: Custom, Jus Cogens,
and General Principles, Aust’l YB. Ini'l L. 82, 85 (1988-1989).

932, Charter of the United Natdons, Art. 1(3) (26 Jun. 1945, entered into force 24 Oct. 1943)
59 Stat, 1031; TS 993; 3 Bevans 1153,

933. United Nations, Office of the United Nations High Commissioner for Human Righis:
International Law, http://www2.chchr.org/english/law/index. htm#tcore (accessed 15 Oct,
2012),

934, These include the Intemational Covenant on Civil and Political Righis (16 Dec. 1966,
entered into force 23 Mar. 1976) 999 U.N.T.S. 171; International Covenant on Eccnomic,
Social and Cnltural Rights {16 Dec. 1966, entered into force 3 Jan, 1976) 993 UN.T.S.
3; International Convention on the Elimination of All Forms of Racial Discrimination,
(21 Dec. 1963, entered into force 4 Jan. 1969) 660 U.N.T.S. 195; Convention on the
Elimination of All Forms of Discrimination against Women (18 Dec. 1979, entered into
force 3 Sep. 1981) U.N. GAOR Supp. (No. 46) at 193, U.N. Doc. A/34/46; Convention
against Torture and Other Cruel, Inhuman or Degrading Treatment or Punishment, (10
Dec. 1984, entered into force 26 Jun. 1987) 39 U.N. GAOR Supp. (No. 51} at 197, UN.
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numerous bi- and multilateral treaties contribute to the significant and
growing framework of international human rights conventions.

Given the fundamental nature of human rights to all mankind, custom-
ary human rights law is also important in that its universal applicability
allows for the exercise of rights even in the absence of a State’s membership
in treaties recognizing human rights.®** That said, proving the existence of a
customary rule is not without difficulty, as has aiready been shown in
previous chapters of this book in the contexts of other bases of rights,
because it requires broad empirical analysis of State practice and opinio juris.
In the human rights context, the imprecision of the definition and scope of
particular rights creates additional challenges in proving the existence of
customary rules. In spite of this, there is broad agreement that certain basic
human rights have assumed the status of customary intemational law,”°
though exactly which rights have done so is debated. Commonly on such a
list are freedoms from genocide, slavery, torture and racial discrimination.®®’
There is also support for recognizing certain rights of indigenous peoples as
having crystallized into customary norms.”*®

Exposition of customary human rights law is further complicated by a
degree of overlap between custom and general principles of international
law. This is exemplified by the treatment of the right of self-determination,
which is relevant to the use of geographic names by peoples in their full and
free participation in representative government. The right of self-
determination, which is discussed in detail in the next section of this chapter,
has been characterized as having its origins in general principle,” in
custom,”® and arguably either principle or custom.”® If a general practice
becomes established State practice, the question becomes the origin of the
norm. It is not necessary for the purposes of this study, however, to pinpoint

Doc. A/39/51 (1984); Convention on the Rights of the Child (20 Nov. 1989, entered into
force 2 Sep.1990) 44 U.N. GAOR Supp. (No. 49} at 167, U.N. Doc. A/d4/49 (1989},
International Convention on the Protection of the Rights of All Migrant Workers and
Members of their Families {18 Dec. 1990, entered into force 1 Jul, 2003) 47 U.N. GAOR
Supp. (No. 49A) at 262, U.N. Doc. A/47/49 (1990); Convention on the Rights of Persons
with Disabilities (13 Dec. 2006, entered into force 3 May 2008) U.N. Doc. A/61/611;
International Convention for the Protection of All Persons from Enforced Disappearance
(20 Dec. 2006, entered into force 23 Dec, 2010) U.N. Doc. A/61/488.

935. See Provost, 535.

936. See Bilder, 10, citing Hurst Hannum, The Status of the Universal Declaration of Human
Righis in National and International Law, 25 Ga. J. Int’l & Comp. L. 287 (1995-1996).

937. See for example, Gillian D, Triggs, International Law: Contemporary principles and
practices 951-952 (2d ed,, LexisNexis Butterworths 2011); Restatement (Third) of the
Foreign Relations Law of the United States §102.

938. See Anaya, Indigenous Peoples in International Law, 64,

939, See for example, Hurst Hannum, The Right of Self-Determination in the Twenty-First
Century, 55 Wash. & Lee L. Rev. 773, 775 (1998).

940. See for example, Triggs, 952.

941. See for example, Theodor Meron, Human rights and humanitarian norms as customary
law 97 (Clarendon Press 1989).
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the origin of a particular norm,; the critical concern here is whether a norm
exists, not how it originated.

Finally, in identifying the sources of international human rights law,
mention must be made of the significance of so-called ‘soft law’ because, as
with the development of norms respecting the intemet, much of the dialogue
respecting human rights occurs outside the formal rubric of Article 38(1) of
the Statute of the ICJ.°*2 United Nations General Assembly resolutions, for
example, are recommendations only and not legally binding on members,
They are nevertheless of high significance because of their capacity to
influence State practice. Likewise, the Universal Declaration of Human
Rights is not a legally binding instrument; as stated in its Preamble, it is ‘a
common standard of achievement for all peoples and all nations.’®** It too
‘has force as a morally, though not legally, binding document, as a yardstick
by which to measure the development of the rule of law, and its authority is
enhanced by the universality of its acceptance by Members of the United
Nations.”®** These and other non-binding instruments establish standards that
can result in changes to State behaviour and ultimately lead to the formal,
voluntary, observable assertions of consensus by States needed to generate a
rule of customary intemational law.**® With this in mind, such standards are
considered in this chapter as a fundamental aspect of the potential future
recognition of (if not a formal source of existing) rights in geographic names
under international human rights law.

9.2 PARTICULAR HUMAN RIGHTS RELEVANT TO
GEOGRAPHIC NAMES

National identity, expression, culture and language are all interconnected,
symbiotic elements of human existence: nations and national identity are
frequently formed out of linguistic communities and culture is the product of
the ways in which and languages with which humans express themselves. It
is difficult, therefore, to partition these rights into discrete analytical sections
and evaluate their relevance to geographic names without a certain degree of
overlap. Further, the precise parameters of the rights to national identity and
self-determination, expression, culture and language are not settled. Notwith-
standing these challenges, compelling arguments can be made linking
geographic names with each.

942. So-called ‘soft law’ and its broader relevance to this study is discussed in Part I, Chapter
4, section 4.2.3 above.

943, An alternative view is asserted in M.G. Kaladharan Nayar, Human Rights: The United
Nations and United States Foreign Policy, 19(3) Harv. Int’t L.J. 813, 816-817 (1978}
(arguing that the Universal Declaration in its entirety is customary international law).

944. Ruth Donner, The Regulation of Natiorality in International Law 191 (2d ed.,
Transnational Publishers 1994).

945. See Simma & Alston, 90.
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The analysis in this chapter is structured to first identify the theoretical
connections between a particular human right and geographic names. Where
appropriate because of a deviation with an ordinary understanding of rights
holders under international law, beneficiaries of the right in question are
identified. The legal basis, substance and limitations of each right are then
discussed in order to evaluate potential conflicts with ICANN’s policy of
requiring government authorization of applications for geographic new
gTLDs. Conclusions are made at the end of the analysis of each right, and
then summarized together at the end of the chapter.

g.2.1 RIGHT TO NATIONAL IDENTITY AND RIGHT OF
SELF-DETERMINATION

9.2.1.1 Connections between National Identity and Geographic
Names

Human beings have long identified themselves by reference to nationality. It
has been said that this is ‘not inevitable ... [but] is extremely important for
how people define themselves.’®¢ In the day-to-day human experience,
national identity is not only a complex legal concept deriving from State
sovereignty but also a social concept deriving from the innate human
processes of self- and group-identification. The oft-quoted English philoso-
pher John Stuart Mill aptly described this social aspect, what he termed the
‘feeling of nationality’, as potentially ‘generated by various causes’:

Sometimes it is the effect of identity of race and descent. Community of
language, community of religion, greatly contribute to it. Geographical
limits are one of its causes. But the strongest of all is identity of political
precedents; the possession of national history and consequent commu-
nity of recollections; collective pride and humiliation, pleasure and
regret, connected with the same incidents in the past. None of these
circumstances however are either indispensable, or necessarily sufficient
by themselves.”’

The tendency to relate as individuals and groups with nations (though
acknowledging the difficulty inherent in defining the term ‘nation’®*) is, in
this view, a fundamental aspect of the human experience. This helps to
explain the multi-purpose role of geographic names in human lives and

946. James Summers, Peoples and International Law: How Nationalism and Self-
Determination Shape a Contemporary Law of Nations 20 (Martinus Nijhoff 2007)
(internal citations omitted).

947, John Stuart Mill, Considerations on Representarive Government 294 (Parker, Son &
Boum 1861).

948. See James Mayall, Nationalism and international society 2 (Cambridge University Press
1990).
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specifically why a geographic naine such as ‘France’ can serve not only the
practical function of identifying a particular geographic location on a map
but also the symbolic function of, to use Mill’s term, the ‘feeling of
nationality’ that is shared by the people of that location.

Effective articulation of one’s ‘feeling of nationality’ is dependent upon
having the freedom to make use of names and symbols representative of
nationality, By corollary, governments® constraints on the use of national
names and symbols impede the dynamic and ongoing processes of individual
and group self-identification, ultimately impinging upon democratic
freedom.®* These tensions have crept into the online world, where they are
likely amplified by three additional factors: the global reach of the internet as
a communications medium, governments’ limited ability to exert control due
to their narrow role in internet governance, and the ‘tremendous potential [of
the internet] as a staging ground for identity-claims’.”*® The integral role that
domain names play in online identification is unmistakably clear and has
been so since the commercial launch of the DNS. Indeed, the primary reason
for increasing the number of available gTLDs is to offer greater opportunit
for under-represented communities to stake identity-claims in the internet.*!

Even a cursory review of efforts at DNS policy-making in the ICANN
environment reveals that most have had as their aim relieving what was
identified early on as the ‘considerable amount of tension [that] has
unwittingly been created between, on the one hand, addresses on the Internet
in a human-friendly form which carry the power of connotation and
identification and, on the other hand, the recognized rights of identification
in the real world....”®? Particular attention has been paid to trademark
rights; the efforts of that community to transpose its rights in the ‘real’ (in
other words, ‘offline”} world to the ‘online’ world have been explored in
detail in Chapter 3.

The trademark community’s experience is illustrative of the trend of
relying on offline identity to justify claims to online identity, but the ubiquity
of the internet in contemporary human experience could just as easily give
rise to the reverse situation, where online identity is used to justify claims to
offline identity. Illustrative of this situation is the Occupied Territory of
Palestine’s experience in seeking the creation of its own ccTLD. Creation of
a .ps domain was initially refused because of the absence of the two-letter
country code ‘PS’ from the International Standardization Organization’s ISO
3166-1 list, inclusion in which requires United Nations recognition.®>
Interim measures involving the creation of a Palestinian second-level domain

949, See Coombe, 143.

950. Kyra Landzelius, Introduction: Native on the net, in Native on the Net 14 (Kyra
Landzelius ed., Routledge 2006).

951. ICANN, gTLD Applicant Guidebook, Preamble.

952. WIPO, WIPO I Report, para. 22,

953. The process of ccTLD creation and delegation is discussed in Part I, Chapter 2, section
2.4.2 above.
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within the .int gTLD, which would have resulted in domain names taking the
form www.examplename.palestine.int, were justified on the basis of Pales-
tine’s status as a Permanent Observer to the United Nations.** Palestinians
were otherwise forced to choose between global gTLDs like .com and
Israel’s .is ccTLD.%*

This example shows that in the modem world, offline and online
identity are inextricably intertwined, and that achieving recognition of
identity in the online world may for some be a milestone in an ongoing
struggle for recognition of identity in the offline world.**® It further shows
that despite the trend of globalization, the world order is still heavily reliant
upon States and state theory for legitimization. Palestine’s status remains an
issue of debate, but as a first step a .ps ccTLD required, and as a second step
became part of, Palestine’s claims to sovereignty. This helps to explain the
significance attributed to .ps in its Domain Registration Policy, which states:
‘Domain names under the .ps domain and the contents they point to, are
considered virtual extensions of the Palestinian sovereignty with applicabil-
ity of Palestinian law to the said extensions’.”*” The significance of the .ps
domain has not been lost on the Palestinian internet community. In an early
2001 article, Ghassan Qadah, then-administrator of .ps and senior technology
advisor to the Palestinian National Authority, characterized the ccTLD as an
‘important symbol for the Palestinian state,’®*® the creation of which
represented a breakthrough in legitimacy in the eyes of the global commu-
nity.

The process of creating and delegating ccTLDs remains tied to the
ISO-3166-1 list, and those seeking their creation today will face the same
challenges faced by the proponents of the .ps ccTLD more than a decade ago.
Prior to the launch of the New gTLD Program, comparable difficulties were
faced by applicants of new gTLDs, whose chance of success was severely
hampered by ICANN’s discretion and the tight quantitative limits placed in
the two ‘proof of concept’ gTLD expansion rounds. The New gTLD Program
is so significant because it is without quantitative limits: any application for
a new gTLD meeting the criteria set out in the g7LD Applicant Guidebook
will result in the creation of the applied-for string. This is a real opportunity

954. See TANA, Report on Request for Delegation of the .ps Top-Level Domain, http.//
www.iana.org/reports/ps-report-22mar00.htm (22 Mar. 2000, accessed 15 Oct, 2012).

955. See Oscar S. Cisneros, Dot-PS: Domain Without a Country, Wired.com (12 Jan, 2001)
(available at http://wired.com/print/politics/law/news/2001/01/41135).

956. ‘The Palestinians’ main objective was to achieve recognition for themselves not merely
as refugees deserving of help on humanitarian grounds, but as a people with political
aspirations.” David Hirst, The Gun and the Olive Branch: The Roots of Violence in the
Middle East 461-462 (Thunder's Mouth Press/Nation Books 2003).

957. Palestinian National Internet Naming Authority, PNINA Registration Policies and
Procedures for Registering Domains under the .ps ccTLD, section 2.2, hitp./f
www.pnina.ps/dcmains/registration-policy/ {accessed 15 Oct. 2012).

958. Cisneros.
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for previously unsuccessful as well as first time applicants to stake identity
claims in the DNS.

Geographic new gTLDs may be desired by those who identify in the
offline world with existing, recognized nations or territories and wish to
transpose their offline identity onto the online environment just as trademark
owners have done with their offline trademark rights. The human rights to
expression, culture and language which are discussed in the subsequent
sections of this chapter are most relevant to that situation. Others may, like
the proponents of the .ps ccTLD, hope to facilitate the realization of their
offline political aspirations through recognition of their online identity in the
form of a top-level domain. For those applicants, ICANN’s New gTLD
Program represents an opportunity to establish an online national identity as
a platform to acquiring offline national identity. The right of self-
determination, also inherently linked to identity,”® is also potentially
relevant in that context. Before delving into the substance, scope and
limitations of the rights of national identity and self-determination, however,
a distinction should be made between their respective beneficiaries.

9212 Beneficiaries of the Right to National Identity and
Right of Self-determination

An initial distinction can be made between the right to national identity and
the right of self-determination: in the case of the former, international law
recognizes the rights of individuals while in the latter, international law
recognizes the rights of peoples.®® In other words, while the right to national
identity follows the pattern of individual human rights, self-determination is
collective in nature. This is not to suggest that individual rights may not also
have the effect of protecting collective interests, but rather to emphasize that
international law singles out certain groups for additional protection through
the right of self-determination.®®'

The term ‘peoples’ is not clearly defined in the international conven-
tions in which it is used, nor has a generally accepted definition emerged
from the interpretation of those conventions.” This raises particular

959. See Karen Knop, Interpretation and Identity, in Diversity and Self-Determiration in
International Law (Cambridge University Press 2002).

960, Common Articles 1(1) of the International Covenant on Civil and Political Rights and the
International Covenant on Economic, Social and Cultural Righis provide: ‘All peoples
have the right of self-determination,” Further, the United Nations Charter provides in
Article 1(2) that one of the purposes of the United Nations is to ‘[t]o develop friendly
relations among nations based on respect for the principle of equal rights and
self-determination of peoples, and to take other appropriate measures to strengthen
universal peace’ (emphasis added). By contrast, Article 15(1) of the Universal Declara-
tion of Human Rights recognizes the right of ‘everyone ... to a nationality’.

961. See Brownlie, 579-580.

962. See Martti Koskenniemi, National Self-Determination Today: Probiems of Legal Theory
and Practice, 43(2) Int’l & Comp. L.Q. 241 (1994).
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challenges, although it has been suggested that the very fact of its being
undefined is what makes the term ‘peoples’ so significant: ‘If it is claimed
that a group is a people there is no agreed standard against which that claim
can be measured. It is purely a matter of perception. ... [This] may be a
problem for lawyers, but it lubricates the politics of nationalism.’®®®
Distinctions have been made between the terms ‘peoples’ and ‘populations’,
with the former being ‘generally regarded as implying a greater and more
positive recognition of group identity and comesponding attributes of
community.’®®* For reasons that are discussed in detail in the next section of
this chapter, having the status of a ‘people’ has been equated with claims to
independent statehood. The term ‘populations’, on the other hand, has
traditionally been used to signify a lower level of recognition in international
law, and it is this term that States prefer when a claim to rights is seen as a
threat to sovereignty, This is a distinction that relies on a narrow positivist
view,”®® and it has proven to be an obstacle to communities that do not fit
within, and in some cases do not even aspire to fit within, the State-centric
model.

A clear illustration of this problem is found in the efforts of indigenous
peoples to achieve recognition under international law. It is in this context
that much of the discussion of the beneficiaries of human rights takes place.
The world’s population has been said to include roughly 300 million
indigenous people,®®® yet despite their numbers and the fact that they inhabit
almost every part of the world, it is difficult to assess with precision their
status under international law because of this problem of terminology. Some
States are reluctant to use the phrase ‘indigenous peoples’ in the international
law context because ‘it is too close to the concept of “people™®®” and thus
the right of self-determination. In spite of this it has been argued that it is ‘in
any case proper to conclude that, as a matter of already existing international
law, the principle or right of self-determination applies in one way or another
to indigenous peoples.”®®® Why some States might continue to find this
problematic turns on certain outdated conceptions of the substance of the
contemporary right of self-determination.

963. Summers, xlii (internal citations omitted).

964. Anaya, Indigenous Peoples in International Law, 60,

965. Ibid., 101. See also Knop, 53-54.

966. See Alessandro Fodella, International Law and the Diversity of Indigenous Peoples, 30
Vt. L. Rev. 563, 566 (2006).

967. Summers, xliii. See also Anaya, Indigenous Peoples in International Law, 61-72,

968. Anaya, Indigenous Peoples in International Law, 112. See also Glenn T. Morris, In
Support of the Right of Self-Determination for Indigenous Peoples under International
Law, 20 German Y.B. Int’l L. 277 (1986).
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9.2.1.3 Legal Basis, Status, and Substance of the Right of
Self-determination

The right of self-determination is expressed in the UN Charter, which
provides in Article 1(2) that one of the purposes of the United Nations is to
“develop friendly relations among nations based on respect for the principle
of equal rights and self-determination of peoples, and to take other
appropriate measures to strengthen universal peace’. This is supported by
obligations under Article 55 to promote economic and social cooperation.
The right of self-determination is codified as common Article 1(1) in the
International Covenant on Civil and Political Rights (ICCPR) and the
International Covenant on Economic, Social and Cultural Rights (ICESCR),
by virtue of which peoples ‘freely determine their political status and freely
pursue their economic, social and cultural development.’

Becanse of its acknowledged®® jus cogens®™® status, the right of
self-determination ‘informs and complements other general principles of
international law, viz., of State sovereignty, the equality of states, and the
equality of peoples within a State.’®”! Historically, the substance of the right
of self-determination has been conjoined with its remedial aspects, the ‘most
controversial’®’? and prominent of which is secession. With the demise of
colonialism and the inclusion of the right of self-determination in the ICCPR,
however, it has been observed that a shift occurred from an externally-
focused right to an internatly-focused®”® right which:

ceased to be a rule applicable only to specific territories (at first, the
defeated Buropean powers; later, the overseas trust territories and
colonies) and became a right of everyone. It also, at least for now,
stopped being a principle of exclusion (secession) and also became one
of inclusion: the right to participate. The right now entitles peoples in all

969, See Crawford, 101; Brownlie, 580-581; Triggs, 995.

970. Art. 53 of the Vienna Convention on the Law of Treaties identifies jus cogens as ‘a norm
accepted and recognized by the international community of States as a whole as a nerm
from which no derogation is permitted and which can be modified only by a subsequent
norm of general international law having the same character.’

971. See Brownlie, 582. See also Francisco Forrest Martin, Delineating a Hierarchical
Outline of International Law Sources and Norms, 65(2) Saskatchewan L. Rev. 341, 343
(2002).

972. Sarah Joseph et al., The International Covenant on Civil and Political Rights: Cases,
Materials, and Commentary 101 (Oxford University Press 2000). See also Anaya,
Indigenous Peoples in International L, 99 (‘In its most prominent modern manifes-
tation within the international system, self-determination has promoted the demise of
colonial institutions of government and the emergence of a new pelitical order for subject
peoples.’). On the historical connection between self-determination and colonialization
with specific examples, see Nathaniel Berman, Soversignty in Abeyance: Self-
Determination and International Law, 7 Wis. Int’]1 L.J. 51, 84-103 (1988).

973. See Rupert Emerson, Self-Determination, 465-466; Joseph et al., 101-104; Triggs, 996.
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states to free, fair and open participation in the democratic process of
governance freely chosen by each state.””

Accordingly, contemporary articulations of the right of self-determination
recognize the right of peoples ‘to be full and equal participants in the creation
of the institutions of government under which they live and, further, to live
within a governing institutional order in which they are perpetually in control
of their own destinies.”®”® The right is thus called upon to help peoples ‘assert
their identities, to preserve their languages, cultures, and traditions and to
achieve greater self-management and autonomy, free from undue interfer-
ence from central governments.”®’® This broad understanding of self-
determination acknowledges the human need to associate in and self-identify
as members of groups®”’ and not be unduly restricted in doing so. The right
to self-determination so understood can be seen to prevent States from
exercising control over identity symbols (such as geographic names) without
the input of the peoples who identify with those symbols.

The right of self-determination does not, however, shed light on the
existence of an exclusive right of States in geographic names. Rather, what
the right of self-determination does is prevent States from taking unilateral,
unconsulted decisions respecting the name by which a ‘people’ identifies.
Unilateral, unconsulted decisions regarding the control of geographic names
in the DNS could in this way be deemed analogous to State practices in the
offline world that have the effect of forcibly incorporating indigenous
peoples into a majority society to the detriment of their group identity, which
in turn affects their ability to exercise their economic, social and cultural
rights.””® Arguably, a decision by a central government to deny a ‘people’ the
ability to identify online by a particular name could prevent the group’s
preservation and expression of its identity, which could logically be seen to
impinge upon the group’s ability to exercise its economic, social and cultural
rights.

974, Thomas M. Franck, The Emerging Right to Democratic Governance, 86 Am, 1. Int’l L.
46, 58-59 (1992).

975. Anaya, Indigenous Peoples in International Law, 113 (internal citations omitted).

976. Australian Government Delegation, Speaking Notes on Self-Determination, 2 (24 Jul.
1991), quoted in Anaya, Indigenous Peoples in International Law, 111.

977. See Thomas M. Franck, Clan and Superclan: Loyalty, Identity and Community in Law
and Practice, 90 Am. I. Int’l L. 359, 376-382 (1996) (discussing ‘identity as a personal
act of scif-determination’).

978. As an example of such a case, see Inter-American Commission on Human Rights, Report
on the Situation of Human Rights of a Segment of the Nicaraguan Population of Miskito
Origin and Resolution on the Friendly Settlement Procedure Regarding the Human
Rights Situation of a Segment of the Nicaraguan Population of Miskito Origin, O.A.S,
Doc. OEA/Ser.L/VAL62, doc. 10, tev. 3 (1983) OEA/Ser/L/V/IL.62, doc. 26 (1984)
(Case No. 7964 (Nicaragua)). On the links between participation and economic, social
and cultural rights, see Richard Burchill, Democracy and the Promotion and Protection
of Socio-Economic Rights, in Economic, Social and Cultural Rights in Action 375-379
(Mashood A. Baderin & Robert McCorquodale eds., Oxford University Press 2007).
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Finally but importantly, the right of self-determination prevents particu-
lar actions taken by States. It does not prevent actions by non-State actors,
amongst which notable in the context of this study is ICANN. A challenge
could not be raised by a ‘people’ against ICANN asserting that its policies
regarding geographic new gTLDs violate their right to self-determination. It
would need to be considered whether such a challenge could be raised
against the United States in order to compel ICANN, a corporation registered
in that jurisdiction, to change its policy.””

9.2.1.4 Legal Basis, Substance, and Limitations of the Right to
National Identity

There is ‘a growing consciousness [of the existence of a] personal right to
compose one’s identity’,*®® and much has been written about national
identity in particular national contexts.’®' Intenational law recognizes a right
to national identity,”®® but that right is of only limited application to
geographic names.

The most direct articulation of a right to national identity can be found
in Article 8 of the Convention on the Rights of the Child, which requires that
‘States Parties undertake to respect the right of the child to preserve his or her
identity, including nationality, name and family relations as recognized by
law without unlawful interference.” Commentary indicates that ‘the purpose
of this provision is to prevent a child from being afforded less protection by
the society and the State because he is stateless’, not to ‘make it an obligation
for States to give their nationality to every child born in their territory.’*®* In
other words, the concern is that children have a nationality rather than that
they have a particular nationality.

Article 24(3) of the ICCPR recognizes the ‘special’®®* right of all
children to ‘acquire a nationality’. Article 15(1) of the Universal Declaration

979. See n. 923 above.

980. Franck, Clan and Superclan, 359.

981, See for example, Ahmet Icduygu & Ozlem Kaygusuz, The Politics of Citizenship by
Drawing Borders: Foreign Policy and the Construction of National Citizenship Identity
in Turkey, 40(6) Middle Eastern Studies 26 (2004); Aneta Mihaylova, National versus
Regional Identity: the 'Other’ Romanians in Greater Romania, 1(2006) Balkan Studies
9 (2006); Nan Seuffert, Jurisprudence of National Identity: Kaliedoscopes of imperial-
ism and globalisation from Aotearoa New Zealand (Ashgate 2006); Lauren Gilbert,
National Identity and Immigration Policy in the U.S. and the European Union, 14(1)
Colum. J. Eur. L. 99 (2007-2008); Jo Eric Khushal Murkens, ‘We want our identity
back’: the revival of national sovereignty in the German Federal Constitutional Court's
decision on the Lisbon Treaty, 2 Bundesverfassungsgericht 530 (2010).

982. See generally, Donner.

983, United Nations Office of the United Nations High Commissioner for Human Rights,
CCPR General Comment No. 17: Rights of the child (Art. 24) para. 8 (1989) (available at
http://www.unhchr.ch/tbs/doc.nsf/0/ccOf1£8c391478b7¢12563ed004b35e3?0Opendocument).

984. Nowak, 560.
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of Human Rights, by contrast, recognizes the right of ‘everyone...to a
nationality’, while Articles 6 and 33 of the Declaration on the Rights of
Indigenous Peoples similarly do so in respect of indigenous persons. These
provisions support the conclusion that a person’s possession of some national
identity is protected, but this has no bearing on a person’s right to possess a
particular nationality.

The latter issue is one left to domestic law, as provided for in the 1930
Convention on Certain Questions in Relation to the Conflict of Nationality
Laws®® and confirmed in the seminal Nottebohm case, in which it was said
that it ‘is for every sovereign State ... to settle by its own legislation the rules
relating to the acquisition of its nationality, and to confer that nationality
by naturalization granted by its own organs in accordance with that
legislation.”®®® International law thus only imposes upon States an obligation
to ensure that each person has an identity.

It is difficult to see how this right could be infringed by a policy of
exclusive state control of geographic names, unless a decision to deny a
person the right to identify him/herself online using a particular name puts
that person’s possession of having any nationality at risk. At the same time,
neither does the right to national identity offer specific support to States’
claims of exclusivity in geographic names. A person’s right to use a particular
name in order to identify him or herself is more logically characterized in
terms of a right of self-expression, so it is to this particular human right that
focus now turns.

9272 RIGHT TO FREEDOM OF EXPRESSION
9,2,2.1 Connections between Free Expression and Geographic
Names

The tendency with which human beings identify themselves according to
their nationality has been highlighted in the previous section of this chapter
in order to draw a connection between geographic names and the human
rights of national identity and self-determination. The same tendency can be
relied upon in connecting geographic names and the human right to freedom
of expression. Geographic names are integral to human vocabulary. Beyond
their obvious roles as identifiers of a particular geographical location and
their necessity in articulations of national identity, geographic names also
help individuals to describe and articulate opinions and ideas about the
world, its people, politics, culture, environment and products. Their broad

985, Convention on Certain Questions in Relation to the Conflict of Nationality Laws, Art. 1.
(12 Apr. 1930, entered into force 1 Jul. 1937) 179 L.N.T.S. 89,

986. Nottebohm Case (second phase), Judgment of April 6th, 19 jj, 1L.C.J. Reports 1955, p4,
20-21. For an identification of rules commonly adopted by States to determine
nationality, see Brownlie, 388-394,
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range of uses, non-commercial and commercial, is evidenced by the
multiplicity of potential sources of rights in them as identified and discussed
in this and earlier chapters.

While being mindful of the sorts of restrictions against false or
misleading use that have been examined in the previous chapter, it is difficult
to discuss the world without being able to use the names that identify the
subject of discussion. It has been remarked that ‘[a] news reporter cannot
very well be expected to refer to “the football club based in Manchester,
England” every time he or she wishes to report on the exploits of Manchester
United.”®® Taking this example one step further and focusing on geographic
names rather than on trademarks, neither can a reporter (or indeed a school
pupil, a journalist, a researcher or a person at the dinner table) be rationally
expected to refer to ‘the football club based in the second most populous
urban district in the country that occupies two-thirds of the island nation
located between roughly 54.5 and 52.2 degrees latitude and through which
the prime meridian runs’.

Requiring that we communicate in this way when referring to geo-
graphic names would almost surely chill communication; this is not an end
to which a society that favours intellectual and social development aspires.”*®
This helps to explain why the right to free expression is considered one of the
most fundamental of all human rights, and it opens the door to a correlative
human right to express one’s self using geographic names. Placing the
articulation of geographic names in the DNS exclusively in the control of
States arguably impinges upon this right, bearing in mind the potentially
commercial as well as non-commercial nature of expression involving
geographic names.*®

9.2.2.2 Legal Basis, Substance, and Limitations of the Right to
Freedom of Expression

The right to free expression is ‘not infrequently termed the core of the
[International] Covenant [on Civil and Political Rights] and the touchstone
for all other rights guaranteed therein.’®*® Article 19 of the ICCPR sets out
the scope of the right as well as its limitations:

1. Everyone shall have the right to hold opinions without interference.
2. Everyone shall have the right to freedom of expression; this right shall
include freedom to seek, receive and impart information and ideas of all

987. Frederick M. Abbott et al., International Inteliectual Property in an Integrated World
Economy 271 (Aspen 2007).

988. See Joseph et al., 386.

989. See n. 830 above and accompanying discussion on the need to balance consumer
protectien with freedom of expression.

990. Nowak, 438 (internal citations omitted).
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kinds, regardless of frontiers, either orally, in writing or in print, in the
form of art, or through any other media of his choice.
3. The exercise of the rights provided for in paragraph 2 of this article
carries with it special duties and responsibilities. It may therefore be
subject to certain restrictions, but these shall only be such as are
provided by law and are necessary:

(a) For respect of the rights or reputations of others;

(b) For the protection of national security or of public order (ordre
public), or of public health or morals.

Paragraph 1 acknowledges the ‘right to hold opinions’. This right is
interpreted as absolute in its passive form (possession), but pursuant to
paragraphs 2 and 3, not absolute in its active form (expression).”®* This
means that a person may hold whatever opinions he/she wishes in his/her
mind, but the communication of those opinions to others may be restricted in
certain situations.’”> The use of the term ‘opinions’ here is perhaps
misleadingly limiting; it has been noted that the use of the phrase ‘informa-
tion and ideas of all kinds’ in paragraph 2 was intended to signal that ‘every
communicable type of subjective idea and opinion, of value-neutral news and
information, of commercial advertising, art works, political commentary
regardless of how critical, pornography, etc., is protected’,”® including
information and ideas expressed in commercial contexts or of a commercial
nature,

The broadly worded range of protected types and means of expression
make it clear that the right to free expression applies to all types of
expression, including expression made on the internet and irrespective of
whether online activity is considered inherently commercial. This is a
particularly significant point to the question of whether international law
recognizes rights in geographic names, because many of the other bases of
rights explored in the previous chapters of this book (trademarks, geographi-
cal indications, prevention of unfair competition, dilution, personality rights)
rely on commercial activity. The right to free expression notably also applies
irrespective of whether the act in question is considered political-—even
politically critical—expression.”®* It could thus potentially be called upon to

991. See Joseph et al., 387.

992. See for example, Faurisson v. France, 4 LH.R.R. 444 (Hum. Rts. Comm. 1996).

993, Nowak, 444,

994. See for example, Ballantyne, Davidson, Mcintyre v. Canada, U.N. Doc. CCPR/C/47/D/
359/1989 and 385/1989/Rev.1 (1993).

995, The individual's right to engage in politically critical expression has been deemed
paramount even where States have based this on national security and public order. See
Jor example, Mukong v. Cameroon, 2 LHR.R. 131 (Hum. Rts. Comm. 1995).
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defend the registration of a geographic domain name with a connotation that
is considered undesirable by a relevant government.””®

The right to freedom of expression may only be restricted in furtherance
of the aims specified in ICCPR Article 19(3), about which it is recorded that
‘more than 30 concrete proposals for restrictions™®®’ were made in the
drafting process. Of these ‘most related to expression that instigates or incites
to criminal actions or violent overthrow of the government, reveals State or
trade secrets, undermines friendly relations with other States, impairs the
independence of the judiciary, infringes rights of personality (honour, good
reputation) or is pornographic or blasphemous.”® The final text takes a
different approach, identifying not specific instances in which expression can
be restricted, but rather permissible purposes justifying restriction. Of these,
the purposes of protecting national security and public order (‘ordre public’)
and ensuring respect for the rights of others have greater relevance to
geographic names than the purposes of protecting public health or morals.

Protection of national security focuses on activities that pose ‘serious
cases of political or military threat to the entire nation’.**® Commonly falling
within this ambit are disclosures of State secrets.'®® This is clearly not
relevant to the use of geographic names, save in the rare constellation in
which revelation of a particular name in State secrets has the effect of
identifying the State in question. The primary issue in such a case is, in any
event, the revelation of the secret rather than the use of the State’s name.
Such a constellation would also implicate the right to freedom of information
recognized in Article 2(1) of the UNESCO Convention on the Protection and
Promotion of the Diversity of Cultural Expressions, which is qualified by
Article 19(3) allowing for restrictions on the basis of ‘[r]espect of the rights
or reputations of others’ and ‘protection of national security or of public
order (ordre public), or of public health or morals’. Yet in practice, national
security has been treated more broadly, merging with ‘public order’, which
is directed at activities that affect the ‘peaceful and effective functioning of
society’.!®! Accordingly, restrictions are commonly aimed at the sorts of
expressions ‘which may incite crime, violence or mass panic’'°* but would
also apply to expressions advocating the overthrow or de-stabilization of a
government.

996. An example is the www.tamilnet.com website, discussed in Mark Whitaker, Internet
counter counter-insurgency: TamilNet.com and ethnic conflict in Sri Lanka, in Native on
the Net 255-271 (Kyra Landzelius ed., Routledge 2006).

997, Nowak, U.N. Covenant on Civil and Political Rights: CCPR Commentary, 457.

998, Jbid.

999, Ibid., 463-464.

1000. See Joseph et al., 400.

1001.Ibid., 396.

1002, Fbid., 396 and 401, citing Kim v. Republic of Korea (574/94} and Park v. Republic of
Korea (628/95).
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While geographic names could be (and indeed have been, as the
Catalonian linguistic community’s experience with the .cat gTLD application
demonstrates'’®*) interpreted as an expression of destabilizing sentiments,
this is countered by the fact that geographic names are not inherently
politically threatening. They are not inherently fighting words, nor are they
inherently directed at inciting the sorts of grave situations to which national
security and public order are directed. They could plausibly be seen to
indirectly play a role in inciting ‘crime, violence, or mass panic’, but such a
determination is entirely dependent on the context in which they are used,
bearing in mind the need to ‘specify the precise nature of the threat allegedly
posed by the author’s exercise of freedom of expression.” %%

A stronger case can be made that a second- or lower level domain name
has the potential to incite ‘crime, violence or mass panic’ than a gTLD string
because of the connection between lower level domain names and content.
The function of a top-level domain, by contrast, is not to identify content but
to provide a service, a channel of communication. An indirect link to content
could be made by targeting a top-level domain at particular domain name
registrants (e.g., a policy of restricting domain name registration to members
of an anti-government group), but this is clearly an exception and not the
rule. Restricting all uses of geographic names on this basis would surely
prove excessive and unnecessary. Rather, the determination that a name
disrupts national security or public order can be made on a case-by-case basis
only.

This conclusion has special significance to applications for new gTLDs
because of the provision within the gTLD Applicant Guidebook of a ‘limited
public interest objection’ (what in earlier drafts was termed the ‘morality and
public order exception’).'® Each objection made on this ground must
likewise be considered on a case-by-case basis. In relying on this objection,
governments should take care to specify the precise nature of the threat to
national security or public order. A statement of discomfort with an
applied-for name, as is made possible by the gTLD Applicant Guidebook in
its provision for ‘early warning’ by the Governmental Advisory Committee
(GAC),'1%% will not suffice to satisfy States’ obligations under Article
19(3)(b) of the ICCPR.

Lastly, restrictions of expression are permitted for the purpose of
ensuring ‘respect of the rights or reputations of others’. This study could
hopefully be of use in this regard. The existence of multiple sources of

1003.The .cat gTLD application is discussed in Part I, Chapter 1, section 1.2,2.3 above.

1004. Keun-Tae Kim v. Republic of Korea, para. 12.5, UN. Doc. CCPR/C/64/D/574/1994
{(UN. Hum. Rts, Comm. 1999).

1005.ICANN, gTLD Applicant Guidebook, section 3.2,1, On the potenua] applicability of the
so-called ‘limited public interest objection’ to geographic new gTLD applications, see
Part I, Chapter 1, section 1.2.2.3 above.

1006.ICANN, gTLD Applicant Guidebook, section 1.1.2.4. Sec also ICANN, New gTLD
Program Explanatory Memorandum: Early Warning.
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potentially conflicting rights in geographic names revealed in this study
requires that States consider and prioritize in the application of Article
19(3)(a) of the ICCPR these multiple interests proportionately in domestic
law. It is not at all clear how this can be achieved in the context of the DNS,
however, given that the delegation of a new gTLD to one applicant has the
practical effect of denying all others across the globe the use of that name as
a top-level domain string. This problem is exacerbated by a policy of
rejecting strings on the basis of confusing similarity.'®”

Recent experience suggests that the winner in a contest between
self-expression rights and property rights is increasingly likely to be a
property rights holder.°® This raises interesting implications that go beyond
mere domain name disputes into the realm of freedom and liberty, and the
formation of DNS policy offers an opportunity to explore these. The
challenge that arises not only in the exercise of the right to freedom of
expression but all of the human rights considered in this chapter is that to the
extent that persons or ‘peoples’ have a right to use a geographic name, that
right can only practically be exercised in the context of top-level domains by
one registry operator (or, in respect of a community based application, by one
operator on behalf of a community). These issues lie beyond the scope of this
study, but are raised here for future discussion.

A more general question is whether the right to freedom of expression
encompasses a right to express oneself using a geographic name. This is a
right the exercise of which depends entirely on context. It would be difficult
to specify beyond the general limitations articulated in Article 19(3) of the
ICCPR situations in which a person’s expression of a geographic name must
categorically be prohibited. ICANN should for that reason avoid imposing
such a blanket prohibition in new gTLD policy. It is further the case that
Article 19 of the ICCPR does not require the prohibition of expression in any
form or for any purpose; rather, it gives States the possibility of imposing
restrictions where these can be duly justified. This neither specifically proves
nor denies the existence of an exclusive right of States to geographic names,
though it does at least suggest that multiple interests may exist in names,
which in turn suggests non-exclusivity. It also indicates that where restric-
tions imposed by States have the effect of impinging upon free expression,
those restrictions must be for one of the purposes identified in Articles
19(3)(a) or (b). The likelihood of those circumstances being present in the
context of an application to ICANN for a new gTLD is remote. In summary,
arguments justifying restrictions on geographic gTLDs for the purposes of
national security or public order must be individually scrutinized rather than
assumed.

1007.See ICANN, gTLD Applicant Guidebook, section 2.2.1.1.2,

1008. See Wendy Gordon, A Property Right in Self-Expression: Equality and Individualism in
the Natural Law of Intellectual Property, 102 Yale L.J. 1533, 1537 (1993) (positing that
‘[t]he incantation “‘property” seems sufficient to render free speech issues invisible’).
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923 RIGHT TO CULTURE

9.2.3.1 Connections between Culture and Geographic Names

Although certainly not confined by geographical boundaries, culture is
inherently linked to geography. Many aspects of culture are drawn from the
land, with climate, topography, presence of natural resources, proximity to
neighbours and sea access, among other things, having an impact on how
people interpret their surroundings.’®® These interpretations and the ways in
which people express them through such things as music, arts, literature,
lifestyle, religious beliefs and traditions meld together to form culture, which
the United Nations Educational, Scientific and Cultural Organization
(UNESCO) defines as the ‘set of distinctive spiritual, material, intellectual,
and emotional features of a society or a social group’.'°'® The people that
share these features often, though not always, also share geographical
location. Sometimes the link between geography and culture is not recent,
relying instead on historic places. An example of this is Indonesia’s atternpt
to develop a national culture following independence through initiatives that
included the creation of a new national motto expressed in an ancient
language no longer in use but ‘connected to the past of ancient feudal
kingdoms on Java and Bali, with few remaining links to the rest of
Indonesia’.'®"* One can also point to geographic name changes motivated by
decolonization and inspired by names of places of historical significance,
including Bombay/Mumbai'®*? and Burma/Myanmar.'?*?

Geographic names can be considered representative or symbolic of a
nation and its culture, though the appropriateness of the term ‘national
culture’ is debatable. Few, if any, modern States are mono-cultural.'®** To the
extent that there is a recognized ‘national culture’, this is likely to be the
culture of a dominant majority, the promotion of which at one extreme risks
eliminating minority cultures. At the other extreme lies the appropriation of
minorities’ cultural symbols into national culture without the support or

1009.See Johanna Gibson, The lay of the land: the geography of traditional cultural
expression, in Intellectual Property and Traditional Cultural Expressions in a Digital
Environment 182-204 (Christoph Beat Graber & Mira Burri-Nenova eds., Edward Elgar
2008); Triggs, 319-323. :

1010. Universal Declaration on Cultural Diversity, Preamble, adopted by the UNESCO
General Conference on 2 Nov, 2001, 31C/Resolution 25.

1011. Christoph Antons, Traditional cultural expressions and their significance for develop-
ment in a digital environment: examples from Australia and Southeast Asia, in
Intellectual Property and Traditional Cultural Expressions in a Digital Environment 289
(Christoph Beat Graber & Mira Burri-Nenova eds., Edward Elgar 2008).

1012.See generally, Thomas Blom Hansen, Wages of violence: naming and identity in
posteolonial Bombay (Princeton University Press 2001).

1013, See generaily, Gustaaf Houtman, Mental culture in Burmese crisis politics: Aung San
Suwe Kyi and the National League for Democracy 43-47 (Institite for the Study of
Languages & Cultures of Asia & Africa 1999).

1014.See McGoldrick, 450.
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permission of the affected minorities.'®® The focus in discussions of
protecting and promoting cultural rights is therefore less on nations and more
on minority and particularly indigenous groups within nations, based on the
assumption ‘that majorities can take care of, and protect, their own dominant
Cultllre.’ 1016

Indigenous peoples’ culture is particularly linked to geography because
the characterization of a people as ‘indigenous’ generally points to the
inhabitation of a particular geographic territory.'®’” Western thinking on
indigenousness tends to go one step further by identifying the group as the
first inhabitants of a territory, meaning that they lived in the geographic
location prior to the arrival of colonizing outsiders.'®'® The cultural rights of
indigenous peoples so-defined are therefore called upon to ‘preserve, develop
and transmit to future generations their ancestral territories, and their ethnic
identity, as the basis of their continued existence as peoples, in accordance
with their own cultural patterns, social institutions and legal systems’.'®’® In
other parts of the world, indigenousness is not seen as dependent on
colonization or minority status; in some countries ‘the majority or even the
whole population’!%? is characterized as indigenous. In practice, the lack of
an agreed definition of ‘indigenous people’ makes it difficult to apply these
understandings to real-life disputes. Further, as recognized at the beginning
of this chapter, some States are reluctant to formally recognize the link
between ‘indigenous peoples’ and territory out of concerns that this could
lead to claims of independent statehood.'¢%!

Even without an agreed legal definition of ‘indigenous peoples’, it is
clear that indigenousness involves a connection to geographic territory. For
many indigenous groups, the relationship with land and their environment
has great significance to their culture.'®?? For these groups in particular, the
names used to identify the land may have a cultural meaning beyond mere
identification; members may wish to call upon the human right to culture to

1015.8ee for example, Harold Joseph Thomas v. David George Brown & James Morrison
Vallely Tennant, 215 EC.A. (Fed. Ct. Aust’] 1997),

1016.McGoldrick, 452,

1017.See Anaya, Indigenous Peoples in International Law, 3; Landzelius, Introduction: Native
on the net, 34 n. 5 (offering the following definition of ‘indigenous’ as ‘conventional’:
‘disadvantaged descendants of those peoples that inhabited a territory prior to formation
of a state').

1018. See Jeremy Waldron, Indigeneity? First Peoples and Last Occupancy, 1 NZ.J. Pub. &
Int’] L. 55 (2002).

1015. Landzelius, Introduction: Native on the net, 34 n. 3, quoting International Work Group
for Indigenous Affairs (www.iwgia.org).

1020. Antons, 291.

1021.See Anaya, Indigenous Peoples in International Law, 65. See also discussion earlier in
this chapter, at Part II1, Chapter 9, section 9.2.1.3, on the right of self-determination.

1022. See Fodella, 565-566.
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protect this from misuse or misappropriation by others who do not compre-
hend its significance.!°?* Further, to deprive such a group of the free use of
its name may impinge upon its ability to interact materially and intellectually,
to preserve and create its culture.

9.2.3.2 Legal Basis and Substance of the Right to Culture

The human right to culture is widely recognized in human rights law
instruments, both binding and non-binding: it is provided for in varying
terms in the Universal Declaration of Human Rights (Articles 22 and 27), the
ICESCR (Article 15(1)a)), the ICCPR (Article 27), the Convention on the
Rights of the Child (Article 30) and the Declaration on the Rights of
Indigenous Peoples {Articles 8, 11 and 31), and it is the focus of UNESCO’s
Convention on the Protection and Promotion of Cultural Diversity of
Cultural Expressions'%** and the Convention for the Safeguarding of Intan-
gible Cultural Heritage.'* Each of these instruments refers in some way to
a right to participate in or practice a culture, but none expressly acknowl-
edges a right to possess a culture. Article 15(1)(a) of the ICESCR is
illustrative of this point: it specifically recognizes ‘the right of everyone (a)
To take part in cultural life’, and ‘the participatory element has been
interpreted as including a right to express one’s own cultural life.”'%*® Yet it
must logically be said that a ‘right to participate in a culture can only exist
if there is a culture’.!%?” This argument is supported by the specific obligation
imposed upon States by Article 15(2) to ‘conserve, develop and diffuse
culiture.’

Beyond this right of all persons to ‘take part’ in culture, members of
minorities are specifically afforded rights to ‘enjoy’ their cultures. Article 27
of the ICCPR relevantly provides:

In those States in which ethnic, religious or linguistic minorities exist,
persons belonging to such minorities shall not be denied the right, in
community with the other members of their group, to enjoy their own
culture, to profess and practice their religion, or to use their own
language.

The cultural rights of children of minority groups are recognized in similar
terms in Article 30 of the Convention on the Rights of the Child.'®*® Articles

1023. See Antons, 256,

1024, Convention on the Protection and Promotion of the Diversity of Cultural Expressions (18
Dec. 1990, entered into force 18 Mar. 2007) 33C/Res. 42.

1025.Convention for the Safeguarding of the Intangible Cultural Heritage (17 Oct. 2003,
entered into force 20 Apr. 2006) 32C/Res. 32.

1026, McGoldrick, 453.

1027.1bid., 454.

1028.Convention on the Rights of the Child, Art. 30 (20 Nov. 1989, entered into force 2
Sep.1990), 44 U.N. GAOR Supp. (No, 49) at 167, U.N. Doc. A/44/49 (1989): ‘In those
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1029

8, 11 and 31 of the Declaration on the Rights of Indigenous Peoples
relatedly call for the recognition of cultural rights of indigenous peoples.

Certain difficulties arise in the application of cultural rights to counter
States’ claims of exclusive rights in geographic names and their use in the
DNS. First, the substance of the right to culture is very much in debate
because of the fact that culture ‘is not a static concept: cultures change all the
time’."®° Nor is culture a universal concept such that it could be definitively
said that a right to control or use geographic names is an essential aspect of
all cultures. Jurisprudence in this area reveals that a determination that the
right to culture encompasses a right to control or use a geographic name
depends upon the importance of the name in question to the existence of the
particular culture in question.

A further issue arises in that even if it is determined that the use of a
geographic name is integral to a particular culture, it is not axiomatic that a
policy of exclusive State control over geographic names impinges upon the
right of persons, children or minorities to take part in or enjoy their culture.
That Article 15 of the ICESCR specifically provides for the ‘right freely to
participate’ (emphasis added) is significant, however, in that restrictions on
the right to use a geographic name are patently inhibitive of free participa-
tion. In the context of the DNS and given the integral role played by the
internet in creating, preserving and communicating culture,'®* a policy of
requiring government authorization of applications for geographic new

States in which ethnic, religious or linguistic minorities or persons of indigenous origin
exist, a child belonging to such a minority or who is indigenous shall not be denied the
right, in community with other members of his or her group, to enjoy his or her own
culture, to profess and practise his or her own religion, or to use his or her own
langoage.’

1029. United Nations Declaration on the Rights of Indigenous Peoples, adopted by the General
Assembly 2 Oct. 2007, G.A. Res. A/RES/61/295:
Art. 8(1): Indigenous peoples and individuals have the right not to be subjected to forced
assimilation or destruction of their culture.
Art. 11(1): Indigenous peoples have the right to practise and revitalize their cultural
traditions and customs. This includes the right to maintain, protect and develop the past,
present and future manifestations of their cultures, such as archaeological and historical
sites, artefacts, designs, ceremonies, technologies and visual and performing arts and
literature.
Art. 31(1): Indigenous peoples have the right to maintain, centrol, protect and develop
their cuitural heritage, traditional knowledge and traditional cultural expressions, as well
as the manifestations of their sciences, technologies and cultures, including human and
genetic resources, seeds, medicines, knowledge of the properiies of fauna and flora, oral
traditions, literatures, designs, sports and traditional games and visual and performing
arts. They also have the right to maintain, control, protect and develop their intellectual
property over such cultural heritage, traditional knowledge, and traditional cultural
expressions.

1030.Lyndel V. Prott, Cultural Rights as Peoples’ Rights in Interngtional Law, in The Rights
of Peoples 95 (James Crawford ed., Oxford University Press 1992).

1031. See Kathryn Bowrey, Law & Internet Cuitures (Cambridge University Press 2005); Mira
Burri-Nenova, The long tail of the rainbow serpent: new technologies and the protection
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¢TLDs would arguably require involvement of the State to a degree that
impinges upon free participation in online cultural life. While there are no
cases on these specific facts, an analogy can be drawn from other ‘offline’
constellations. In the case of Oninayak v. Canada,'®* for example, it was
argued that the survival of the Lubicon Lake Band people depended upon
their connection to the land, which was integrally connected to their culture.
Because of this integral connection between land and culture, Article 27 of
the ICCPR was deemed infringed by the Canadian government having
allowed the provincial government of Alberta to grant leases for oil and gas
exploration on lands belonging to the Lubicon Lake Band. A stmilar
argument could be made in a situation where a State denies members of a
cultural group the ability to identify themselves in the online environment
using a geographic domain name or string.

In summary, there is no general right to culture that universally and in
all cases supports a corresponding right of members of cultural groups to
control or make use of a geographic name. Such a right does exist, but is
limited to members of a cultural group in which a geographic name is
integral. Nevertheless, the existence of this right serves to refute the
exclusivity of rights claimed by States in geographic names. It also places
restrictions on State decision-making respecting the use of geographic names
by others.

9.2.3.3 Promoting Cultural Diversity

Beyond the individual’s right to participate in culture, there is also increasing
emphasis in international legal discourse on humanity’s interest in cultural
diversity.'™® These interests have not yet developed into norms that
recognize rights to culture, however. UNESCO’s Convention on the Protec-
tion and Promotion of Cultural Diversity of Cultural Expressions (the
“UNESCO Convention’) is the most prominent example: it does not create
rights respecting culture or cultural diversity. The obligations set out in that
convention are not absolute, being articulated in the following terms: in
Article 6, ‘each Party may adopt measures aimed at protecting and promoting
the diversity of cultural expressions within its territory’ (emphasis added) and

and promotion of traditional cultural expressions, in Intellectual Property and Tradi-
tional Cultural Expressions in a Digital Environment 205-236 (Christoph Beat Graber &
Mira Burri-Nenova eds., Edward Elgar 2008).

1032. Ominayak, Chief of the Lubicon Lake Band v. Canada, Communication No. 267/1984,
Report of the Human Rights Committee U.N. GOAR, 45th Sess., Supp. No. 40, Vol. 2,
at 1, U.N. Doc. A/45/40, Annex 9(A) (1990).

1033.See for example, Cottier, The Agreement on Trade-Related Aspects of Intellectual
Property Rights, 170; Fodella, International Law and the Diversity of Indigenous
Peoples, Accommodating cuitural diversity (Stephen Tiemey ed., Ashgate 2007);
Cultural Diversity, Heritage and Human Rights: Intersections in theory and practice
(Michele Langfieldet al. eds., Routledge 2010).
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in Article 7, ‘shall endeavour to create in their territory an environment
which encourages individuals and social groups’ (emphasis added). This has
no bearing on the existence or exclusivity of State rights in geographic
names, but the UNESCO Convention is nevertheless indirectly relevant to
DNS policy on geographic names.

Geographic names per se are not inherently an element of cultural
diversity,'®* but their use in the context of the DNS has tremendous potential
in terms of facilitating cultural diversity by providing a channel for the
creation and dissemination of cultural expression. States party to the
UNESCO Convention are not specifically obliged to enact measures respect-
ing domain names in order to promote or preserve cultural diversity. The
UNESCO Convention does recognize that in making decisions to promote or
protect cultural diversity, States may have to prioritize conflicting interests.
This is critical in the context of competing claims arising from the exercise
of cultural rights, the possibility of which is not sufficiently acknowledged or
addressed by other multilateral treaties respecting the right to culture,
including the ICCPR and the ICESCR.

Prioritization of conflicting cultural interests is, understandably, entirely
avoided by ICANN in the g7LD Applicant Guidebook. The rough guidance
offered by the Convention on the Protection and Promotion of Cultural
Diversity of Cultural Expressions as to how such competing claims might be
addressed could nevertheless be useful to identifying the considerations that
should be borne in mind in the resolution of disputes involving culturally
significant gTLD strings.

9234 Cultural Property

Another growing area of discourse in the area of cultural rights relates to
cultural property.'®*> The notion of culture as property is largely based upon

1034.The term ‘cultural diversity’ is defined in Art. 4(1) of the UNESCO Convention as ‘the
manifold ways in which the cultures of groups and societies find expression. These
expressions are passed on within and among groups and societies. ... [It] is made
manifest not only through the varied ways in which the cultural heritage of humanity is
expressed, augmented and transmitted through the variety of cultural expressions, but
also through diverse modes of artistic creation, production, dissemination, distribution
and enjoyment, whatever the means and technologies used’.

1035, See generally, John Henry Merryman, Two Ways of Thinking About Cultural Property,
80(4) Am. 1. Int’l L. 831 (1986); Lyndel V. Proit, Problems of Private International Law
for the Protection of the Cultural Heritage, 217 Recueil des Cours de I’ Academie de la
Haye 301 (1989); Fiona Macmillan, Human rights, cultural property and inteilectual
property: three concepis in search of a relationship, in Intellectual Property and
Traditional Cultural Expressions in a Digital Environment (Christoph Beat Graber &
Mira Burri-Nenova eds., Edward Elgar 2008); Jtirgen Brshmer & Jennifer Greaney, Der
Schutz der Kulturgiiter der australischen Ureinwohner, in Verfassung ~ Volkerrecht —
Kulturgiiterschutz (Michaela Wittinger, Rudolf Wendt & Georg Ress eds., Duncker &
Humblot 2011).
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Western intellectual property doctrines, but at the same time also awkwardly
depends on the application of those doctrines to ‘cross-cultural claims that
cannot be addressed solely by reference to values that have traditionally been
embedded within the legal commentaries on property.’'%* While the use of
the term ‘property’ in this discourse unmistakably ‘implies control in the
form of an ability to alienate, exploit and exclude others’'®*’ as possessed by
a single individual, the added cultural element implies a different rationale
for this protection than pure commercial interest. Thus cultural property
differs from other forms of property in significant ways:

first, that it is ‘owned’ in common or, at least, publicly; secondly, that the
ownership rights focus on preservation, access and the sharing of
benefits associated with it; and thirdly, that the role of cultural property
rights is to prevent or limit the privatization of cultural property.'®*

Discussion of legal protection for cultural property diverges into two broad
themes: protection of ‘cultural expressions’ and protection of ‘traditional
knowledge’. For neither of these terms is there an agreed definition and
likewise for neither is there yet an agreed legal protection framework. These
concepts are nevertheless arguably the principal focus of today’s interna-
tional intellectual property law development efforts. The volume of scholar-
ship on cultural expressions and traditional knowledge means that an
examination of whether either of these encompasses a particular subject
matter such as geographic names constitutes a study unto itself. Such a
detailed enquiry lies outside of the scope of this work, but the considerable
recent effort expended at the international level in the contexts of human
rights, international trade law'%* and intellectual property law'®* demands
that the potential of cultural expressions and traditional knowledge as

1036. Tatiana Flessas, Cultural Property Defined, and Redefined as Nletzschean Aphorism, 24
Cardozo L. Rev. 1067, 1068 n. 3 (2003), quoted in The Resolution of Cultural Property
Disputes: Some Issues of Definition 55 (Kathryn Last ed., Kluwer Law International
2004).

1037.The Resolution of Cultural Property Disputes 55 (Kathryn Last ed.).

1038 Macmillan, Human rights, cultural property and intellectual property, 91.

1039. The scope for protecting cultural property in international trade law beyond the narrow
issue of geographical indications (which is discussed later in this chapter in the context
of traditional knowledge) is being considered, but as the UN Sub-Commission for the
Protection and Promotion of Human Rights resolution on ‘Intellectnal Property and
Human Rights’ warns, it is necessary to be aware of ‘actal or potential conflicts that
exist between the implementation of TRIPS and the realization of economic, social and
cultural rights.” United Nations Sub-Commission on Human Rights, Resolution 2000/7:
Intellectual Property Rights and Human Rights, UN. Doc. E/CN.4/SUB.Z/RES/2000/7
(2000). For detailed discussion on this issue, see for example, Pamela Samuelson,
Implications of the Agreement on Trade Related Aspects of Intellectual Property Rights
for Cultural Dimensions of National Copyright Laws, 23(1-2) J. Cult. Econ. 95 (1999);
John Henry Merryman, Cultural Property, International Trade and Human Rights, 19
Cardozo Arts & Ent. L.J. 51 (2001); Cottier, The Agreement on Trade-Related Aspects of
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existing or future sources of rights in geographic names be raised here for
later, thorough consideration.

9.2.3.4.1 Geographic Names as Cultural Expressions

The term ‘cultural expression’ has been encountered in earlier sections of this
chapter in the context of the human right to culture and the promotion of
cultural diversity. There, it was noted that the UNESCO Convention creates
no binding obligations on State parties with respect to cultural expressions,
which are defined in Article 4(3) as ‘those expressions that result from the
creativity of individuals, groups and societies, and that have cultural
content.” What the UNESCO Convention does is acknowledge the role that
cultural expressions play in society and, controversially, the ‘complementa-
rity of economic and cultural aspects of development’.'*! With these things
in mind, the UNESCO Convention offers States guidance on the implemen-
tation of measures aimed at promoting and protecting the diversity of cultural
expressions.

The World Intellectual Property Organization takes a different ap-
proach, focusing instead on intellectual property law frameworks. In June
2011, its Intergovernmental Committee on Intellectual Property and Genetic
Resources, Traditional Knowledge and Folklore (the ‘Intergovernmental
Committee’) released draft articles on the protection of ‘traditional cultural
expressions’ (or ‘TCEs’, as they are also known).'®” In draft alternative
forms,'°* the articles propose to define the subject matter of protection using
key intellectual property (of which in particular copyright) terminology.

Intellectual Property Rights; Fiona Macmillan, Copyright, the World Trade Organization
and Cultural Self Determination, in New Directions in Copyright Law (Ficna Macmillan
ed., Edward Elgar 2007).

1040. See for example, Cottier & Panizzon, Legal Perspectives on Traditional Knowledge;
Peter K. Yu, Intellectual Property and Human Rights in the Nonmultilateral Era, 64 Fla,
L. Rev. 1045, 1072 (2012).

1041.Convention on the Protection and Promotion of the Diversity of Cultural Expressions,
Art. 2(5).

1042, WIPQO Interpovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, /nitial Draft Report, WIPO Doc. WIPO/GRTKF/
IC/18/11 Prov. (2011) (available at hup://www.wipo.int/edocs/mdocs/tk/en/wipo_grtkf
_ic_19/wipo_grtkf_ic_19_ref grtki_ 18_11_prov.pdf).

1043. WIPQ Intergovernmental Comimittee on Intellectua! Property and Genetic Resources,
Traditional Knowledge and Folklore, The Protection of Traditional Cultural Expres-
sions: Draft Articles, WIPQ Doc. WIPO/GRTKF/IC/22/4 (2012} (available at http://
www,wipo.int/edocs/mdocs/tk/en/wipo_grtkf_ic_22/wipo_grtkf_ic_22_4.pdf). See also
WIPQ Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, Like-Minded Countries Contribution to the Draft
Articles on the Protection of Traditional Cultural Expressions, WIPO Doc. WIPO/
GRTKF/IC/22/5 (2012) (available at http:/fwww.wipc.int/edocs/mdocs/tk/en/wipo_grikf
_ic_22/wipo_grtkf ic_22_5.pdf).
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The protection envisaged by draft Article 3 is, in both proposed options,
likewise broadly reliant upon intellectual property terminology. On the other
hand, the ‘Glossary of Key Terms Related to Intellectual Property and
Genetic Resources, Traditional Knowledge and Traditional Cultural Expres-
sions’ updated and published by the Secretariat in early 2012'°** evidences
the need to extend beyond intellectual property in understanding these
culture-based concepts. A more significant difference between the UNESCO
Convention and the WIPQ Draft Articles than terminology is the fact that the
latter creates rights and clear obligations respecting cultural expressions,
whilst the former does not.

Both instruments attribute a relatively wide scope of subject matter as
falling within ‘cultural expressions’, but they do so using different ap-
proaches, with UNESCO focusing on cultural content and WIPO focusing on
the form of expression, This is a direct result of differing motivations of
human rights law and intellectual property law. Despite these differences, an
argument can be made that geographic names fall within the scope of the
protected subject matters of both of these instraments. WIPO’s Draft Articles
are the most clearly applicable given their express inclusion in sub-paragraph
(a) of ‘names’ as covered subject matter. Falling within the UNESCO
Convention’s definition of ‘cultural expression’, on the other hand, depends
on a name’s having such a strong link to a culture that it can be considered
‘cultural content’. The requirement that protected subject matter ‘result from
the creativity of individuals, groups and societies’ may prove an obstacle to
geographic names’ protection given that they are often inspired by historic,
geographic or other features rather tham being the product of human
creativity. In this geographic names differ from things that would typically be
characterized as creative cultural expressions, such as music, dance, stories
and artworks.

Even if geographic names fall within either of these definitions of
cultural expressions, no binding obligations have as-yet been created for their
protection. Surveys conducted as part of WIPO’s Cultural Heritage
Project'®* evidence the fact that protection of TCEs is at this stage still a
work in progress even at the domestic level. Work within WIPO’s Intergov-
ernmental Committee to finalize the Draft Articles is ongoing and appears to
be making progress. This is an area of high potential for the recognition of
rights in geographic names in the (perhaps even near) future, but not
currently a source of legal rights in geographic names under interational
law.

1044, WIPO Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, Glossary of Key Terms Related to Intellectual
Property and Genetic Resources, Traditional Knowledge and Traditional Cultural
Expressions, WIPQ Doc, WIPO/GRTKF/IC/22/INF/8 (2012) (available at htip/fwww.
wipo.int/edocs/mdocs/tk/en/wipo_grtkf_ic_22/wipo_griki_ic_22_4.pdf).

1045. WIPOQ, Creative Heritage Project: Surveys of Existing Practices, Protocols and Policies,
http:/fwww.wipo.int/tk/en/culiuralheritape/surveys.html (accessed 15 Oct. 2012).
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9.2.3.4.2 Geographic Names as Traditional Knowledge

While the term ‘cultural expression’ tends to focus upon the results of
creativity (the whar of culture), the term ‘traditional knowledge’ tends to
focus upon creative energies themselves (the sow of culture). Though it too
lacks an agreed definition, ‘traditional knowledge’ is broadly understood as
something of value to a community because of its production and use by that
community often (though not necessarily) over a lengthy period of time.!*
It is also frequently associated with the relationship between people and the
environment in which they live. Accordingly, traditional knowledge may
include knowledge of ‘plants and animals and their properties; minerals and
soils and their properties; combinations of organic and inorganic matters;
processes and technologies; means of enhancing individual health and
welfare; means of enhancing collective health and welfare; [and] artistic
expressions.’'%7 The medicines, healing practices, religious ceremonies,
handicrafts and other ways of life that are derived from this knowledge are
valuable to the communities that develop and use them in terms of the
community’s continued ability to survive and thrive, but they may also have
commercial value to outsiders. The incidence of outsiders appropriating and
using traditional knowledge, particularly when this occurs without compen-
sation, has given rise to interest in its protection.

The potential subject matter of traditional knowledge covers a broad
range of activities. This is reflected in the variety of participants involved in
efforts to protect it at the international level, including the World Intellectual
Property Organization, the World Trade Organization, the United Nations’
Food and Agriculture Organization, the United Nations Conference on Trade
and Development, the United Nations Educational, Scientific and Cultural
Organization, and the World Health Organization.’®® There are not yet any
multilateral conventions of global force that specifically protect ‘traditional
knowledge’ as a discrete subject matter, though the Convention on Biological
Diversity'®* represents a significant step forward for the protection of the
biological resources upon which many forms of traditional knowledge are
based.

1046.See Antony Taubman & Matthias Leistner, Analysis of Different Areas of Indigenous
Resources: Traditional Knowledge, in Indigenous Heritage and Intellectual Property,
Genetic Resources, Traditional Knowledge and Folklore 59-60 (Silke von Lewinski ed.,
Kluwer Law International 2008).

1047.Bernard O’Connor, Protecting Traditional Knowledge. An Overview of a Develpping
Area of Intellecutal Property Law, 6(5) J. World Intell. Prop. 677, 677-678 (2005). See
also Thomas Cottier, The Protection of Genetic Resources and Traditional Knowledge:
Toward More Specific Rights and Obligations in World Trade Law, 1 . Int’l Econ, L. 555
(1998).

1048.See Cottier & Panizzon, Legal Perspectives on Traditional Knowledge.

1049. Convention on Biological Diversity (5 Jun. 1992, entered into force 29 Dec. 1993) 1760
U.N.T.S. 79; 31 LL.M. 8IS,
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In conjunction with its work on protecting traditional cultural expres-
sions, WIPQO’s Intergovernmental Committee is also currently engaged in
efforts to protect traditional knowledge, though it has been said that
international protection of TCEs is more ‘mature’.'®* Draft articles on the
protection of traditional knowledge'®" are under development, and similar to
the draft articles on traditional cultural expressions, the definition of
‘traditional knowledge’,'®* eligibility criteria (draft Article 1) and the scope
of protection (draft Article 3) are at this stage drafted in optional forms.

Meanwhile, regional frameworks for the protection of traditional
knowledge are also gaining ground, the most notable of which being the
African Regional Inteliectual Property Organization (ARIPO) Swakopmund
Protocol on the Protection of Traditional Knowledge and Expressions of
Folklore (the ‘Swakopmund Protocol’).!%* Although not yet in force,'®* the

Swakopmund Protocol is instructive in terms of its broad but relatively

concise definition of ‘traditional knowledge’,'** and detailed criteria'®® of

1050. WIPO, A new dawn for custodians of TK in Africa, WIPO Magazine (December 2010}
(available at http:/fwww,wipo.int/wipo_magazine/en/2010/06/article_0008.html).

1051, WIPO Intergovernmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, The Protection of Traditional Knowledge: Draft
Articles, WIPO Doc. WIPO/GRTKF/IC/21/4 (2012) {available at http://www.wipo.int/
edocs/mdocs/tk/en/wipo_grtkf_ic_21/wipo_grikf_ic_21_4.pdf); WIPO Intergovemmen-
tal Committee on Intellectual Property and Genetic Resources, Traditional Knowledge
and Folklore, Like-Minded Countries Contribution to the Draft Articles on the Protection
of Traditional Knowiedge, WIPQ Doc. WIPO/GRTKF/IC/21/5 (2012) (available at
http:/fwww.wipo.intfedocs/mdocs/thk/en/wipo_grtkf_ic_21/wipo_grtkf_ic_21_5.pdf).

1052. Option 1: For the purposes of this instrument, the term ‘traditional knowledge’ refers to
the know-how, skills, innovatiens, practices, teachings and learning, resulting from
inteltectual activity and developed within a traditional context.

Option 2: Traditional knowledge is knowledge that is dynamic and eveliving, resulting
from intellectual activities which is passed on from generation to generation and includes
but is not limited to know-how, skills, innovations, practices, processes and learning and
teaching, that subsist in codified, oral or other forms of knowledge systems. Traditional
knowledge also includes knowledge that is associated with biodiversity, traditional
lifestyles and natural resources.

WIPO Intergovemmental Committee on Intellectual Property and Genetic Resources,
Traditional Knowledge and Folklore, The Protection of Traditional Knowledge: Draft
Articles, Art. 1.

1053, Swakopmund Protocol on the Protection of Traditional Knowledge and Expressicns of
Folklore {9 Aug. 2010, not in force).

1054.The Swakopmund Protocol was signed by nine ARIPO Member States: Botswana,
Ghana, Kenya, Lesotho, Liberia, Mozambique, Namibia, Zambia and Zimbabwe.
Pursuant to section 27, the Protocol will enter into force three months after six Member
States have deposited instruments of ratification or accession:

1055. Swakopmund Protocol, Art. 2.1: ““raditional knowledge” shall refer to any knowledge
originating from a local or traditional community that is the result of intellectual activity
and insight in a traditional context, including know-how, skills, innovations, practices
and learning, where the knowledge is embodied in the traditional lifestyle of a
community, or contained in the codified knowledge systems passed on from one
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protectability which directly link knowledge to a particular community and
its cultural identity.

Names are notably not expressly included in the definition of ‘tradi-
tional knowledge’ in the Swakopmund Protocol or in either of the definitional
options in WIPQ’s Draft Articles on the Protection of Traditional Knowl-
edge. It is questionable whether a geographic name could be interpreted to
implicitly fall within the sorts of knowledge protected under either, given
that they focus on how knowledge is generated rather than the form of its
expression.

Even if a connection cannot be drawn between traditional knowledge
and geographic names as a general matter, such a connection can potentially
be drawn between traditional knowledge and products identified by geo-
graphical indications.!%7 This is because geographical indications implicitly
represent the Aow element that geographic names more broadly do not. Those
who support the recognition and protection of geographical indications
recognize that the aim of their protection goes beyond the mere name to
‘protection of a certain quality and reputation that is attributable to a product
that is made in a defined place.’'®® This quality and reputation is frequently
derived not only from particular characteristics of the geographical territory
from which a product originates, but from the human interaction with that
territory and the knowledge employed to transform elements in their natural
state into distinctive products.!®®

It has been shown in Chapter 7 that the international intellectual
property law framework offers only limited protection to geographical
indications against unauthorized use. Geographical indications as presently
recognized thus have little capacity to protect the cultural aspects that inhere
in them. Specifically, geographical indications are considered not to possess:

the independent capacity to protect local cultures of production, con-
sumption or identity, or to prevent the erosion of cultural diversity.
Market forces inevitably induce changes in local production methods
and consumption preferences, in spite of the GIs that should, in theory,
play a role in preserving them, and the proliferation of Gls has itself

generation to another. The term shall not be limited to a specific technical field, and may
include agricultural, environmental or medical knowledge, and knowledge associated
with genetic resources.’

1056. Swakopmund Protocol, Art. 4.

1057.See Cottier & Panizzon, Legal Perspectives on Traditional Knowledge.

1058.Q’Connor, The law of geographical indications, 18. See also Conrad, 13.

1059.See Dev Gangjee, Melton Mowbray and the Gl Pie in the Sky: Exploring cartographies
of protection, 2006(3) Intell. Prop. Q. 291, 300-308 (2006) (discussing ‘the link between
product and place’). See also Stephen R. Munzer & Phyllis Chen Simon, Territory,
Plants, and Land-Use Rights among the San of Southern Africa: A Case Study in
Regional Biodiversity, Traditional Knowledge, and Intellectual Property, 17 Wm. &
Mary Bill Ris J. 831 (2009).
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diluted the claims of special reputation, typicity, and cultural identity of
Gl-endowed locales,'*%°

Traditional knowledge protection has been proposed as a means of address-
ing these inadequacies and facilitating the protection of both a geographical
indication as such and the cultural knowledge it represents.'®" This is an
interesting future possibility, but the scope that traditional knowledge
protection currently offers for recognizing rights in geographic names {of
which geographical indications in particular) is only speculative. Taking
guidance from the Swakopmund Protocol, geographic names are not
expressly provided for and a plain reading of the definition and eligibility
criteria of ‘traditional knowledge’ renders it unlikely that these will be
interpreted to implicitly geographic names.

924 Right to Language

Closely linked to the right to culture is the right to language. Culture and
language are symbiotic aspects of life; many forms of cultural expression use
language, and the words that comprise languages are constantly evolving and
being drawn from speakers’ cultural interactions and experiences. This is not
unique to modern civilization; the German writer Johann Wolfang von
Goethe observed the following of late eighteenth century life: ‘So uniiber-
setzlich sind die Eigenheiten jeder Sprache; denn vom hdchsten bis zum
tiefsten Wort bezieht sich alles auf Eigentiimlichkeiten der Nation, es sei nun
in Charakter, Gesinnungen oder Zustiinden.’ [ ‘It is impossible to translate the
idiosyncrasies of each language; every word, from the most arcane down to
the simplest, is permeated by the particular nature of the nation, be it in
character, outlook or circumstances.’]'%%

Modem technologies seem to be moving human societies away from
such culturally and nationally distinct languages, however. The ease and
affordability of global cultural dissemination via the internet contributes to
the growing trend of linguistic homogenization, and it has been estimated
that as much as ‘95 per cent of the languages today will have no long-term
prospects of survival’.'®? The death of languages is linked to the death of

1060.Broude, 678. See also Rhonda Chesmond, Protection or Privatisation of Culture? The
cultural dimension of the internationgl intellectual property debate on geographical
indications of origin, 29(9) Eur. Intell. Prop. Rev. 379 (2007).

1061. See Cottier & Panizzon, Traditional Knowledge and Geographical Indications; Olufun-
milayo B. Arewa, TRIPS and Traditional Knowledge: Local Communities, Local
Knowledge, and Global Intellectual Property Frameworks, 10 Marquette Intell. Prop. L.
Rev. 155 (2006); Gervais, 130-140.

1062.Johann Wolfgang von Goethe, [talienische Reise 1786-1788 Teil 1 (Den 5, Oktober,
nachts), 80 (Hirmer Verlag 1961) {trans, Dinah Cannell in Konrad Schréder, Languages,
in What is Europe? Aspects af European Cultural Diversity 13 (Monica Shelley &
Margaret Winck eds., Routledge 1995).

1063, Schriider, Longuages, 14.
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cultures, and this is generally viewed as undesirable.'** Paradoxically, the
internet may have just as much of a role to play in reversing this trend as it
has had in its creation by helping waning linguistic communities to overcome
challenges to communication such as geographical isolation, unsupportive
government language policies and political conflict. One step in this direction
is ICANN’s introduction in 2010 of ‘Internationalized Domain Names’
(IDNs), enabling domain names to be represented in non-Latin scripts.'%®
The introduction of IDN new gTLDs promises even greater possibilities for
linguistic communities to promote, preserve and develop their language in
the online world.'®%®

It is not surprising that much of the discussion surrounding human
rights and language takes place within the context of minority rights. As is
the case with cultural rights, it can be argued that the majority is sufficiently
well equipped to protect its linguistic interests, but that its doing so puts the
continued existence of minority languages at risk. Article 27 of the ICCPR
is clearly relevant given its recognition of the right of persons of ‘ethnic,
religious or linguistic’ minority groups to, inter alia, ‘use their own
language’. Article 30 of the International Convention on the Rights of the
Child additionally recognizes the right of a child belonging to a minority or
indigenous group to ‘use his or her own language’. These are, however, the
only instruments of global effect to specifically recognize a right to language.

To clarify, the Charter of the United Nations recognizes at Article 1(3)
a right of non-discrimination on the basis of language, as do Articles 2(1) of
the ICCPR and 2(2) of the ICESCR, but this is not axiomatically subject to
interpretation as a right to language. The Committee on the Elimination of
Discrimination has recommended that States’ obligations to prevent dis-
crimination be interpreted as ensuring ‘that indigenous communities can
exercise their rights to practise and revitalize their cultural traditions and
customs and to preserve and to practise their languages’,'°®’ but even this is
not expressly a right to language. Nor does the additional protection offered
to indigenous people and minorities by Articles 27 and 30 of the ICCPR and
International Convention on the Rights of the Child, respectively, expressly
recognize a right to language. Rather, protection in both of these instruments
is articulated in terms of a right to use or practice a language, similar to the
way in which the right to participate in culture is recognized in the ICESCR

1064. See for example, Gerrand, Cultural diversity in cyberspace.

1065.0n Internationalized Domain Names (IDNs), see Part [, Chapter 1, section 1.2.2.3 abave,

1066.IDN strings comprised 6%, or 116 of 1,930, of applied-for strings in the first round of
the New gTLD Program. ICANN, New Generic Top-Level Domains: Quick Facts about
applied-for new gTLD strings, hitp://newgtlds.icann.org/en/program-status/statistics/
applications-quick-facts-13jun12-en.pdf (13 Jun. 2012, accessed 15 Oct. 2012).

1067.United Nations Committee on the Elimination of Racial Discrimination, General
Recommendation No. 23: indigenous Peoples (1997) (available at http://www.unhchr.ch/
tbs/doc.nsf/%288 ymbol %29/
73984290dfea022b802565160056fe1c?Opendocument#* %2).
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rather than a right zo culture. The analysis of the right under Article 15 of the
ICESCR ‘to take part in the cultural life of the community’ cited earlier in
this chapter is aptly recalled here; borrowing those words, the right to use a
language logically ‘can only exist if there is a’'%® language. This statement
seems sensible in the context of the right to language, but nevertheless lacks
support in international law in the way that the right to culture is supported
through Article 15(2) of the ICESCR, which requires States to take steps
necessary for culture’s conservation and development. In spite of this, it is
posited that:

normative expectations converge at least to the extent that states feel an
obligation to provide some affirmative support for the use of indigenous
languages and to ensure that indigenous people do not suffer discrimi-
nation for failure to speak the dominant language of the state in which
they live.'%°

The scope for a broader right of indigenous peoples to language is supported
by the Declaration on the Rights of Indigenous Peoples, Article 13(1) of
which is of particular relevance here. It provides: ‘Indigenous peoples have
the right to revitalize, use, develop and transmit to future generations their
histories, languages, oral traditions, philosophies, writing systems and
literatures, and to designate and retain their own names for communities,
places and persons’ (emphasis added). The Declaration on the Rights of
Indigenous Peoples is not binding and thus not a formal source of rights in
geographic names, but the language just emphasized suggests at a minimum
that there is some recognition at the international level of the importance of
geographic names to indigenous peoples. Otherwise, nothing in the ongoing
discourse on legal rights in geographic names suggests that there is currently
a custom or general principle of recognizing this right of indigenous peoples
to ‘retain their own names for communities [and] places’.

Recognition of the human right to language in international law thus
appears to be limited to particular segments of the human population and the
particular context of preventing discrimination, While there are regional
agreements that provide for rights respecting language,'™ these are also
limited to the non-discrimination context and do not create specific rights to
language that might support a correlative right to use or control a geographic
name. Nor has support for a right to language been found outside of human
rights law in the area of international trade law.'®”!

1068. McGoldrick, 454, See discussion above at section 9.2.3.2.

1069. Anaya, Indigenous Peoples in International Law, 139 (internal citations omitted).

1070.For example, the European Convention on Human Rights recognizes at Art. 14 a right
to non-discrimination on the basis of language. Convention for the Protection of Human
Rights and Fundamental Freedoms (4 Nov. 1950, entered into force 3 Sep. 1953) E.T.S.
5; 213 UN.T.S. 221,

1071.See Broude, 682 (cencluding that the potential for using trade-restrictive measures to
preserve language, ‘a national treasure of sorts,” under GATT Art. XX(f) is very low).
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Against this backdrop it must be considered whether actions of the State
that have the effect of preventing a particular linguistic community from
having an online identity in the form of a geographic internet top-level
domain could be interpreted as discrimination on the basis of language. In
cases in which language and geographic territory share a name, a restriction
on the linguistic community’s application for that domain name or string
could plausibly constitute discrimination by preventing that community from
expressing itself on the internet. On the other hand, a policy of State control
of geographic names would not be discriminatory if, for example, domain
name registration within gTLDs were open to members of the linguistic
community. Further, the policy underpinning the operation of the domain and
use of domain names registered within it could not discriminate against
in-language content and users. A hypothetical example would be a decision
by the government of the United Kingdom to apply for a .cymru gTLD in
which domain name registrants are prohibited from registering Welsh-
language names or displaying Welsh-language content,'®”?

The human right to language thus appears at present to offer scant
support for a right of persons to make use of or exercise conmtrol over
geographic names. Application of the right to language is limited to
preventing State actions that discriminate on the basis of language. Prevent-
ing a linguistic community’s access to the internet could in certain circum-
stances constitute a breach of this right. It does not automatically follow,
however, that the recognition of exclusive State rights in a geographic
domain name is discriminatory. That said, neither does the human right to
language prove the existence of an exclusive right of States to geographic
names; what it does is obligate States using geographic names not to do so
in ways that discriminate against linguistic communities.

8.2.5 RIGHT TO PROPERTY

Several forms of property have been explored in this and earlier chapters as
potential bases of rights under international law in geographic names: in the
context of human rights, cultural property (including cultural expressions and
traditional knowledge), and in the context of intellectual property, trade-
marks and geographical indications. These regimes protect exclusive indi-
vidual — and to a lesser extent collective — rights to property in a particular
form or satisfying particular criteria. What remains as a final area of enquiry
is to consider whether geographic names can be considered as either the

1072. This example did not eventuate in the actual application process; the .cymru application
made by Nominet UK, the registry operator of the United Kingdom's .uk ccTLD,
specifically supports ‘the registration of internationalized domain names (IDNs) to
support the Welsh language’. See [CANN, Application Details, String: CYMRU,
Question 23, http:/gtldresult.icann.org/application-result/applicationstatus/application
details/1420 (accessed 15 Oct. 2012).
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property of individuals or, alternatively, belonging to all humankind. The
starting point in answering these questions is the recognition in international
law of an individual’s right to property and its potential applicability to
geographic names. This then leads to a discussion of the notion of public
property, what was termed ‘res publicae’ in Roman law. Lastly, it is shown
that these historic notions of property remain a feature of contemporary legal
frameworks, appearing in the intellectual property context in the concept of
the public domain.

9.25.1 The Human Right to Property and Individuals’ Rights
in Geographic Names

A human right to property remains elusive and indefinite in international law.
It is recognized most clearly in the non-binding United Nations Declaration
on Human Rights, Article 17 of which provides:

(1) Everyone has the right to own property alone as well as in
association with others.
(2) No one shall be arbitrarily deprived of his property.

A right to property is not provided for in either the ICCPR or the ICESCR,
though both address property in the context of non-discrimination.'®” ‘There
is reason to believe, however, that it was the precise formulation of the
contours of the right to property, rather than disagreement over its existence
in some form, that proved the stumbling block (and even then, only narrowly
50).”19%# This is supported by the express recognition of a right to property in
regional agreements, amongst which the Furopean Convention on Human
Rights,'®” the African Charter on Human and Peoples Rights'®’® and the

1073.See International Covenant on Civil and Political Rights, Arts. 2(1), 24(1) and 26(1);
International Covenant on Economic, Social and Cultural Rights, Art. 2(2).

1074. Francisco Forrest Martin et al., International Human Rights Law and Practice: Cases,
Treaties and Materials 868-869 (Kluwer Law International 1997) citing William A.
Schabas, The Omission of the Right to Property in the International Covenants, 4 Hague
Y.B. Int’l L. 135 (1991).

1075. Art. 1 of the Optional Protocol to the Convention provides:

Every natural or legal person is entitled to the peaceful enjoyment of his possessions. No
one shall be deprived of his possessions except in the public interest and subject to the
conditions provided for by law and by the general principles of international law.

The preceding provisions shall not, however, in any way impair the right of a State to
enforce such laws as it deems necessary to control the use of property in accordance with
the general interest or to secure the payment of taxes or other contributions or penalties,

1076. African Charter on Human and Peoples’ Rights, Art. 14 (27 Jun. 1981, entered into force
21 Oct. 1986) 0.A.U. Doc. CAB/LEG/67/3 Rev 5, discussed in Mashood A. Baderin,
The African Commission on Human and Peoples’ Rights and the Implementation of
Economic, Social and Cultural Rights in Africa, in Economic, Social and Cultural Rights
in Action 151-153 {Mashood A. Baderin & Robert McCorquodale eds., Oxford
University Press 2007).
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American Convention on Human Rights.'”” Further support for the exist-
ence of a right to property can be derived from the non-binding United
Nations General Assembly Resolution on Respect for the Right of Everyone
to Own Property Alone as Well as in Association with Others and Its
Contribution to the Economic and Social Development of Member
States. 1078

Although it may broadly (even if not universally) be agreed that a
human right to property exists in some form in international law, there is
disagreentent as to the precise substance of the right and limitations to it.'*”
This is less problematic in the regional instruments just noted. Article 17(2)
of the European Charter on the Fundamental Rights of the European
Union,'®® for example, specifically states: ‘Intellectual property shall be
protected.” The European Convention on Human Rights is another example;
although a right to property is not expressly provided for, analysis shows that
protection of intellectual property, including trademarks, bears out in
cases.'%®!

The most common and general aspect of the right to property at the
international level is its protection of individuals ‘against wrongful state
action’.'%%2 Whether protection against arbitrary and uncompensated taking
of property is the only protection offered by an international law-based right
to property is unclear but possible. Related arguments may be made to the
effect that a taking constitutes a violation of the TRIPS Agreement’s
guarantees of protection to trademarks and geographical indications.'*®’
Another broader possibility that is philosophically supported by the belief
that property rights are directly linked to economic prosperity'® is its
encompassing a positive right to acquire and possess at least some property.
Even this broader view does not extend so far as to justifying claims to

1077. American Conventon on Human Rights, Art. 21 (22 Nov. 1969, entered into force 17
Jul, 1978) 1144 U.N.T.S. 123,

1078. Respect for the right of everyone to own property alone as well as in association with
others and its contribution to the economic and social development of Member States, 14
Dec. 1990, United Nations General Assembly Doc. A/RES/45/98.

1079.See Restatement (Third) of the Foreign Relations Law of the United States §711
comment d.

1080. Charter of Fundamental Rights of the European Union, OJ 2000/C 364/01.

1081. See Goebel, 7.

1082. Forrest Martin et al., Intemational Human Rights Law and Practice, 866.

1083. See for example, Australia — Certain Measures Concerning Trademarks and Other Plain
Packaging Requirements Applicable to Tobacco Products and Packaging, WT/D3434/1;
Australia — Certain Measures Concerning Trademarks, Geographical Indications and
Other Plain Packaging Requirements Applicable to Tobacco Products and Packaging,
WT/DS435/1; Australia — Certain Measures Concerning Trademarks and Other Plain
Packaging Requirements Applicable to Tobacco Products and Packaging, WT/DS441/1.

1084. Ibid.

290



Chapter 9: Human Rights in Geographic Names

acquire or own particular property, however. Nor have claims based solely
on a right to property been accepted in international courts.'*®>

While there are regional laws that support a right to property as
protecting particular property,’®® international law does not go so far.
International law does, however, offer support for the claim that a property
right recognized in a geographic name (e.g., as a trademark, geographical
indication or as cultural property) cannot arbitrarily be taken away. In the
specific context of the New gTLD Program, this should motivate govern-
ments to provide clear reasons for denying support of a geographic new
gTLD application made by an applicant possessing a geographic trademark
or geographical indication.

9,.2.5.2 Collective Property Rights in Geographic Names

8.2.5.2.1 Geographic Names as Public Property: ‘Res Publicae’

Various societies and political ideologies have held to varying degrees the
belief that some things in life are the property of the public at large. In law,
this has roots in the Roman concept of ‘res publicae’, in which public access
was ensured by operation of 1aw.!®” Classic examples of res publicae
include highways, railways, harbours, ports and bridges. These things *are
overwhelmingly the physical spaces required for mobility—lanes for travel,
transportation, navigation, and communication among distant locations.’ %
Their desirability to the public and use by all, in addition to their
susceptibility to a certain degree of control to ensure their orderly use,'**
justifies ownership by all.

Taking the view that geographic names are public property starts with
a determination that they are property, something that the law has been
notably reticent to do at least in the context of their registrability as
trademarks.' Article 6ter of the Paris Convention is argued to have been

1085.See for example, L.E.S.K. v. the Netherlands, U.N. Human Rights Committee, Commu-
nication No. 381/1989 U.N. Dec. CCPR/C/45/D381/1989 (1992); K.J.L. v. Finland, U.N.
Human Rights Committee, Communication No. 544/193 U.N, Dec. CCPR/C/49/D/544/
1993 (views adopted by the Human Rights Committee 3 Nov. 1993); Koné v. Senegal,
U.N. Human Rights Committee, Communication No. 386/1989 U.N. Doc. CCPR/C/52/
D/386/1989 (views adopted by the Human Rights Committee 21 Oct. 1994), as cited in
Forrest Martin et al., International Human Rights Law and Practice, 815,

1086. See Goebel, 7.

1087.See Carol M. Rose, Romans, Roads, and Romantic Creators: Traditions of public
property in the information age, 66 L. & Contemp. Probs. 89 (2003).

1088.Ibid., 97.

1089. Ibid., 99,

1090. See discussion of geographical names’ protectability as a trademark in Part II, Chapter
5, section 5.1.1 above.
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motivated by national emblems’ incapability of propertization.’®' Debates
surrounding the protection of cultural expressions, traditional knowledge and
biological resources centre on the appropriateness of propertization.'®” It is
also said that ‘[flrom an indigenous perspective, a song or story is not a
commodity or a form of property but “one of the manifestations of an ancient
and continuing relationship between people and their territory™.’'%? Nor are
plants and animals, healing methods, or ways of life easily characterized as
property.

Characterizations of the internet and its DNS as res publicae'®* should
be scrutinized. It would be difficult if not impossible to maintain a res
publicae space in the current environment of natural monopoly that results
from the technical rule of absolute name uniqueness. The proviso that the
public must be willing to ‘behave in an orderly fashion’'"” in a res publicae
space requires an absolute willingness on the part of unsuccessful gTLD
applicants to relinquish aspirations of extending offline rights into the online
environment.

Even if the communications network underpinning the internet is
deemed public property, this does not mean that all of the traffic and content
upon it is also public property. Reference can be made back to physical res
publicae spaces: the use of a public highway or port by privately owned
vehicles and ships does not transform those vehicles and ships into public
property. Likewise, if the internet is considered public property, its use to
communicate information does not transform that information into public
property. The information may be public property, but if so, this is
irrespective of its transmission via the internet. That said, the line be-
tween ‘lanes and means of communication...[and] the content of
communication’ !%®® is difficult to draw. This is certainly an issue for domain
names because they have a tendency to connote content while also
identifying the source of information and its location in the internet.

1091.See Antony Taubman, The public domain and international intellectual property law
treaties, in Intellectual Property: The Many Faces of the Public Domain 82 (Hector
Macqueen & Charlotie Waelde eds., Edward Elgar 2007).

1092. Anupam Chander & Madhavi Sunder, The Romance of the Public Domain, 92 Cal. L.
Rev. 1331, 1368 (2004).

1003. Wend B. Wendland, ‘/t’s a small world (after all)’: some reflections on intellectual
property and traditional cultural expressions, in Intellectual Property and Traditional
Cultural Expressions in a Digital Environment 150 (Christoph Beat Graber & Mira
Burri-Nenova eds., Edward Elgar 2008), quoting Erica-Irene Daes, Special Rapporteur
of the (then) Sub-Commission on Prevention of Discrimination and Protection of
Minorities and Chair of the Working Group on Indigenous Populations, Study on the
Protection af the Cultural and Intellectual Property of Indigenous Peoples, E/ICN.4/
Sub.2/1993/28, 28 Jul. 1993, para. 22,

1094.Rose, 100 (identifying the internet as ‘the most obvious example of res publicae in
Intellectual Space').

1095. Ibid., 99.

1096. Ibid., 104,
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Just as ‘[pJublic roads and open systems of transportation make private
property more valuable’'®’ (emphasis in original), the internet and other
modern communications mediums make privately owned names and sym-
bols more valuable, encouraging their commoditization despite the incon-
gruity in some cases of that approach with the beliefs of their creators. As has
been shown in earlier sections of this chapter, recent trends in the properti-
zation of cultural expressions and traditional knowledge tend to follow
existing property regimes. In the DNS context, this is consistent with the
broad understanding of domain names as property or something conceptually
comparable. The existence of these other potential sources of legal rights in
geographic names renders it even more remote that they might be considered
generally, or in the specific context of the DNS, public property.

9.2.5.2.2 Geographic Names as Part of the Public Domain

It is a widely accepted premise of intellectual property law that new creation
depends upon the existence of a stock of ideas and expressions that is open
and available to all; in some legal systems, this philosophy justifies the very
existence of intellectual property laws as temporary means of private
propertization.'®® The things falling outside of private property rights,
whether at the expiry of protection or not protectable in the first place, are
considered to be in the ‘public domain’. There are three ways of character-
izing the public domain: as property belonging to all — the notion of public
property just discussed,'® as ‘res nullius’ — the ‘property of no one’,''*® or
as the ‘opposite of property’ — something not falling within the character-
ization of property.'*?!

There is no agreed definition of ‘public domain’, but there is consis-
tency in terms of its focus on access rather than ownership, as this definition
illustrates: ‘Resources for which legal rights to access and use for free (or for
nominal sums) are held broadly.’!!*? Articulated in this way in terms of
access and use, the notion of the public domain is inconsistent with property
rights, which confer ‘control in the form of an ability to alienate, exploit and
exclude others’.''®® Nevertheless, even access and use can give rise to

1097. Chander & Sunder, 1345.

1098. Hughes, The Philosophy of Intellectual Property, 323-325.

1099. See for example, Rose, 100.

1100, See for example, Indigenous World Association and Indigenous Media Network, Joint
Statement, Commission on Human Rights, Sub-Commission on the Promotion and
Protection of Human Rights, Working Group on Indigenous Populations (18-22 Jul.
2005).

1101. See for example, James Boyle, Foreword: The Opposite of Property?, 66 L. & Contemp.
Probs. 1 (2003).

1102, Chander & Sunder, 1338,

1103.Last (ed.), The Resolution of Cultural Property Disputes, 35.
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feelings that might be mistaken for property, particularly property owned by
the State as:

a form of domain defined not merely by the absence of exclusive private
rights but by a positive sense of public ownership or collective
sovereignty. This is domain as dominion: the sense of ‘domain’ recalled
in the concept of ‘eminent domain’, the sovereign’s residual entitlement
to assume use of private property for public use, based on a superior
form of sovereign dominion over property.''%

Intellectual property laws traditionally make a distinction between property
and the public domain, subject matter falling into the former category being
protected and subject matter falling into the latter category not protected.''®
This is helpful to achieving a foundational understanding of what the public
domain comprises, but it has been argued that it is not appropriate to
conclude from this simplified explanation that intellectual property and the
public domain are somehow opposed, as if ‘the public domain is a bulwark
against propertization and an alternative to intellectual property.” "' Rather,
there is a cyclic symbiosis between property rights and the public domain, an
idea which has as its roots in Lockean ‘labour theory’: energies are exerted
upon ideas and information in the public domain and thus take on the status
of private property, which status they relinquish when the term of protection
ends.''?” Falling into the public domain, they become available to others for
use in creating new intellectual property. In this way, the public domain is a
driver of propertization ‘because it offers a sphere of free works upon which
capitalists can draw without either seeking consent or drawing liability.”!'%
The subject matter in the public domain is not itself appropriable, but
can be used to create appropriable subject matter that ultimately joins the
stock of non-appropriable subject matter. This is precisely what concerns
indigenous communities if cultural heritage is to be considered public
domain:
Placing our knowledge into the public domain turns it into a freely
available resource for commercial utilization. Thus, it also creates the
pre-condition for using non-indigenous Intellectual Property Rights
(IPR) regimes to patent ‘inventions’ based upon our knowledge. ... We
therefore strongly reject the application of the public domain concept to

1104. Taubman, The public domain and international intellectual property law treaties, 60-61,
citing Grotius, Jn Hugonis Grotii Jus Belli Et Pacis Commentatio, De Jure Belli, Book
1, iii. §6.

1105.See generally, Jessica Litman, The Public Domain, 39 Emery L.J. 965 (1990}.

1106. Chander & Sunder, 1343.

1107. On Locke’s labour theory and its application in justifying intellectual property rights, see
Hughes, The Philosophy of Intellectual Property, 256-329.

1108, Chander & Sunder, 1343.
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any aspect that relates to our cultures and identities, including human
and other genetic information originating from our lands and waters.''*

On the other hand, the non-appropriable nature of the public domain aligns
it with the Roman law concept of res communes, which ‘encapsulates what
might be called the Impossibility Argument against private property: The
character of some resources makes them incapable of “capture” or any other
act of exclusive appropriation.’'"'® Classic examples of res communes are
oceans and water; they are needed and used by all, but it is physically
impossible to exert exclusive control over them.''"!

In the non-physical world, languages, alphabets, facts and laws of
nature all fit the description of being needed by all and incapable of
possession or propertization by individuals.'''> The symbols protected by
Article 6ter have also been considered to fit this description.!'"® These
examples highlight the distinction made in Roman law between res publicae
and res communes: res publicae are contained spaces over which some
degree of control is possible. This distinction has since blurred, and
intellectual property law appears to have played a role in that process.''*

A characterization of geographic names as falling in the public
domain*'*® does not necessarily equate to a ‘right’ of the public to them,
however. On the contrary, claims to rights in the public domain lack support
because of the very notion of the commons as a non-proprietary environ-
ment:

Rather, we all have the privilege or liberty to do what we like with these
works (for example, stage a Shakespeare play); the only corollary is that
other persons have no right to prevent us from so doing (for example,
the direct descendant of William Shakespeare has no right to prevent me
staging Macbeth).'!'®

Applying this thinking to geographic names, the public may not so much
have a right to use a geographic name (suggesting a corresponding duty on
the part of others, including the State, not to interfere in that interest) but
rather a “privilege or liberty® to use them — as domain names or otherwise -

1109. Indigenous World Association and Indigenous Media Network, Joint Statement.

1110. Rose, 93.

1111. Ibid., citing William A. Hunter, Introduction to Roman Law 39-60 (Sth ed. revised,
Oxford University Press 1934).

1112, On traditional knowledge and the public domain, see Cottier & Panizzon, Legal
Perspectives on Traditional Knowledge, 374-376,

1113. See Taubman, The public domain and international intellectual property law treaties, 82.

1114. See Rose, 94-95.

1115. See Rimmer, 131.

1116. Cahir, 39-40.
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within the bounds of other norms surrounding their use such as those
established by unfair competition law.''!?

If they do form part of the public domain, geographic names should be
made available for domain name registration by any member of the public.
This is not because each member of the public has a legal right to have such
a space delegated to their control by ICANN: no one member of the public
has a greater claim than another. The ‘first come, first served’ approach to
domain name registration reflects this view perfectly, but the perfect
application of the public domain to the DNS ends there. In the offline world,
things in the public domain are available to all, and their transformative use
by one does not prevent transformative use by another. In the online world,
multiple simultaneous users of a domain name cannot exist: the technical
requirement of absolute name uniqueness means that domain names start out
as available to all, but they lose that status once they are delegated (top-level)
or registered (second- and lower levels). The plot (e.g., boy meets girl, they
fall in love, their love is forbidden by family relations) remains in the public
domain for others to use even after Romeo and Juliet is written, but a
geographic name is effectively removed from the pool of available names
when it is delegated to a registry operator or registered by a domain name
registrant. There can only be one .africa, one .switzerland, one .paris, and
only one kenya.africa, berne.switzerland and one montmartre.paris

In conclusion, although the law does not recognize a right of the public
to subject matter in the public domain, when the use at issue takes the form
of a domain name, the practical outcome is difficult to distinguish from a
legal right, While there is no right to prevent another person from making an
application for a geographic gTLD string or domain name comprised of a
term falling within the public domain, there is a technological impediment to
doing so that gives rise to an exclusive, property-type right once the name
has been captured in that way.

0.3 GEOGRAPHIC NAMES AS THE COMMON
HERITAGE OF MANKIND

The final basis of rights considered in this study is a concept that has its roots
in natural resources law, but also has clear links to cultural rights.'"® It is

1117. See Taubman, The public domain and international intellectual property law treaties,
58-59.

1118. See for example, Liu Lina, Ownership of Underwater Cultural Heritage in the Area, 1
Creighton Int'l & Comp. L.J, 60 (2011); Derek Fincham, The Distinctiveness of Property
and Heritage, 115 Penn St. L. Rev. 641 (2011); Joseph P. Fishman, Locating the
International Inierest in Intranational Cultural Property Disputes, 35 Yale J. Int'l L.
3347 (2010); Siegfried Wiessner, Re-enchanting the world: Indigenous peaples’ righis as
essential parts of a holistic human rights regime, 15 UCLA J. In’1 L. & Foreign Aff. 239
(2010).
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acknowledged from the outset that this discussion could sit apart from human
rights in this book, but it has been purposefully placed here in order to
highlight the conceptual connections between cultural rights, the public
domain and common heritage. This is broadly consistent with the doctrine of
common heritage of mankind coming to be embraced within human rights
law, for example, as a tenet recognized in the preamble of the United Nations
Declaration on the Rights of Indigenous Peoples.'!*?

The principle of common heritage of mankind has as its starting point
a concept similar to that of the public domain, but to this is added a social
responsibility framework. Common heritage of mankind proposes that ‘all
people would be expected to share in the management of a common space
area’ and economic benefits from the exploitation of that space ‘would be
shared internationally.’''?° Its traditional application in the context of natural
resources also gives rise to two further aspects, namely that the use of the
area ‘must be limited exclusively to peaceful purposes’ and that scientific
research conducted therein ‘would be freely and openly permissible, so long
as the environment of the common space area was in no way physically
threatened or ecologically impaired.’’"*' The deep sea bed is the most
commonly identified common heritage of mankind space.''*?

There are not obvious reasons for treating geographic names, like the
deep sea bed, as a common resource managed and accessible by all, with the
profits of any economic exploitation to be divided globally and equally. On
the contrary, several compelling bases of private legal rights in geographic
names have been identified in this study and the existence of these rights
weighs against treating geographic names as a communal resource. Private
rights also underpin domain names, the fundamental building blocks of the
DNS. Some argue that this is not the most appropriate model, that the internet
should “be exploited for the benefit of the people of the world’*'* and that
its governance by a corporation is inappropriate to achieve that aim.

For the internet to be managed as a common resource, its fundamental
components must all be shared internationally and decisions respecting its
development must be geared to achieving total equality of access. These
notions are not prima facie inconsistent with the object of ICANN, the
California non-profit public benefit corporation established to oversee

1119. United Nations Declaration on the Rights of Indigenous Peoples (2 Oct. 2007) G.A. Res,
A/RES/61/293.

1120. Chdstopher C. Joyner, Legal Implications of the Concept of the Common Heritage of
Mankind, 35(1) Int'l & Comp. L. Q. 190, 191-192 (1986) (internal citations omitted).

1121. fbid., 192,

1122. See Dolliver M. Nelson, Reflections on the 1982 Convention on the Law of the Sea, in
The Law of the Sea: Progress and Prospects 33-34 (Richard Barnes & David Ong eds.,
Oxford University Press 2006). Antarctica is also put forward as a potential common
heritage space. See J.M. Spectar, Saving the Ice Princess: NGOs, Antarctica &
International Law in the New Millenium, 23 Suffolk Transnational L. Rev. 57 (1999).

1123. Chander, The New, New Property, T50.
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domain name system policy, as articulated in the ‘Core Values’ in section 2
of its Bylaws. Yet as ICANN continues its struggle for legitimacy in the eyes
of the global internet community, a struggle which has been reinvigorated by
recent decisions respecting the addition of new top-level domains to the root,
calls for shifting operational and policy control over the DNS to an
international intergovernmental organization have intensified.''?*

Shifting the internet and its DNS out of the private environment
championed by ICANN and into shared global management (e.g., to the
International Telecommunications Union) would have the effect of quashing
any claims to their ‘ownership’ by any sovereign or even by all mankind.
This would turn the focus unambiguously towards access and the motivation
in policy decision-making conclusively towards the long-term greater
good. 25

This is in many ways a desirable path for the internet to take, but would
unquestionably be fraught with practical and legal difficulties too numerous
to list here. These difficulties do not make treating the internet as the
common heritage of mankind impossible, but this is not an outcome to be
taken lightly or assumed to be inevitable. Additionally, while it is concep-
tually not difficult to apply such thinking to the governance model, the same
is not true for the domain names that are the primary components of the
system being governed. These have (if unintentionally) come to be viewed if
not as property, then something analogous — a sort of ‘third generation’ or
‘virtual property’.!'?¢ If treating the internet as we treat the deep sea bed
requires treating domain names as belonging to all mankind, any property or
related proprietary rights in domain names, the most fundamental compo-
nents of the DNS, should arguably be extinguished. Such an outcome is
entirely antithetical to the way the DNS currently operates and also raises
issues of takings of property as discussed earlier in this chapter in the context
of the human right to property. At this point in time it is difficult to imagine
the occurrence of such a massive shift in thinking.

Sharing the proceeds of exploiting common heritage resources interna-
tionally — this is, after all, the social conscience component upon which the
principle of common heritage of mankind is based - is also antithetical to the
way we presently view and use the privatized internet. In the face of
ICANN’s non-profit status, questions have notably been raised about its use
of the ‘approximately USD 350 million’''*’ generated by new gTLD

1124. See Patrick S. Ryan, The ITU and the Internet’s Titanic Moment, Stanford Tech. L. Rev.
8 (2012); Brito, JCANN vs. the World.

1125. See Joyner, 194,

1126. David Nelmark, Virtual Property: The Challenges of Regulating Intangible, Exclusion-
ary Property Interests Such as Domain Names, 3(1) Northwestern J. Tech. & Intell. Prop.
1 (2004). See also Chik, Lord of Your Domain, But Master of None.

1127. ICANN, TAS Interruption: Update (4 May 2012), hitp:/fnewgtlds.icann.org/en/announce
ments-and-media/latest (accessed 15 Oct, 2012).
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applications.''?® ICANN’s response, that ‘the community will be consulted
as to how that excess should be used’,''* while supportive of the multi-
stakeholder governance model, does not equate to sharing the proceeds of
exploiting common heritage resources internationally.

In summary, the current model of internet governance leverages the
spirit of the doctrine of the common heritage of mankind without embracing
it fully. To do so would require fundamental changes, not just to the
governance model itself but to the now firmly established and jealously
defended private rights in the domain names so fundamental to the domain
name system, Treating the internet, the DNS, and names used in that context
as the common heritage of mankind thus reveals itself to be an interesting
theory but implausible in practice at this point in time.

9.4 CONCLUSIONS ON HUMAN RIGHTS
ENCOMPASSING RIGHTS TO GEOGRAPHIC
NAMES

It is human nature to identify with the communities in which one lives.
Modern multi-layered societies give rise to the likelihood that each person
makes multiple associations, linking him or herself to a family, a local
community, a professional community, a linguistic community, a sub-
national region, a nation, a supra-national region. One association is no less
important than the other to generating a complete picture of who a person is
as a human being and how the person perceives his or her place in this world
and wishes others to perceive him or her. To limit a person’s ability to
articulate this sense of belonging is arguably to limit his or her freedom and
therefore violate the most fundamental aspects of his or her humanity. There
are thus clear links between human rights and human beings’ innate habit of
self-identification.

This chapter has considered the most prominent links between human
rights and geographic self-identification by analysing the rights to national
identity and self-determination, freedom of expression, culture, language and
property, as well as the doctrines of the public domain, public property, and
common heritage of mankind. Of these, the right to freedom of expression
and cultural rights have in particular been shown to offer clear bases for a

1128.See for example R. Shawn Gunnarson, Modest Proposals for gTLD Profits, CirclelD (27
Oct. 2011) (available at htip://www.circleid.com/posts/modest_proposals_for_gtld_
profits) (accessed 15 Oct. 2012); Michael Berkens, Beckstrom: ‘I Took ICANN From 357
Million Under Management To $444 Million’, The Domains {25 Jun. 2012) (available at
http:/iwww.thedomains.com/2012/06/25/beckstram-i-took-icann-from-57-million-under
-management-to-444-million/).

1129. ICANN, Frequently Asked Questions: 1.7 Is ICANN initiating the New gTLD Program
to make money?, http:/mewgtlds.icann.orgfen/applicants/customer-service/fags/faqs-en
{accessed 15 Oct. 2012).
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person’s right to use a geographic name. These rights are not absolute, but
they do require consideration by States in reacting and responding to
applications for geographic new gTLDs. New gTLD registries should also
consider the issues noted in this chapter when developing supplemental
policies that restrict the registration of geographic names as domain names in
the newly created gTLDs.

The human right to freedom of expression as protected under interna-
tional law recognizes a person’s right not to have access to a geographic
name prevented unless this poses a rationally articulated threat to national
security or public order. Geographic names are not inherently threatening to
national security or public order. Although the contexts in which they are
used could give rise to such an interpretation, the existence of threats can
only be determined on a case-by-case basis, so a universal rule restricting the
use of geographic names on this basis is inappropriate. States’ objections to
geographic domain names or strings should be scrutinized to ensure that they
‘specify the precise nature of the threat allegedly posed by’'"*°® the appli-
cant’s registration of that name in the DNS.

The human right to culture has also been shown to recognize a person’s
right to use a geographic name; this right is limited in terms of who may
claim it (members of an identifiable cultural group) and when it may be
claimed (where the name is integral and there is a risk of direct harm to the
culture as a result of the State’s action). Analogous arguments have been
successfully made linking non-interference with land to the existence,
practice and preservation of culture. In the context of the DNS and given the
integral role played by the internet in creating, preserving and communicat-
ing culture, preventing a cultural group from possessing an online identity
and a space in which to freely express and practice its culture could be seen
to impinge upon free participation in online cultural life.

It is therefore a principal conclusion of this study that the human right
to freedom of expression and the human right to culture stand in the way of
a policy of recognizing exclusive rights of States in geographic names’ use
in the DNS. It is inappropriate to assume that only States have rights in
geographic names, or that these rights necessarily always trump the rights of
non-State others. Going forward, changes to new gTLD policy respecting
geographic names are warranted to acknowledge the existence of these
rights. In the interim, States should consider the impact of these rights upon
their decision-making as respects new gTLDs.

Although the other rights examined in this chapter offer only scant
support for the existence of rights in geographic names, some nevertheless
serve to limit State action and should therefore also be borne in mind going
forward in DNS policy-making. The human right of self-deterrnination gives
to ‘peoples’ a right to be involved in decision-making respecting geographic
names and their use in the DNS. The human right of nationality ensures that

1130. Keun-Tae Kim v. Republic of Korea, para. 12.5.
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State decisions regarding geographic names do not put a person’s possession
of a (though not a specific) nationality at risk. The human right to language
prevents State actions respecting geographic names and their use in the DNS
that discriminate on the basis of language.

This is the current and most visible protection available under interna-
tional human rights law to geographic names, bearing in mind that this area
is involved in an ongoing state of development and additional rights may be
recognized even in the not-too-distant future. An agreement on the protection
of cultural expressions is in progress, as is an agreement on the protection of
traditional knowledge. Custom may also develop out of the provision in the
Declaration of the Rights of Indigenous Peoples for indigenous peoples to
‘retain their own names for communities, [and] places’.

Notwithstanding the existence of human rights encompassing a right to
geographic names, there remains the practical problem in the context of the
DNS of exclusivity; even if persons or peoples have these rights, it is
practically impossible for more than one claimant or group of claimants to
exercise such rights by registering them as domain names given the
technological requirement of absolute name uniqueness. The law has not yet
provided a means of prioritizing these interests. ICANN’s approach in new
gTLD allocation is to resolve by auction conflicts that are unable otherwise
to be resolved.!' While this avoids ICANN having to make overt value
judgments on specific gTLD applications, it embeds in the New gTLD
Program as a whole a value judgment of prioritizing exceptionally funded
applicants.

As ICANN ¢TLD policy matures, due consideration to cultural diver-
sity may require ICANN to make different, overt value judgments. Having
taken on the responsibility of ensuring that new gTLD policy is consistent
with rights recognized in international law, ICANN has as its disposal the full
complement of laws and soft law instruments to assist it in this process. Of
particular value is the guidance offered by the UNESCO Convention on the
Protection and Promotion of the Diversity of Cultural Expressions.

1131. ICANN, gTLD Applicant Guidebook, section 4.2.2.

301



APPENDIX B



PRIVATE & CONFIDENTIAL
27th March 2013

This summary only includes Domain Names and Trademarks
with the “Amazon” name in the eight countries listed.

It is not an exhaustive list. Amazon has many more Domains and
Trademarks registered in South America (including, for
example, the “KINDLE" Trademark). Amazon also owns Domain
names in Guyana (AMAZON.GF) and Surinam (AMAZON.SR) but
the data is not currently available at the registry level.

Some of the Domain Names listed in this report have been
acquired from Third Parties and Infringers.



OVERALL SUMMARY

Country Total Country Total
Argentina 6 Argentina 34
Bolivia 1 Bolivia 3
Brazil 165 Brazil 28
Chile 7 Chile 18
Colombia 86 Colombia 13
Ecuador 4 Ecuador 3
Peru 5 Peru 14
Venezuela 2 Venezuela 23
Grand Total 276 Grand Total 136
Total Domain registrations per country Total Trademark filings per country

M Argentina B Argentina

M Bolivia = Bolivia

™ Brazil m Brazil

M Chile B Chile

H Colombia m Colombia

M Ecuador m Peru

I Peru 1 Ecuador

= Venezuela = Venezuela
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EXTRACT FROM AMAZON DOMAIN PORTFOLIO IN SOUTH AMERICA

Summary

Second-level domains are not available to anyone in Argentina, Brazil and Venezuela

Argentina only allows registrations under .com.ar

Brazil only allows registrations under restricted hierarchies (e.g., .com.br, .org.br)

Aside from local presence requirements, there is no formal review process for most of these hierarchies
The exceptions are .org.br, .srv.br and .tv.br, which are completely “closed”

Total Domain registrations per country
Country Total
Argentina 6 M Argentina
Bolivia 1 H Bolivia
Brazil 165 m Brazil
Chile / m Chile
Colombia 86 H Colombia
Ecuador 4
Peru 5 M Ecuador
Venezuela 2 W Peru
Grand Total 276 1 Venezuela
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ARGENTINA
I .AR Domain Registrations

Domain Name Acquisition Date

AMAZON.COM.AR 9/18/1998
AMAZONKINDLEFIRE.COM.AR 9/29/2011
AMAZONCLOUD.COM.AR 9/29/2011
AMAZONSILK.COM.AR 9/29/2011
AMAZONFREETIME.COM.AR 9/6/2012
AMAZONKINDLE.COM.AR 11/30/2007

[1] Domain registrations with the country name “Argentina”

Domain Name Acquisition Date
AMAZONARGENTINA.COM 6/25/2004
BOLIVIA

[ .BO Domain Registrations

Domain Name Acquisition Date
AMAZON.COM.BO 12/23/1999

I1l Domain registrations with the country name “Bolivia”

Domain Name Acquisition Date
AMAZONBOLIVIA.COM 5/11/2007
BRAZIL

I .BR Domain Registrations

Domain Name Acquisition Date
AMAZON.COM.BR 7/20/2012
AMAZONKINDLEKDK.COM.BR 1/21/2010
AMAZONKINDLEDEVELOPMENTKIT.COM.BR 1/21/2010
AMAZONKINDLEACTIVECONTENT.COM.BR 1/21/2010
AMAZONGAMESERVICES.COM.BR 1/10/2013
AMAZONSQS.COM.BR 12/16/2011
AMAZONCLOUDWATCH.COM.BR 12/16/2011
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AMAZONELASTICCOMPUTECLOUD.COM.BR

AMAZONSIMPLEDB.COM.BR
AMAZONSNS.COM.BR
AMAZONCLOUDFRONT.COM.BR
AMAZONRDS.COM.BR
AMAZONS3.COM.BR
AMAZONCLOUDFORMATION.COM.BR
AMAZONLOJAVIRTUAL.COM.BR
AMAZONLOCKER.COM.BR
WAMAZON.COM.BR
AMAZONM.COM.BR
AMAZONL.COM.BR
EVERYTHINGINAMAZONBRAZIL.COM.BR
AMAZONFREETIMEUNLIMITED.COM.BR
SUAMAZONBRASIL.NET.BR
TUDONAMAZONBRASIL.NET.BR
SUAMAZONBRASIL.COM.BR
TUDONAMAZONBRASIL.COM.BR
YOURAMAZONBRAZIL.COM.BR
AMAZONBRASILAQUI.NET.BR
AMAZONSHOPPINGBRASIL.COM.BR
AMAZONCLICKBUY.COM.BR
KINDLEBOOKSAMAZON.COM.BR
YOURAMAZON.COM.BR
AMAZONMOVIES.COM.BR
COMPRASNAMAZON.NET.BR
AMAZONCOMPRASNOBRASIL.COM.BR
AMAZONAGORANOBRASIL.COM.BR
AMAZONBRASILAQUIL.COM.BR
AMAZONCOMPRASNOBRASIL.NET.BR
SEUAMAZON.COM.BR
AMAZONCINEMA.COM.BR
AMAZONFILME.COM.BR
COMPRASNAMAZON.COM.BR
AMAZONAGORANOBRASIL.NET.BR
AMAZONMUSICA.COM.BR
KINDLEBOOKSAMAZON.NET.BR
AMAZONSHOPPINGBRASIL.NET.BR
AMAZONBRAZILHERE.COM.BR
AMAZONTELEVISION.COM.BR

12/16/2011
12/16/2011
12/16/2011
12/16/2011
12/16/2011
12/16/2011
12/16/2011
12/12/2012
12/10/2012
12/7/2012
12/7/2012
12/7/2012
12/5/2012
12/5/2012
12/5/2012
12/5/2012
12/5/2012
12/5/2012
12/5/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
12/3/2012
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AMAZONTELEVISION.COM.BR
AMAZONAUDIO.COM.BR
AMAZONTELEVISAO.COM.BR
AMAZONBUYSINBRAZIL.COM.BR
AMAZONCLICKBUY.NET.BR
AMAZONINSTANTVIDEO.COM.BR
AMAZONDEVPAY.COM.BR
AMAZONMONEY.COM.BR
AMAZONMONEYACCOUNT.COM.BR
AMAZONCLOUDDRIVEPHOTOS.COM.BR
AMAZONDATA.COM.BR
AMAZONTABLET.COM.BR
AMAZONBUSCA.COM.BR
AMAZONTECNOLOGIA.COM.BR
AMAZONPRESS.COM.BR
AMAZONIATECH.COM.BR
AMAZONSHOPPING.COM.BR
AMAZONTRAINING.COM.BR
AMAZONOFERTA.COM.BR
THEAMAZONS.COM.BR
AMAZONPLAYER.COM.BR
AMAZONTABLETS.COM.BR
FASHIONAMAZON.COM.BR
SUPERAMAZON.COM.BR
AMAZONOFERTAS.COM.BR
AMAZONSITES.COM.BR
AMAZONKINDLE.COM.BR
AMAZONCASA.COM.BR
GREENAMAZON.COM.BR
AMAZONVOIP.COM.BR
STUDIOAMAZON.COM.BR
AMAZONSEXSHOP.COM.BR
CLOUDAMAZON.COM.BR
AMAZONKIDS.COM.BR
AMAZONLIFE.COM.BR
AMAZONGAME.COM.BR
AMAZONMEGASTORE.COM.BR
AMAZONMOBILE.ECO.BR
AMAZONN.COMBR
AMAZONPRIME.COM.BR

12/3/2012

12/3/2012

12/3/2012

12/3/2012

12/3/2012

11/17/2011
11/5/2012

11/13/2012
11/13/2012
11/1/2012

10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/23/2011
10/21/2012
10/21/2012
10/21/2012
10/21/2012
10/21/2012
10/21/2012
10/21/2012
10/21/2012
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AMAZONMOBILE.COM.BR
AMAZONDUO.COM.BR
AMAZONCLOUDPLAYER.COM.BR
AMAZONCLOUDSTORAGE.COM.BR
AMAZONKINDLETOUCH.COM.BR
AMAZONSILKBROWSER.COM.BR
AMAZONCLOUDDRIVE.COM.BR
AMAZONKINDLEFIRE.COM.BR
AMAZONSILK.COM.BR
AMAZON-FAMILY.COM.BR
AMAZONFAMILY.COM.BR
AMAZONUSA.COM.BR
AAMAZON.COM.BR
AMAZONPREMIUM.COM.BR
AMAZONBASICS.COM.BR
AMAZONPOWERFAST.COM.BR
AMAZONTIMETOREAD.COM.BR
AMAZONFREETIME.COM.BR
AMAZONPAPERWHITE.COM.BR
AMAZONVPC.COM.BR
AMAZONCLOUDREADER.COM.BR
AWSAMAZON.COM.BR
AMAZONEC2.COM.BR
AMAZONKINDLECLOUDREADER.COM.BR
AMAZONROUTE53.COM.BR
AMAZONVIDEOSHORTS.COM.BR
AMAZONE.COM.BR
AMAZONVIDEOSHORT.COM.BR
AMAZONWEB.COM.BR
AMAZONVIP.COM.BR
AMAZONSTUDIOS.COM.BR
AMAZONCOMPRAS.COM.BR
AMAZONSTORE.NET.BR
AMAZONKINDLEBOOKS.COM.BR
AMAZONDOWNPLAYER.COM.BR
AMAZONMP3PLAYER.COM.BR
AMAZONDOWNLOADS.COM.BR
AMAZONMUSICDOWNLOAD.COM.BR
AMAZONDOWN.COM.BR

10/21/2012
10/8/2012
9/28/2011
9/28/2011
9/28/2011
9/28/2011
9/28/2011
9/28/2011
9/21/2011
9/20/2012
9/20/2012
9/16/2011
9/16/2011
9/11/2012
9/9/2009
9/6/2012
9/6/2012
9/6/2012
9/6/2012
8/26/2009
8/17/2011
8/17/2011
8/17/2011
8/17/2011
8/17/2011
7/24/2012
7/20/2000
7/20/2012
6/20/2010
6/20/2010
6/17/2012
6/17/2012
6/17/2012
6/17/2012
6/1/2012
6/1/2012
6/1/2012
6/1/2012
6/1/2012
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AMAZONMUSICDOWNLOADS.COM.BR 6/1/2012

AMAZONGAMECIRCLE.COM.BR 5/25/2012
AMAZONB2B.COM.BR 3/29/2012
AMAZON.EMP.BR 3/26/2012
AMAZONCURSOS.COM.BR 2/26/2012
AMAZONMUSIC.COM.BR 2/26/2012
AMAZONBOOKS.COM.BR 2/26/2012
AMAZONCOZINHA.COM.BR 2/26/2012
AMAZONIAINFORMATICA.COM.BR 2/26/2012
LOJAAMAZON.COM.BR 2/26/2012
AMAZONGLOBAL.COM.BR 2/26/2012
AMAZONMEDIAGROUP.COM.BR 2/26/2012
AMAZONFRESH.COM.BR 2/26/2012
AMAZONNETWORKBRASIL.COM.BR 2/26/2012
AMAZONSEX.COM.BR 2/26/2012
AMAZONLAND.COM.BR 2/26/2012
AMAZONASPRODUCOES.COM.BR 2/26/2012
AMAZONASAUTOS.COM.BR 2/26/2012
AMAZONEXPRESS.COM.BR 2/26/2012
SHOPAMAZON.COM.BR 2/26/2012
AMAZONNETWORK.COM.BR 7/20/2012
AMAZONPRODUCOES.COM.BR 2/17/2012
AMAZON1.COM.BR 2/17/2012
AMAZON.ATO.BR 2/16/2012
AMAZON.SRV.BR 2/16/2012
AMAZON.FLOG.BR 2/16/2012
AMAZON.PPG.BR 2/16/2012
AMAZON.TMP.BR 2/16/2012
AMAZON.RADIO.BR 2/16/2012
AMAZON.VLOG.BR 2/16/2012
AMAZON.IND.BR 2/16/2012
AMAZON.CNG.BR 2/16/2012
AMAZON.REC.BR 2/16/2012
AMAZON.ETI.BR 2/16/2012
AMAZON.INF.BR 2/16/2012
AMAZON.ETC.BR 2/16/2012
AMAZON.WIKLBR 2/16/2012
AMAZONAPPS.COM.BR 1/9/2012

EAMAZON.COM.BR 2/25/2000
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Subset of the above list plus gTLD registrations with the name “Brazil”

AMAZONBRAZIL.ORG
AMAZONFASHIONBRAZIL.COM
YOURAMAZONBRAZIL.COM.BR
AMAZONBRAZILHERE.COM.BR
AMAZONBUYSINBRAZIL.COM.BR
AMAZONBRAZILCOMPANY.COM
EVERYTHINGINAMAZONBRAZIL.COM.BR
AMAZONBRAZIL.MOBI
AMAZONBRAZIL.COM
BRAZILAMAZON.COM
AMAZONBRAZIL.BIZ
AMAZONBRAZIL.INFO
AMAZONBRAZIL.NET
BRAZIL-AMAZON.COM

7/28/2009
12/5/2012
12/5/2012
12/3/2012
12/3/2012
9/27/2012
12/5/2012
7/28/2009
7/20/2007
4/12/2005
7/4/2012

7/2/2009

6/4/2007

1/15/2008

Subset of the above list plus gTLD registrations with the name “Brasil”

AMAZONBRASIL.COM 5/29/2012
AMAZONBRASILSHOPPING.COM 3/25/2012
AMAZONFASHIONBRASIL.COM 12/5/2012
SUAMAZONBRASIL.NET.BR 12/5/2012
TUDONAMAZONBRASIL.NET.BR 12/5/2012
SUAMAZONBRASIL.COM.BR 12/5/2012
TUDONAMAZONBRASIL.COM.BR 12/5/2012
AMAZONBRASILAQUI.NET.BR 12/3/2012
AMAZONSHOPPINGBRASIL.COM.BR 12/3/2012
AMAZONCOMPRASNOBRASIL.COM.BR 12/3/2012
AMAZONAGORANOBRASIL.COM.BR 12/3/2012
AMAZONBRASILAQUIL.COM.BR 12/3/2012
AMAZONCOMPRASNOBRASIL.NET.BR 12/3/2012
AMAZONAGORANOBRASIL.NET.BR 12/3/2012
AMAZONSHOPPINGBRASIL.NET.BR 12/3/2012
BRASILAMAZON.COM 5/26/2012
AMAZONBRASIL.ORG 5/9/2012

AMAZONBRASIL.NET 3/26/2012
AMAZONNETWORKBRASIL.COM.BR 2/26/2012

Domain registrations under .br.com
AMAZON.BR.COM 6/21/2000

PRIVATE & CONFIDENTIAL 27th March 2013



CHILE
.CL Domain Registrations

AMAZON.CL 8/25/1999
AMAZONKINDLE.CL 8/26/2010
AMAZONKINDLEFIRE.CL 9/28/2011
AMAZONSILK.CL 9/28/2011
AMAZONCLOUD.CL 9/28/2011
AMAZONFREETIME.CL 9/6/2012

AMAZONITA.CL 3/21/2011

Domain registrations with the country name “Chile”

AMAZONCHILE.COM 6/25/2003
COLOMBIA
.CO Domain Registrations

AMAZON.CO 2/24/2010
AMAZON.COM.CO 1/21/2000
AAMAZON.CO 7/21/2010
AMAZON.NET.CO 2/8/2010
AMAZON.NOM.CO 2/8/2010
AMAZONADMASH.CO 4/11/2011
AMAZONAPP.CO 10/15/2010
AMAZONAPPS.CO 10/15/2010
AMAZONAPPSTORE.CO 10/23/2012
AMAZONAUTORIP.CO 1/7/2013
AMAZONAWS.CO 7/21/2010
AMAZONAWSGLACIER.CO 8/20/2012
AMAZONBASICS.CO 7/21/2010
AMAZONBOOKS.CO 7/21/2010
AMAZONCLOUDDRIVE.CO 3/28/2011
AMAZONCLOUDFRONT.CO 3/5/2013
AMAZONCLOUDPLAYER.CO 3/28/2011
AMAZONCLOUDREADER.CO 8/9/2011
AMAZONCLOUDSTORAGE.CO 9/28/2011
AMAZONCO.CO 4/20/2011
AMAZONEC2.CO 7/21/2010
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AMAZONELASTICTRANSCODER.CO
AMAZONFREETIME.CO
AMAZONFREETIMEUNLIMITED.CO
AMAZONFRESH.CO
AMAZONGAMESERVICES.CO
AMAZONGLACIER.CO
AMAZONINSTANTVIDEO.CO
AMAZONINSTANTVIDEOS.CO
AMAZONKINDLE.CO
AMAZONKINDLE.COM.CO
AMAZONKINDLE.NET.CO
AMAZONKINDLECLOUDREADER.CO
AMAZONKINDLEDX.COM.CO
AMAZONKINDLEFIRE.CO
AMAZON-KINDLE-FIRE.CO
AMAZONKINDLETOUCH.CO
AMAZONL.CO
AMAZONLOCAL.CO
AMAZONLOCKER.CO
AMAZONM.CO
AMAZONMOBILE.CO
AMAZONMP3.CO

AMAZONN.CO
AMAZONPAYMENTS.CO
AMAZONPOWERFAST.CO
AMAZONPRIME.CO
AMAZONREDSHIFT.CO
AMAZONS.CO

AMAZONS3.CO
AMAZONSELLERCENTRAL.CO
AMAZON-SELLERCENTRAL.CO
AMAZONSERVICES.CO
AMAZONSES.CO
AMAZONSILK.CO
AMAZON-SILK.CO
AMAZONSILKBROWSER.CO
AMAZON-SILK-BROWSER.CO
AMAZONSIMPLEEMAILSERVICE.CO
AMAZONSTUDIOS.CO
AMAZONSUPPLIES.CO

1/28/2013
9/6/2012
12/5/2012
6/29/2010
1/9/2013
8/20/2012
2/22/2011
2/22/2011
6/29/2010
2/8/2010
2/8/2010
8/9/2011
2/8/2010
9/28/2011
9/28/2011
9/28/2011
1/26/2011
3/23/2011
12/10/2012
1/26/2011
4/29/2011
6/29/2010
4/20/2011
7/21/2010
9/6/2012
6/29/2010
11/26/2012
4/20/2011
7/21/2010
4/5/2011
4/5/2011
7/21/2010
1/25/2011
9/28/2011
9/28/2011
9/28/2011
9/28/2011
1/25/2011
11/15/2010
3/29/2012
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AMAZONSUPPLY.CO 3/29/2012

AMAZONTICKETS.CO 1/23/2012
AMAZONTIMETOREAD.CO 9/6/2012

AMAZONWEBSERVICES.CO 6/29/2010
AMAZONWEBSTORE.CO 7/21/2010
AMAZONWHISPERCAST.CO 6/20/2012
AMAZONWHISPERNET.CO 7/21/2010
AMAZONWHISPERSYNC.CO 7/21/2010
AMAZONWINE.CO 9/27/2012
AMAZONWORLD.CO 7/21/2010
AWSAMAZON.CO 7/21/2010
EAMAZON.CO 1/26/2011
FULFILLMENTBYAMAZON.CO 7/21/2010
PAYWITHAMAZON.CO 4/11/2012
PAY-WITH-AMAZON.CO 4/11/2012
QAMAZON.CO 4/20/2011
SELLERCENTRALAMAZON.CO 4/5/2011

SELLERCENTRAL-AMAZON.CO 4/5/2011

SSL-IMAGES-AMAZON.CO 7/21/2010
WAMAZON.CO 1/26/2011
WWAMAZON.CO 7/21/2010
WWWAMAZON.CO 7/21/2010
WWW-AMAZON.CO 1/26/2011
WWWAMAZONCO.CO 4/20/2011
WWWLAMAZON.CO 7/21/2010

Domain registrations with the country name “Colombia”

AMAZONCOLOMBIA.COM 6/25/2003

ECUADOR
.EC Domain Registrations

AMAZON.EC 10/22/2003
AMAZON.COM.EC 1/28/1998
EAMAZON.EC 10/22/2003
EAMAZON.COM.EC 6/16/2000
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1] Domain registrations with the country name “Ecuador”

Domain Name Acquisition Date

AMAZONECUADOR.COM 11/7/2012

AMAZONENECUADOR.COM 9/12/2012

ECUADORAMAZON.COM 10/8/2007
PERU

I .PE Domain Registrations

AMAZON.PE 12/8/2007
AMAZON.COM.PE 3/16/1998
AMAZONKINDLE.PE 2/21/2008
AMAZONKINDLE.COM.PE 2/21/2008
EAMAZON.COM.PE 5/8/2000

[I}] Domain registrations with the country name “Peru”

Domain Name Acquisition Date
AMAZON-PERU.COM 7/3/2005
VENEZUELA

] .VE Domain Registrations

Domain Name Acquisition Date

AMAZON.COM.VE 4/5/2000
AMAZON.CO.VE 4/5/2000

[l Domain registrations with the country name “Venezuela”

Domain Name Acquisition Date
AMAZONVENEZUELA.COM 6/25/2003
AMAZONVENEZUELA.NET 5/21/2011
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EXTRACT FROM AMAZON TRADEMARK PORTFOLIO IN SOUTH AMERICA

Summary
Total Trademark filings per country
Country Total
Argentina 34 ™ Argentina
Bolivia 3 ® Bolivia
Brazil 28 » Brazil
Chile 18 = Chile
Colombia 13 ® Colombia
Ecuador 3
Peru 14  Peru
Venezuela 23 M Ecuatior
Grand Total 136 © Venezuela
ARGENTINA
. Title Status Application#  Application Date Registration # Registration Date
AMAZON.COM (42) Registered 12186 9/16/1999 89500-C 3/20/2003
AMAZON.COM (38) Registered 12187 9/16/1999 89501-C 3/20/2003
AMAZON.COM (35) Registered 12188 9/16/1999 89499-C 3/20/2003
AMAZON (28) Registered 2.278.422 4/3/2000 1.841.859 8/28/2001
AMAZON (45) Registered 4/3/2000 1.841.855 8/28/2001
AMAZON.COM (38) Registered 2.241 592 9/16/1999 1.816.575 1/19/2001
AMAZON.COM (43) Registered 1816578 9/16/1999 3063134 1/19/2001
AMAZON (22) Registered 2.278.419 4/3/2000 1.841.856 8/28/2001
AMAZON (35) Registered 2.278.423 4/3/2000 1.841.860 8/28/2001
AMAZON.COM (44) Registered 1816578 9/16/1999 3063136 1/19/2001
AMAZON (20) Registered 2.278.417 4/3/2000 1.841.865 8/28/2001
AMAZON.COM (39) Registered 2.241 593 9/16/1999 1.816.576 1/19/2001
AMAZON (15) Registered 2.